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THE QUANTITY OF EVIDENCE IN TRADEMARK CASES! 


By Lewis Garner* 


In many trademark cases it is urged by a party that the 
actual number of consumer witnesses or survey interviewees 
which are presented to prove that a mark has acquired a “sec- 
ondary meaning” or to prove the existence or absence of confu- 
sion between the marks at issue is inadequate. Often, the courts 
themselves question the adequacy of the witnesses. Doubt is 
raised as to how the reaction of a relatively few persons can be 
of significance in relation to the final reaction of millions. The 
courts, therefore, often decide trademark cases mainly on the 
basis of a subjective comparison in the courtroom of the marks 
and goods involved.’ 

This subjective comparison (with or without the actual tes- 
timony of witnesses) may result in the conclusion that there is 
evidence that a mark has acquired a “secondary meaning” or that 
confusion between marks exists. In such event the question never- 
theless remains as to the number of people, or put another way, 
what is the proportion of the public involved, who must have a 
similar reaction in order to properly support this conclusion. 

The trademarks themselves, the goods involved, the manner 
of advertising and sale, the intent of the parties, acquiescence, 
and similar factors have only an indirect relationship to the 
question of ultimate public reaction. The testimony of experts 
is, of course, opinion testimony which is not always sufficient. 
The only direct evidence concerning public reaction are actual 
statements made by members of the public. Therefore, when this 
type of evidence is used, actual, specific evidence is presented 


7.16—REMEDIES—INFRINGEMENT—EVIDENCE. 
7.18—REMEDIES—INFRINGEMENT—SURVEYS. 
7.23—REMEDIES-—UNFAIR COMPETITION—EVIDENCE. 
7.27—REMEDIES—UNFAIR COMPETITION—SURVEYS. 
* Member of the firm of Woodson, Pattishall & Garner, Chicago, Illinois; member 
of the TIlinois Bar. 
1. See, e.g., Rosso & Mastracco, Inc. vy. Giant Food Shopping Center, 200 Va. 159, 
104 S.E. 2d 776, 781, 118 USPQ 566, 49 TMR 200 (1958). 
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by the public itself, instead of by arguments concerning the fea- 
tures of the marks or the goods involved or that “purchasers” 
are likely to be confused (not any particular number of pur- 
chasers, but some vague mass of persons conjured by the arguer). 

However, with this direct evidence, the question arises as 
to whether a few witnesses are quantitatively enough or whether 
many should be used. In other words, how many actual witnesses 
are needed? In addition, as it is virtually impossible to directly 
question more than a small fraction of the general public, are 
witnesses or survey interviewees of any value whatever? It is 
to be remembered that the only alternative available, however, is 
mere argument based upon generalities and the presentation of 
circumstantial evidence. 

Most court decisions assume or imply that if it is found that 
a mark has acquired a “secondary meaning” or that there is like- 
lihood of confusion between two marks, a sufficient quantity of 
evidence has been presented. In the event the quantity of such 
evidence is believed to be insufficient, there is no finding of “sec- 
ondary meaning” or likelihood of confusion. The statutes them- 
selves, which merely require evidence as to “likelihood of con- 
fusion”, do not specify how many witnesses are necessary or the 
portion of the public which must be “likely to be confused” in 
order to provide such a finding. Strictly interpreted, one person 
having the reaction that there is secondary meaning in a mark 
or that likelihood of confusion exists between marks should suffice 
to fulfill the requirements of the statute. The Restatement of 
Torts, however, suggests that likelihood of confusion must be pres- 
ent in at least an “appreciable number” of persons.* 


2. See Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 110 
USPQ 462, 46 TMR 1509 (2d Cir., 1956) ; American Chicle Co. v. Topps Chewing Gum, 
208 F.2d 560, 562, 99 USPQ 362, 44 TMR 414 (2d Cir., 1953). 

3. Sec. 728, comment (a). Oriental Foods, Inc. v. Chun King Sales, Inc., 244 
F.2d 909, 915, 113 USPQ 404 (9th Cir. 1957). It might be said that “likelihood” of 
confusion implies that not just one person but an “appreciable number” have these 
reactions, but this is reading a quantitative meaning into the word which it does not 
really have. Likelihood as to how many? But some courts have interpreted the word 
in this way. See Harold F. Ritchie, Inc. v. Chesebrough-Pond’s, Inc., 176 F.Supp. 429, 
433 (D.C.,8.D.N.Y., 1959). In McCormick § Co. v. B. Manischewitz Co., 206 F.2d 744, 
98 USPQ 367 (6th Cir., 1953), it was stated, at page 746: “The likelihood of confusion 
is, of course, a matter of opinion based upon comparison, but a determination of decep- 
tive similarity is strongly supported by even a small number of actual mistakes made 
by average customers, and the law sets no numerical standard for misguided purchasers.” 
To the same effect is Pure Foods, Inc. v. Minute Maid Corp., 214 F.2d 792, 797, 102 
USPQ 271, 274 (5th Cir., 1954). As to secondary meaning, a “substantial number of 
those members of the public who normally would be interested in the product and who 
might be interested in it,” quoting Nims, was referred to in National Shoe Stores Co. 
v. National Shoes of New York, Inc., 213 Md. 338, 113 USPQ 380 (Md.Ct.App., 1957). 
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Projection Is Necessary 


One individual testifying as to his own reaction to the trade- 
marks involved directly proves, at best, a reaction only as to him. 
This is also true if the individual’s reaction is presented solely 
by a survey report sheet. Should the court decide that such a 
witness’ reaction appears typical and, therefore, others are likely 
to react in the same manner, the court is projecting, by its own 
estimate, the testimony of one witness, to other persons. Except 
for such projection, there is no direct evidence that the reaction 
of any witness is typical of the reaction of others. It is doubtful 
that a sufficient number of witnesses could ever be presented to 
the court, either personally or by way of deposition, to provide 
evidence of more than de minimis damage unless such a projec- 
tion is utilized. A survey on an extremely large scale can of 
course include many persons. Nevertheless, the courts and the 
Patent Office must arrive at a conclusion on the basis of actual 
testimony by relatively few persons or on the basis of survey 
reports that the expressed reaction typifies the probable reaction 
of others to an extent which justifies granting or denying relief. 
A projection is always necessary. An English judge once said, 
“... if one case of actual deception is proved, there is no more 
to be said for either side. The case is at an end. Argument only 
takes place where there is no proved case of actual deception.” * 
The judge did not mean that the one such instance alone provided 
enough evidence of damage. Rather, he implied that one instance 
was enough to justify a projection that a sufficient number of 
people would be deceived to justify the granting of relief. 

Whether a trademark has acquired secondary meaning or 
whether confusion exists between marks are questions of fact. 
The answers thereto are based upon opinion or are derived from 
the court’s estimate of the value of the facts. In a trademark 
ease, therefore, no matter how much evidence and testimony is 
presented, the answer to the question as to whether likelihood 
of confusion exists between marks is a subjective one. As there 
is no absolute proof or perfect evidence,® courts should not, in 


4. Liebig’s Extract of Meat Co. v. Chemists Co-Operative Soc. Ld., 13 Rep. Pat. 
Des. T. Cases 635, 644. Contra: Rohr Aircraft Corp. v. Rubber Teck, Inc., 163 F.Supp. 
787, 118 USPQ 8 (D.C.,8.D. Calif., 1957). See Pure Oil Co. v. Paragon Oil Co., 117 
USPQ 321, 327, 48 TMR 1117 (D.C.,N.D. Ohio, 1958). 

5. In Premier-Pabst Corp. v. Elm City Brewing Co., 9 F.Supp. 754, 760, 25 TMR 
602 (D.C. Conn., 1935) Judge Hincks stated: “... in view of the fact that modern 
advertising reaches millions, the chancellor, though he hear a hundred witnesses, can 
never know whether he has been shown a fairly representative picture.” 
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my opinion, be reluctant to give weight to representative evidence, 
whether it be surveys, tests, or actual witnesses. If properly 
presented, this type of evidence should prove very helpful. While 
there are differences in the reactions of people, there is also a 
great deal of uniformity. Therefore, the reactions of a few people 
often indicate the possible reaction of many others. 

A few witnesses testifying on the question of secondary mean- 
ing or likelihood of confusion or a few survey interviewees or 
reaction test respondents, might not present truly representative 
evidence for one reason or another. However, by the time the 
right number of witnesses from a few different areas are pre- 
sented, the uncharacteristic witness will clearly show up as such 
and can be discounted. In the event answer sheets showing the 
results of reaction tests or interviews are used instead of “live” 
consumer witnesses, a greater number of answers may be nec- 
essary to show a clear pattern, since the interviewees do not 
actually testify and are not cross-examined at all. The term 
“survey” is loosely used and often synonymously with any kind 
of cross-section sampling. However, the term is usually used in 
connection with the submission of proof by interview report 
sheets, rather than of proof by means of depositions or witnesses 
actually present in court. In either case a fairly distinct pattern 
of reaction usually will emerge showing whether a mark has ac- 
quired secondary meaning or whether likelihood of confusion be- 
tween marks exists. Therefore, some projection is justified. The 
projection usually will be more accurate if the entire number 
of persons who were questioned is stated along with the number 
who indicated that they might be confused between two marks. 
Thus a true ratio could be found. This ratio may then be applied 
(projected) to the entire purchasing public. However, for reasons 
set forth hereafter, many persons who are confused between marks 
might not indicate this fact when questioned. Therefore, the ratio 
of persons likely to be confused when projected to the entire public 
may be much greater than the ratio arrived at in the sampling. 

The quality of the sample witnesses affects the necessary 
quantity. Should the individual witnesses in the sampling be good 
witnesses, a lesser number may be necessary to prove the point. 
However, no matter how good the witnesses are, some quantity 
should be presented for the reason that they are still merely 
samples. 

It is not our purpose to discuss the quality of the evidence 
or the procedures for obtaining evidence by witnesses, pools, tests, 
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surveys, or any other means.* The question presented here is as 
to the quantity of witnesses required and other factors, while 
related, are not discussed in this article. Therefore, we have 
omitted court decisions which only evaluate direct consumer evi- 
dence on the basis of the quality of the witnesses but do discuss 
those cases which in any way refer to the quantity of witnesses 
necessary. 

At the suggestion of presenting a “few dozen witnesses” on 
the question of likelihood of confusion, the trademark lawyer will 
often reply, “Impossible!”. It may be asked how can any such 
witnesses be found if, for example, the infringer’s products have 
only recently been placed upon the market, and only in very small 
quantities? Persons who may later be confused do not at that 
time know about the product, and even should they notice it later, 
are not likely to bother to call the same to the attention of 
anyone else.’ Where actual purchasers are not reasonably avail- 
able, proper “elicited” evidence of confusion should have probative 
weight. The newcomer’s product may be called to the attention 
of persons on the street or elsewhere. Without prior suggestion 
of the first user’s trademark, these persons may be asked questions 
properly designed to elicit a mistaken reference to the first user’s 
product, assuming that such reaction is not improperly induced. 
Properly worded and conducted, such interviews obtain a reaction, 
not an opinion. While such interviews are not necessarily con- 
clusive in themselves they are of substantial weight, even though 
they do not duplicate all the conditions of actual purchases. A 
physician’s test of a patient’s eyes is not valueless simply because 
it is not made in those places where the patient normally uses 
his eyes.® 

A few dozen witnesses or a few thousand survey report sheets 
reasonably indicating that a mark has acquired secondary meaning 
or that there is confusion between marks, prove that some others 
of the public may react accordingly. The next questions are—is 
this enough for an injunction ?—and what constitutes enough proof 
and how much evidence is “enough”. In other words, how much 
evidence of confusion is required to make a proper projection? 





6. See Pattishall, Reaction Test Evidence in Trade Identity Cases, TRADEMARKS 
IN ACTION, JOHN MARSHALL LAW ScHOOL (1957), 49 TMR 145 (1959); Lunsford, 
Ascertaining the Facts in Unfair Trade Cases, 40 TMR 753 (1950); Caughley, The 
Use of Public Polls, Surveys ¢ Sampling as Evidence, 44 Cauir. L.R. 539 (1956). 
7. G. D. Searle §& Co. v. Chas. Pfizer & Co., 265 F.2d 385, 121 USPQ 74, 77, 49 
TMR 832 (7th Cir., 1959). 

8. See Hawley Products Co. v. U. 8S. Trunk Co., Inc., 259 F.2d 69, 77, 118 USPQ 
424, 431. 
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In deciding how much evidence is required, it may be helpful 
to approach the problem from the ultimate position. That is, how 
many members of the general public must be confused in order 
to justify relief? Must the number be ten million or one hundred? 
Must the percentage of the general public who are confused be- 
tween marks be ninety-five percent or two percent? 

To justify enjoining the use of the mark by. a second user, 
it must be likely that enough confusion has or will occur to cause 
more than de minimis damage to the prior user. A few dozen or 
a few hundred—or even a few thousand—instances of confusion 
alone might not be a sufficient showing. Something more may be 
required. The question is, how much more? It certainly is not 
necessary that one hundred million or one hundred percent of 
the buying public be confused between marks.’ Of course a much 
lesser number would suffice to justify the granting of an injunction. 

The damage necessary to be shown in order to prove a case 
should be determined by weighing all considerations. For exam- 
ple, the later user of a mark has boundless limits from which to 
choose his own distinctive trademark. If he is just starting in 
business under a particular mark, the question of changing the 
mark to prevent confusion does not arise initially. There is no 
reason why the later user should not be enjoined if there is a 
likelihood of more than de minimis damage. The later user is 
therefore under a duty to avoid adopting a mark which is con- 
fusingly similar to one which is already in existence. 

It is quite easy to be either too generous or too restrictive 
toward a later user, since the ultimate finding is based upon an 
estimate. The burden of indicating some real likelihood of con- 
fusion is, of course, on the earlier user. Obtaining even a small 
amount of direct evidence of confusion is difficult with almost all 
trademarks and, therefore, a small quantity would be significant. 
Very little imagination is needed to obtain the realization as to 
how much damage confusion as to source of origin can cause when 
consideration is given to the vast number of people who comprise 
the public as a whole. Individual instances which do not seem 
earth-shaking, are not to be taken lightly. Long before the author 
heard of the “Webster” dictionary cases, he had been annoyed by 





9. American Chicle Co. v. Topps Chewing Gum, Inc., 208 F.2d 560, 562, 99 USPQ 
362, 44 TMR 414 (2d Cir., 1953) (applied to generic meaning also). But see Chappell 
v. Goltsman, 99 F.Supp. 970, 974, 91 USPQ 30, 41 TMR 956 (D.C.,M.D. Ala., 1951), 
modified 197 F.2d 837, 94 USPQ 40 (5th Cir., 1952): “... the confusion must exist 
in the mind of the public generally, not with a few.” How many is “the public gen- 
erally”? And “a few” confusion witnesses will sometimes be enough to justify a pro- 
jection to the public generally. 
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seeing “Webster” dictionaries everywhere, some of them of abom- 
inable quality, and without being able to tell which one was put 
out by the true successors of the original ‘Webster’. 

The purchaser knows nothing about cases, or about rights in 
surnames, copyright expiration dates or other technicalities. Fur- 
thermore, the purchaser is not accustomed to searching for ex- 
planatory legends on goods. 

Of course, some evidence of confusion between marks can 
always be found by mere accident or choice. In the author’s ex- 
perience this evidence comprises only a few percent—about two 
or three in a hundred. This must be ignored. Therefore, any 
greater amount of confusion between marks must be caused by 
the newcomer’s mark, and not as a result of mere chance occur- 
rences. The later user should therefore be enjoined when the 
number of persons confused amounts to more than two or three 
percent of those questioned or, in some rare instances, four or 
five percent. (The foregoing assumes that the evidence indicates 
reasonably well that confusion is present. If there is substantial 
doubt, obviously a showing of confusion by a somewhat larger 
percentage of those questioned should be required.) This is be- 
cause four or five percent of likelihood of confusion is more than 
de minimis damage. Profit margins in some businesses are as low 
as three percent and seldom are over ten percent. In the event 
that likelihood of confusion on the part of three percent of the 
people means a likelihood of loss of sales amounting to three per- 
cent the disastrous effect appears obvious. In certain situations 
loss of sales by one percent or less might be damaging. The per- 
centage of people who are confused between marks does not al- 
ways equal the same percentage of loss of sales (for example, 
where the goods are different). However, loss of sales when 
actually found need only be very small in percentage to amount 
to substantial damage. 

Moreover, confusion between marks can be damaging in other 
ways. Exemplary thereof is that such confusion places the prior 
user’s reputation partly under the control of another. The public 
is damaged by not receiving what it expects. As aforesaid, there 
are numerous available trademarks which would not create any 
confusion. Therefore, confusion of four or five percent of the 
people questioned should suffice for enjoining the later user. When 
this percentage is projected to sixty million buyers, it obviously 
equals two or three million instances of people likely to be con- 
fused between marks. 
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In deciding how much evidence is required, it may be helpful 
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seeing “Webster” dictionaries everywhere, some of them of abom- 
inable quality, and without being able to tell which one was put 
out by the true successors of the original ““Webster”’’. 

The purchaser knows nothing about cases, or about rights in 
surnames, copyright expiration dates or other technicalities. Fur- 
thermore, the purchaser is not accustomed to searching for ex- 
planatory legends on goods. 

Of course, some evidence of confusion between marks can 
always be found by mere accident or choice. In the author’s ex- 
perience this evidence comprises only a few percent—about two 
or three in a hundred. This must be ignored. Therefore, any 
greater amount of confusion between marks must be caused by 
the newecomer’s mark, and not as a result of mere chance occur- 
rences. The later user should therefore be enjoined when the 
number of persons confused amounts to more than two or three 
percent of those questioned or, in some rare instances, four or 
five percent. (The foregoing assumes that the evidence indicates 
reasonably well that confusion is present. If there is substantial 
doubt, obviously a showing of confusion by a somewhat larger 
percentage of those questioned should be required.) This is be- 
cause four or five percent of likelihood of confusion is more than 
de minimis damage. Profit margins in some businesses are as low 
as three percent and seldom are over ten percent. In the event 
that likelihood of confusion on the part of three percent of the 
people means a likelihood of loss of sales amounting to three per- 
cent the disastrous effect appears obvious. In certain situations 
loss of sales by one percent or less might be damaging. The per- 
centage of people who are confused between marks does not al- 
ways equal the same percentage of loss of sales (for example, 
where the goods are different). However, loss of sales when 
actually found need only be very small in percentage to amount 
to substantial damage. 

Moreover, confusion between marks can be damaging in other 
ways. Exemplary thereof is that such confusion places the prior 
user’s reputation partly under the control of another. The public 
is damaged by not receiving what it expects. As aforesaid, there 
are numerous available trademarks which would not create any 
confusion. Therefore, confusion of four or five percent of the 
people questioned should suffice for enjoining the later user. When 
this percentage is projected to sixty million buyers, it obviously 
equals two or three million instances of people likely to be con- 
fused between marks. 
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Where the defendant is very new or very small, the past and 
immediate probable confusion and damage may not be large but 
it can always be assumed that business will try to expand. The 
prior user should not have to continue bringing actions as the 
later user’s business increases until it becomes large enough to 
cause severe damage.’® Injunctive relief cannot be based upon 
mere conjecture but in equity it is reasonable to decide the case 
on the assumption that present conditions may change and that 
the newcomer will try to expand.” 

Usually, the conclusions to be drawn from direct evidence 
will be clear, and in many instances the exact amounts or per- 
centages are not necessary. For instance, where the confusion 
approximates fifty percent, it will not be important whether it is 
exactly fifty percent or is forty-five percent or fifty-five percent. 
This is an important difference between the requirements for this 
type of evidence and the requirements for the usual public opinion 
or market polls or other samplings. The most elaborate (and 
expensive) psychological testing and sampling techniques are 
not automatically required. For example, if the product involved 
is an ordinary household product used by all, it should be suf- 
ficient to present the reactions of uninterested housewives no 
matter where such reactions are obtained. It is not necessary to 
carefully select groups and areas to provide a balance as to age, 
race, or economic, occupational and social status. Neither is it 
necessary to subpoena a number of children from schools and 
men from work. 


The Quantity of Evidence Requred for 
the Projection of Confusion 


It is the author’s opinion that a few dozen witnesses testifying 
on the question of confusion, or a few thousand sampling reports, 
which disclose the presence of confusion between marks amounting 





10. Although this was implied in Premier Malt Products Co. v. Kasser, 26 F.2d 
1021, 18 TMR 325 (3d Cir., 1928). 

11. Skil Corp. v. Barnet, 150 N.E. 2d 551, 117 USPQ 461, 465, 48 TMR 1221 
(Mass, Sup. Ct., 1958) ; Holmes v. Border Brokerage Co., 321 P.2d 898, 903, 116 USPQ 
539, 48 TMR 844 (1958). In Lambert Pharmacal Co. v. Bolton Chemical Corp., 219 
Fed. 325, 326, 5 TMR 38, 39 (D.C.,8S.D.N.Y., 1915) Judge Learned Hand referred to 
“... a fringe of possible customers, next year’s for instance ... Among these con- 
fusion .. . if not a remote speculation, is quite enough.”; Pepsodent Co. v. Comfort 
Mfg. Co., 83 F.2d 906, 909, 29 USPQ 601, 26 TMR 481 (CCPA, 1936); Skinner v. 
Martin, 109 USPQ 156, 158, 46 TMR 594 (Calif. Super. Ct., 1956); Rayco Mfg. Co. 
v. Layco Auto Seat Cover Center, Inc., 205 Mise. 827, 101 USPQ 39, 43, 44 TMR 813 
(N.Y. Sup. Ct., 1954); Fasman v. Active Auto Parts, 142 N.Y.S. 2d 691, 693, 105 
USPQ 381, 45 TMR 975 (N.Y. Sup. Ct., 1955); Peerless Electric Co. v. Peerless Elec- 
tric, Inc., 103 USPQ 283, 284, 44 TMR 1320 (N.Y. Sup. Ct., 1954). 
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to five percent (or anything above the percentage of uncharacter- 
istic responses) of the persons interviewed, justifies a projection 
of at least this percentage to the entire public. There is probably 
justification for a projection to much more than five percent of 
the entire public. For example, persons who have not heard of 
the prior user’s trademark cannot be confused. There will always 
be many such persons since virtually no trademark is known to 
every last person in the country. These people should not be 
counted in computing the aforesaid percentage. Including such 
witnesses might lead to the erroneous implication that they are 
familiar with the prior user’s brand without being confused. 


A positive indication of the presence of confusion, or the 
acquirement of secondary meaning, is an affirmative thing and has 
to be elicited, whereas lack of confusion is to be assumed until 
a showing is made to the contrary. For many reasons a certain 
amount of evidence of confusion will always be missed. Without 
proper elicitation, no confusion is indicated, but this only means 
that it was not brought out. It does not necessarily mean that it 
was not there. For example, those who fail to understand the 
interviewer’s questions may increase the category of persons who 
are supposedly not confused between the marks. However, as the 
problem of leading questions is a difficult one, to be safe a party 
may phrase his questions rather vaguely. But by so doing the 
reactions of many persons who really were or would have been 
confused may be missed. Consumers often miss the point of the 
question because they have little technical knowledge about trade- 
marks and may not know the purpose of the questioning. They 
may be questioned when their minds are on other matters. Nat- 
urally, with the foregoing and similar difficulties, sometimes evi- 
dence of actual confusion is missed. The interview then errone- 
ously appears in the record as evidentiary of the fact that there 
is no likelihood of confusion. 

Clever questioning may at times elicit what appears to be an 
answer that confusion exists when in reality there is no confusion. 
However, it is much easier to miss evidence of confusion when 
it actually exists than to create such evidence when it does not 
exist. It will be difficult to phrase a question strong enough which 
will per se create an indication of confusion, without the question 
being objectionable. 

The ratio of persons actually testifying at a trial as to con- 
fusion or secondary meaning as opposed to the total number of 
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people actually interviewed, will be even smaller than the pro- 
portion of persons who merely indicate that they are confused 
between marks in the interviews. It is one thing to interview 
persons and find that their reactions indicate the presence of 
such confusion and quite another to have them appear at some 
future time and actually testify. Some persons cannot be reached 
to testify within the necessary time or at the last minute find 
that they cannot appear. One may say, “Subpoena them.” T’o do 
so against their wills may soon put an end to all surveys with 
the consequent loss to the entire public. People are reluctant to 
become involved and to testify for parties about whom they have 
no knowledge and about matters with which they are not familiar 
and do not really understand. In fact such persons should not 
testify, if they are to be presented as representative of how others 
will react. The reluctance to testify is increased by subpoenas, 
cross-examination, opposing attorneys coming to see and argue 
with them and also by other factors which include having to ap- 
pear at some unknown and inconvenient time and place for an 
unknown period, despite any personal inconvenience, at no com- 
pensation but paltry witness fees. 

In the event subpoenas are used indiscriminately, the result 
might be that people would refuse to answer any street or door- 
to-door questions and never sign a name or give an address to 
anyone. In the Detroit Free Press of August 15, 1956, at page’ 29, 
a columnist, writing about the various kinds of part-time work 
that wives and mothers often do these days, mentioned that they 
often work at “street corner” interviewing. The columnist con- 
cluded as follows: “If a pretty lady stops you on the street soon 
and asks you if you have thought about the connection, if any, 
between Seven-Up and Fago Uptown, be nice to her. She’s some- 
body’s mother.” It is obvious that such matters do receive pub- 
licity and knowledge of any unnecessary coercion would soon 
spread. A judge would be reluctant to enforce a subpoena against 
anyone who had any reasonable story of inconvenience for the 
reason that, although the testimony is valuable, in a sampling no 
specific testimony of an individual is particularly more important 
than another. 

As the prior user presents his direct evidence, the newcomer 
will try to show by cross-examination that such witnesses or re- 
sponse reports are not of probative weight.** He may also pre- 


12. See Martin, The Defense of Trade-Mark and Unfair Competition Cases, 41 
TMR 99, 113 (1951). 
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sent witnesses or response reports of his own to show that other 
persons were not confused. This is more like “off-setting” the 
prior user’s witnesses than directly attacking them. The later user 
seeks to show that while some witnesses indicate the presence of 
confusion between marks, others show the absence of such con- 
fusion. Since a proportion of about five percent of the witnesses 
indicating the presence of confusion is enough to justify an injunce- 
tion, it follows that the later user must show a proportion of about 
ninety-five percent or more showing the absence of such confu- 
sion. Any amount approaching this percentage is very significant 
and, if this much evidence of lack of confusion is presented and 
it is more convincing than the prior user’s evidence, the later user 
should prevail. However, showing that an equal number of per- 
sons are not confused is not enough.** Admittedly, in virtually 
all cases as many persons may not be confused between the marks 
in question as those who are. Nonetheless, if enough persons are 
confused between marks to cause real damage to the first user, 
this is sufficient. This is an important point since courts some- 
times erroneously imply that if as many persons are not likely to 
be confused between the respective marks as those who are likely 
to be confused, the prior user has not sustained his burden of 
proof.* Instead, the correct test is as follows: Is it likely that 
a sufficient number of persons will be confused to cause more 
than negligible damage? 

Many of the persons interviewed will be unfavorable to the 
party presenting the questions since all persons do not know the 
products of the parties, and confusion will virtually never be 
present in all persons. In the usual lawsuit a party chooses his 
witnesses to prove his own case. He is not expected to disclose 


13. Skinner v. Martin, 109 USPQ 156, 158, 46 TMR 594 (Calif. Super. Ct., 1956) : 
“T believe it is probable a number of patrons, possibly not a large percentage, but some, 
would be misled by the sign, particularly as time goes on.”; Swarthmore Classics, Inc. 
v. Swarthmore Junior, 81 F.Supp. 917, 920, 80 USPQ 159, 39 TMR 234 (D.C.,S.D.N.Y., 
1949): “The degree of probability of confusion prerequisite to trademark protection 
has not been precisely established, and it may well be in the nature of the case that 
this cannot be done. That where confusion of source is more probable than not, relief 
should be granted is surely within the rule. The converse would deny relief in all but 
a few cases. The frequency with which judicial protection of trademarks is given sug- 
gests that the standard is somewhat lower, and that it is not a condition precedent to 
the granting of relief that the trier of facts predict that over 50% of the consuming 
public will be confused. He need merely predict that a substantial number will be 
confused. I have so predicted.” See Old Charter Distillery Co. v. Continental Distilling 
Corp., 174 F.Supp. 312, 121 USPQ 492, 498, 49 TMR 941 (D.C. Del., 1959); Procter 
§ Gamble Co. v. J. L. Prescott Co., 102 F.2d 773, 776, 40 USPQ 434, 29 TMR 105 
(3d Cir., 1939). 

14. Chappell v. Goltsman, 99 F.Supp. 970, 974, 91 USPQ 30, 41 TMR 956 (D.C., 
M.D. Ala., 1951), modified 197 F.2d 837, 94 USPQ 40 (Sth Cir., 1952). 





540 THE TRADEMARK REPORTER Vol. 50 TMR 


all persons interviewed in trial preparation, and especially those 
who may have been rejected as unfavorable.** 

The law leaves the negative to be proved by the adversary 
and by the opponent’s own witnesses. If the proportion is low, 
the adversary must prove it. One need not produce witnesses to 
defeat his own cause. But on the other hand, the ratio or pro- 
portion as aforesaid is a part of the case. The party is asking 
the court to make a projection from the reaction of dozens or 
thousands of people, to millions of people, on a basis that is far 
from perfect. Therefore, the party should be required to disclose 
everything which is necessary and relevant to the picture which 
he is presenting. This includes the reports of all consumer re- 
actions in the particular survey or sampling which produced the 
witnesses relied upon. It does not include other samplings, tests, 
or preliminary interviewing, which are not relied upon. “Other 
samplings” mean different questions and tests under different 
circumstances. Such samplings may appear to be unfavorable 
because, although the confusion may be present, the first proce- 
dures did not adequately disclose the same. Of course “the 
lawyer’s work product” need never be disclosed.*® All that is nec- 
essary is that when the favorable interviewees in a sampling 
process are introduced, the number and perhaps names, if ob- 
tained, of all other interviewees in that particular procedure be 
disclosed. Then, the ratio can be obtained, and provided that it 
is evaluated under the principles set forth above it will be of 
consequence. No doubt some persons will cite and strongly agree 
with this part of the article in demanding production of all the 
sampling materials. They may, however, argue against the idea 
set forth in other parts of this article, viz., that four or five percent 
of those questioned indicating the presence of confusion between 
marks or any amount beyond the percentage of abnormalities 
justifies the granting of an injunction. 

The foregoing presents some of the reasons for concluding 
that evidence of confusion of four or five percent of those inter- 
viewed normally justifies an injunction and, moreover, it normally 
justifies a projection of confusion between marks of much higher 
percentage—possibly as much as an additional twenty or twenty- 
five percent. 


15. Hickman v. Taylor, 329 U.S. 495, 67 Sup. Ct. 385 (1947). 
16. Hickman v. Taylor, 329 U.S. 495, 67 Sup. Ct. 385 (1947). 
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In the court’s decision as to secondary meaning or likelihood 
of confusion, all the foregoing direct evidence must be weighed 
along with the indirect, circumstantial evidence such as the marks, 
goods, marketing conditions, expert opinions, and the like.” 


The Present Law 
Some courts have accepted so-called confusion or non- 
confusion witnesses or written reports of survey interviews as 
having probative value.** The case of Oneida, Lid. v. National 








17. 8S. C. Johnson §& Son, Inc. v. Johnson, d.b.a. Johnson Products § Co., 266 F.2d 
129, 121 USPQ 63, 73, 49 TMR 815 (6th Cir., 1959); Harold F. Ritchie, Inc. vy. 
Chesebrough-Ponds, Inc., 176 F.Supp. 429, 432, 123 USPQ 322, 50 TMR 80 (D.C., 
S.D.N.Y., 1959); see Quaker Oats Co. v. General Mills, Inc., 134 F.2d 429, 431, 56 
USPQ 400, 33 TMR 178 (7th Cir., 1943); Chappell v. Goltsman, 99 F.Supp. 970, 91 
USPQ 30, 41 TMR 956 (D.C.,M.D. Ala., 1951), modified 197 F.2d 837, 94 USPQ 40 
(Sth Cir., 1952) ; Vick Chemical Co. v. Thomas Kerfoot § Co., 80 F.2d 73, 77, 27 USPQ 
393, 26 TMR 29 (CCPA, 1935). In Grove Laboratories, Inc. v. Approved Pharmaceutical 
Corp., 149 F.Supp. 86, 89, 112 USPQ 287, 47 TMR 488 (D.C.,N.D.N.Y., 1957) Judge 
Brennan stated: 

“While here the defendant’s mark is not particularly similar in appearance to plain- 
tiff’s mark, it definitely has a similarity in its suggestion. This is not theoretical. The 
evidence establishes same. Likelihood of confusion as to source is not a matter of 
inference alone. Actual confusion of source appears in the evidence which bears the 
stamp of reliability.” 

18. Huber Baking Co. v. Stroehmann Bros. Co., 252 F.2d 945, 947, 116 USPQ 348, 
48 TMR 711 (2d Cir., 1958) (one instance of secondary meaning); Rohm § Haas Co. 
v. Takamine Laboratory, Inc., 115 USPQ 189, 190, 48 TMR 494 (Com’r, 1957) (three 
instances); Perma-Stone Co. v. Haworth, 115 USPQ 144 (Com’r Pat., 1957) (likely 
that “a substantial segment of the purchasers and users’ will be confused); Perfect- 
form Corp. v. Perfect Brassiere Co., 256 F.2d 736, 740 (3d Cir., 1958) (two instances) ; 
F. W. Fitch Co. vy. Camille, Inc., 106 F.2d 635, 640, 43 USPQ 210 (8th Cir., 1939) ; 
Square D Co. v. Sorenson, 224 F.2d 61, 64, 106 USPQ 45 (7th Cir., 1955) (three wit- 
nesses) ; Cleo Syrup Corp. v. Coca-Cola Co., 139 F.2d 416, 418, 60 USPQ 98 (8th Cir., 
1943) (“a number”’—“numerous housewives”) ; Falcon Industries v. R. S. Herbert Co., 
128 F.Supp. 204, 208, 101 USPQ 175 (E.D.N.Y., 1955) (nine witnesses) ; Grove Labora 
tories, Inc. Vv. Approved Pharmaceutical Corp., 149 F.Supp. 86, 112 USPQ 287 (N.D. 
N.Y., 1957) (good discussion); National Van Lines v. Dean, 237 F.2d 688, 692, 111 
USPQ 165, 168 (9th Cir., 1956) (six witnesses) ; Gillette Safety Razor Co. v. Triangle 
Mechanical Laboratories, 4 F.Supp. 319, 323, 17 USPQ 377 (E.D.N.Y., 1933) (fifty 
witnesses) ; Admiral Corp. v. Price Vacuwm Stores, Inc., 141 F.Supp. 796, 109 USPQ 
451, 455 (E.D.Pa., 1956) (ten witnesses); Skinner v. Martin, 109 USPQ 156, 157 
(Calif. Super. Ct., 1956) (“testimony .. . is fragmentary”); John Morrell § Co. V. 
Doyle, 97 F.2d 233, 237 (7th Cir., 1938) (evidence of no confusion): “... in a thorough 
survey of 196 food stores . .. not in a single instance did a clerk hand out a can of 
STRONGHEART Dog Food when RED HEART was called for.”; Hanson vy. Triangle Publica- 
tions, 163 F.2d 74, 78, 74 USPQ 280 (8th Cir., 1947) (“‘persons in the . . . business’) ; 
Looz, Inc. v. Ormont, 114 F.Supp. 211, 216, 99 USPQ 193, 197 (8.D.Calif., 1953) ; Fasman 
v. Active Auto Parts, Inc., 142 N.Y.S.2d 691, 693 (1955) (three instances) ; Time, Inc. 
v. Life Television Corp., 123 F.Supp. 470, 475, 103 USPQ 131, 135 (D.Minn., 1954) 
(ten witnesses) ; J. S. Tyree, Chemist, Inc. v. Thymo Borine Laboratory, 151 F.2d 621, 
624, 67 USPQ 200 (7th Cir., 1945) ; Peerless Electric Co. v. Peerless Electric, Inc., 135 
N.Y.S.2d 885, 103 USPQ 283, 284 (1954); Sears, Roebuck and Co. v. Johnson, 219 
F.2d 590, 592, 104 USPQ 280 (3d Cir., 1955) (seventy-four percent confusion among 
persons interviewed) ; Procter Gamble Co. v. J. L. Prescott Co., 102 F.2d 773, 40 
USPQ 434 (3d Cir., 1939) (numerous witnesses, market investigations and research) ; 
Jacob Siegel Co. v. Federal Trade Commission, 150 F.2d 751 (3d Cir., 1944), rev’d on 
other grounds, 327 U.S. 608 (3d Cir., 1946) (poll of two hundred customers, and numer- 
ous other witnesses); Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141, 144, 
90 USPQ 43 (9th Cir., 1951) (report sheet survey) ; Sunbeam Corp. v. Spear, 120 F.Supp. 
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Silver Co., 25 N.Y.S.2d 271, 48 USPQ 33, 31 TMR 64 (1940) is 
important to this discussion. Many decisions point out that a few 
isolated instances of confusion between marks may be expected, 
but that they are not sufficient. This is probably for the reason 
that such isolated instances indicate only that a few persons 
of unusual carelessness may be confused.” 





538, 542, 100 USPQ 379 (E.D.Pa., 1954) (“many [misdirected] communications”) ; 
Household Finance Corp. vy. Federal Finance Corp., 105 F.Supp. 164, 166, 94 USPQ 222 
(D.Ariz., 1952) (survey and witnesses on secondary meaning); Frawley Corp. v. Pen- 
master Co., 131 F.Supp. 28, 30, 104 USPQ 268 (N.D.II1., 1954) (“large number of the 
public have been and are being confused”); Laskowitz v. Marie-Designer, Inc., 119 F. 
Supp. 541, 100 USPQ 367, 372 (S.D.Calif., 1954) (deposition testimony and survey in 
ten cities on secondary meaning) ; Cook Chemical Co. v. Cook Paint § Varnish Co., 185 
F.2d 365, 368, 87 USPQ 346 (8th Cir., 1950) ; Elizabeth Arden Salon Corp. v. H. Bomze 
§ Bro., Inc., 89 USPQ 643 (Com’r Pat., 1951) (testimony and survey corroborated by 
witness testimony); Hi-Land Dairyman’s Ass’n v. Cloverleaf Dairy, 107 Utah 68, 151 
P.2d 710, 714 (1944) (ten actual confusion witnesses); Miller Brewing Co. v. Blatz 
Brewing Co., 90 USPQ 360, 362 (Wis. Cir. Ct., 1951) (“depositions of many witnesses 
from far distant and widely separated places in the United States’); Stardust, Ine. v. 
Weiss, 79 F.Supp. 274, 278, 79 USPQ 162 (S.D.N.Y., 1948); Little Tavern Shops, Inc. 
v. Davis, 116 F.2d 903, 48 USPQ 161 (4th Cir., 1941) (“considerable number [of 
instances] . . . The insufficiency of this alteration [differences in the marks] has been 
proved by the evidence [of actual confusion]”) ; Esso, Inc. vy. Standard Oil Co., 98 F.2d 
1 (8th Cir., 1938); Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 
110 USPQ 462, 466 (2d Cir., 1956) (one consumer witness and misdirected mail and 
telephone calls); Independent Nail § Packing Co. v. Stronghold Screw Products, 205 
F.2d 921, 925, 98 USPQ 172 (7th Cir., 1953) (“witness after witness”) ; Sunbeam Light- 
ing Co. v. Sunbeam Corp., 183 F.2d 969, 973, 86 USPQ 240 (9th Cir., 1950) (survey 
report sheets) ; Standard Oil Co. v. Standard Oil Co., 252 F.2d 65, 116 USPQ 176, 182, 
183 (10th Cir., 1958) (consumer witnesses and surveys) ; Simoniz Co. v. Stumpmier, 117 
USPQ 130, 131 (N.D.IIL, 1958) (survey showing 24% and 13% confusion at two loca- 
tions) ; Pure Food, Inc. v. Minute Maid Corp., 214 F.2d 792, 102 USPQ 271 (5th Cir., 
1954) (“A number of housewives testified to their actual confusion and mistake in buying 
the defendant’s products on their faith in plaintiff’s reputation.”). 

19. S.C. Johnson §& Son, Inc. v. Johnson d.b.a. Johnson Products Co., 266 F.2d 129, 
121 USPQ 63, 71 (6th Cir., 1959) (a couple of dozen instances indicating confusion, 
and a few indications of no confusion); Harold F. Ritchie, Inc. v. Chesebrough-Pond’s, 
Inc., 176 F.Supp. 429, 431 (D.C.,S.D.N.Y., 1959) ; Rochelle Asparagus Co. v. Princeville 
Canning Co., 170 F.Supp. 809, 121 USPQ 78, 80 (D.C.,S.D.Ill., 1959) (two instances of 
confusion) ; Harad v. Sears, Roebuck § Co., 204 F.2d 14, 19, 97 USPQ 93 (7th Cir., 
1953); Rytex Co. v. Ryan, 126 F.2d 952, 955, 52 USPQ 523 (7th Cir., 1942) (“four or 
five widely isolated incidents of doubtful support”) ; American Photographic Pub. Co. 
v. Ziff-Davis Pub. Co., 135 F.2d 569, 57 USPQ 362 (7th Cir., 1943) (“meager instances’’) ; 
Life Savers Corp. v. Curtiss Candy Co., 182 F.2d 4, 8, 85 USPQ 440 (7th Cir., 1950) 
(criticized in American Chicle Co. v. Topps Chewing Gum, Inc., 208 F.2d 560, 563, 99 
USPQ 362 (2d Cir., 1953)); John Morrell § Co. v. Doyle, 97 F.2d 232, 237 (7th Cir., 
1938) (“meager proof”); Chappell v. Goltsman, 99 F.Supp. 970, 974, 91 USPQ 30 
(M.D.Ala., 1951), modified 197 F.2d 837 (5th Cir., 1952) (“a few” and equal testimony 
of no confusion); Pulitzer Pub. Co. v. Houston Printing Co., 4 F.2d 924, 927 (S.D. 
Tex., 1925), aff'd 11 F.2d 834 (5th Cir., 1926); Sweet Sixteen Shops v. Goodman, 243 
Mich. 72, 219 N.W. 599, 600 (1928) (“some evidence of confusion’) ; McGraw-Hill Pub. 
Co. v. American Aviation Associates, 117 F.2d 293, 295, 47 USPQ 494 (D.C. Cir., 1940) ; 
Supreme Records, Inc. v. Decca Records, Inc., 90 F.Supp. 904, 910, 85 USPQ 405 (S8.D. 
Calif., 1950) (one instance); Sunbeam Lighting Co. v. Sunbeam Corp., 183 F.2d 969, 
972, 974, 86 USPQ 240 (9th Cir., 1950) (“occasional instance”) ; Coca-Cola Co. v. Nehi 
Corp., 36 Atl. 2d 156, 60 USPQ 345, 349 (Del.Sup.Ct., 1944) (sixteen witnesses on secon- 
dary meaning) ; Wholesale Service Supply Corp. v. Wholesale Building Materials Corp., 
280 App. Div. 189, 93 USPQ 456 (N.Y.Sup.Ct., 1952); RESTATEMENT, TorTs, sec. 728, 
comment (a); American Automobile Ins. Co. vy. American Auto Club, 184 F.2d 407, 410, 
87 USPQ 59 (9th Cir., 1950) ; Ravel v. Cowravallos, 245 8.W.2d 731, 733 (Tex.Civ.App., 
1952) ; Vick Chemical Co. v. Thomas Kerfoot § Co., 80 F.2d 73, 74, 76, 77, 27 USPQ 
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It is impossible to propound a general rule from such opinions. 
Generally the opinions appear to indicate that half a dozen in- 
stances of confusion are usually not considered impressive while 
a few dozen or more instances are likely to be carefully weighed. 

It may be argued that basing any action upon the evidence 
proposed in this article is not in order. While it is not proposed 
that such evidence be granted abnormal weight, it must be re- 
membered that the alternative, viz., expert opinion or circumstan- 
tial evidence (the marks and the goods) may constitute even 
greater guesswork. The attempt made herein to view both the 
strong and weak aspects of the basic question should not, however, 
be taken as any evidence of the author’s lack of faith or convie- 
tion in the final conclusions set forth. 

The problem was discussed by Judge Frank in his dissent in 
Triangle Publications v. Rohrlich, 167 F.2d 969, 77 USPQ 196, 
38 TMR 516 (2d Cir., 1948). At page 976 (38 TMR 524) he said: 


“T think that we should not pioneer in amplifying the 
trade-name doctrine on the basis of the shaky kind of guess 
in which the trial judge indulged. Like the trial judge’s, our 
surmise must here rest on ‘judicial notice.’ As neither the 
trial judge nor any member of this court is (or resembles) 
a teen-age girl or the mother or sister of such a girl, our 
judicial notice apparatus will not work well unless we feed 
it with information directly obtained from ‘teen-agers’ or from 
their female relatives accustomed to shop for them. Com- 
petently to inform ourselves, we should have a staff of in- 
vestigators like those supplied to administrative agencies. 
As we have no such staff, I have questioned some adolescent 
girls and their mothers and sisters, persons | have chosen at 
random. I have been told uniformly by my questionees that 
no one could reasonably believe that any relation existed be- 
tween plaintiff’s magazine and defendants’ girdles. 

“T admit that my method of obtaining such data is not 
satisfactory. But it does serve better than anything in this 
record to illuminate the pivotal fact.’ *° 


393 (C.C.P.A., 1935) (“voluminous” testimony and evidence on both sides); Rohr Air- 
craft Corp. v. Rubber Teck, Inc., 163 F.Supp. 787, 790, 118 USPQ 8 (S.D.Calif., 1957) 
(one instance of confusion not enough) ; McKesson § Robbins, Inc. v. P. Lorillard Co., 
120 USPQ 306, 308 (Pat.Off.TrialBd., 1959) (three or four instances out of 545 inter- 
views). 

20. See Old Charter Distillery Co. v. Continental Distilling Corp., 174 F.Supp. 312, 
121 USPQ 492, 497 (D.C.Del., 1959). 
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There are views contrary to the one expressed herein. For 
example, see The Trademark Reporter,® August 1955, Vol. 45, 
No. 8, where Mr. Albert A. Carretta, a former F.T.C. Commis- 
sioner, said at page 868: 


“There is no doubt that the respondents, if they had desired, 
could have secured a thousand witnesses who would have tes- 
tified that the name universaL did not indicate to them any 
connection with Landers, Frary and Clark. Opinion testimony 
in eases of this nature is, in the writer’s opinion, a waste of 
money. It would serve the public interest to better advantage 
if such testimony was excluded entirely. In lieu of such 
opinion testimony, the opinions and judgments of the Federal 
Trade Commissioners themselves could be substituted. As 
‘experts’ in the field of deceptive practices, Federal Trade 
Commissioners could with reasonable accuracy determine 
whether a particular use of a trade name had the effect of 
deceiving the public or was likely to deceive the public.” 


This is perhaps the best expression of the view which is di- 
rectly contrary to the author’s. Perhaps this reaction is natural as 
a result of arguments of counsel that a few “confusion” witnesses 
must be accepted as controlling, and all other factors, such as 
the marks and goods themselves, must then be virtually ignored.” 
Opinion testimony is neither perfect enough to be completely con- 
trolling, nor imperfect enough to be ignored.” Apparently Judge 
Frank is one of the few who has been troubled by the questions 
raised herein. It is interesting that he has spoken on both sides 
of the question (see quotations in the Triangle case, supra, in the 
aforementioned Carretta article, and in the Repouille case, infra). 

Samplings on the question of consumer “confusion” are 
accepted in government cases against private companies,” and, 
therefore, they should also be of sufficient value to be used in 
adjudicating private rights. 


21. Harold F. Ritchie, Inc. vy. Chesebrough-Pond’s, Inc., 176 F.Supp. 429, 432 (D.C., 
S.D.N.Y., 1959). 

22. See Karas, Sctence in Court, 42 J. AM. Jub. Soc’y 186 (1959) ; Dean, Sampling 
to Produce Evidence on Which Courts Will Rely, CURRENT BUSINESS STUDIES, October, 
1954, Condensed in CASE & COMMENT, September 1958. 

23. Arrow Metal Products Corp. v. Federal Trade Commission, 249 F.2d 83 (3d 
Cir., 1957) ; United States v. 88 Cases More or Less, Etc., 187 F.2d 967 (3d Cir., 1951) ; 
Jacob Siegel Co. v. Federal Trade Commission, 150 F.2d 751, 753 (3d Cir., 1944), rev’d 
on other grounds 327 U.S. 608. See the cases cited in Rhodes Pharmacal Co. v. Federal 
Trade Commission, 208 F.2d 382, 386 (7th Cir., 1953). 
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In conclusion, in Repouille v. United States, 165 F.2d 152 
(2d Cir., 1947), a naturalization case, Judge Frank (dissenting) 
said at page 154: 


“T think, therefore, that, in any case such as this, where 
we lack the means of determining present-day public reac- 
tions, we should remand to the district judge with these 
directions: The judge should give the petitioner and the gov- 
ernment the opportunity to bring to the judge’s attention 
reliable information on the subject, which he may supplement 
in any appropriate way.” 
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NEW DATA ON FOREIGN LICENSING** 


By J. N. BEHRMAN, Principal Investigator* * 
W. E. SCHMIDT, Associate Investigator* * * 


Introduction 


During early 1959, the Foundation sent a new questionnaire 
(see, PTC J. Res. & Ed., 3, No. 1 (Spring 1959), Appendix B, 
pp. 13-20) to two groups of selected companies. The questionnaire 
was an extensive revision of the one sent in 1957 to other com- 
panies and sought to obtain information on areas not covered for- 
merly. One group of recipients was composed of 162 companies 
which we knew to be interested in licensing and which on their 
part knew of the work of the Foundation. Another group of 220 
companies was chosen from among the 1,000 largest U. 8S. com- 
panies that also had at least one foreign subsidiary. 

Replies from 80 of the first group (of 162 companies) were 
received, and 65 from the second group (of 220 companies) as 
follows: 

1st 2nd Total 

COMPLETED QUESTIONNAIRES 47 22 69 

FOREIGN ASseETS RECORDED -... sessdaice Te 14 24 

INSUFFICIENT EXPERIENCE - 9 17 26 

COMMENTs IN LETTER -........................ 1 0 1 

PERSONAL INTERVIEW -_.-_.----------------- , 7 10 

DECLINED TO FILL OUT QUESTIONNAIRE 10 5 15 


a a ne _ 80 65 145 


We, therefore, had a reply ratio of 50% in the first group and 
useful responses from 61 companies, or 37%; compared to 30% 
responding in the second group and 19% useful (including per- 








t+ 18.—LICENSES. 
* As a staff program of The Patent, Trademark and Copyright Foundation of 

The George Washington University, a study is being made of foreign licensing by U. S. 
corporations. This is known as Project 5a. Reports heretofore have discussed certain 
aspects of the problems surrounding foreign licensing. An interim research report has 
been published relating to foreign assets that U. 8. corporations have available for 
licensing abroad and included both patents and trademarks. For the reason that it is 
believed that the trademark data may be of interest, it is reprinted here by permission 
from The Patent, Trademark and Copyright Journal of Research and Education, Winter, 
1959. 

** Dr. Behrman, Professor of Economics and Business Administration at the 
University of Delaware, is Principal Investigator of Project 5a, Foreign Licensing. 

*** Dr. Schmidt, Associate Professor of Economics at The George Washington 
University, is Associate Investigator of Project 5a. 
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sonal interviews). We may draw from this comparison the ex- 
pected conclusion that results will be significantly raised when 
respondents are familiar with the research personnel and project 
being undertaken. 


Trademarks 


We requested information on trademarks and the results 
are tabulated in Table 4. The 90 responding companies are ar- 
rayed according to number of U. 8S. trademarks reported, showing 
also the number of foreign countries in which a U. S. trademark 
is generally registered, the number of such trademarks licensed 
abroad in one or more countries, and the number of agreements 
extending rights to trademarks. We decided against requesting 
information on the number of U. S. trademarks which were reg- 
istered abroad because of the confusion as to whether a mark 
registered in several countries would be counted as “one’’ or as 
several registrations, and because of the necessity of expanding 
too greatly the number of questions asked. However, our previous 
questionnaire (in 1957) obtained some information along this line. 


TABLE 4 


OWNERSHIP AND LICENSING OF TRADEMARKS ABROAD BY 90 U. S. COMPANIES 
IN 1959, RANKED ACCORDING TO NUMBER OF U. 8S. TRADEMARKS 











1d le 4 9 
NUMBER NUMBER OF FOREIGN NUMBER NUMBER OF AGREE- 
REGISTERED COUNTRIES IN WHICH LICENSED MENTS LICENSING 
IN U. S. USUALLY REGISTERED ABROAD TRADEMARKS 











363 1-10 ~- 
300 d Majority 57 
242 29 6 
200 é — 
200 
175 
156 
152 
150 
115 
104 
100 
100 


— LS) 
aAfhXwoOoon"onwcoeo 
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TABLE 4—Continued 


OWNERSHIP AND LICENSING OF TRADEMARKS ABROAD BY 90 U. S. COMPANIES 
IN 1959, RANKED ACCORDING TO NUMBER OF U. S. TRADEMARKS 











ld le 4 9 

NUMBER NUMBER OF FOREIGN NUMBER NUMBER OF AGREE- 

REGISTERED COUNTRIES IN WHICH LICENSED MENTS LICENSING 
IN U. S. USUALLY REGISTERED ABROAD TRADEMARKS 





50 25 90% 
50 1 
50 25 
47 25 
47 28 
45 80 
43 20 
41 11 
4] 23 
40 20 
36 60 
35 

33 1 
31 


© 
Wont 


lot 
— 


48 

5 

0 

2 

16 

7 

0 

0 

8 

0 

2 

9 

10 

20 

16 

+ 

1 0 
6 + 
0 0 
2 16 
6 2 
4) 7 
11 

7 

3 

2 

0 

6 

1 

11 

14 

4 

1 

1 

1 

1 

0 

0 

3 

2 


et ODD ee OO DD oS Re 
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TABLE 4—Continued 


OWNERSHIP AND LICENSING OF TRADEMARKS ABROAD BY 90 U. S. COMPANIES 
IN 1959, RANKED ACCORDING TO NUMBER OF U. S. TRADEMARKS 








1d le 4 9 
NUMBER NUMBER OF FOREIGN NUMBER NUMBER OF AGREE- 
REGISTERED COUNTRIES IN WHICH LICENSED MENTS LICENSING 
In U.S. USUALLY REGISTERED ABROAD TRADEMARKS 





1 40 1 3 
0 0 0 12 
— — 0 
— 13 











24 companies not licensing: 





7 
6 
3 
3 
1 
1 
1 
1 
1 
1 
0 





Our 90 respondents have U. S. trademarks ranging in number 
from none to over 360, averaging under 50 per company. These 
same companies vary widely as to their registration policies. Some 
have a large number of U. S. marks but register in no country 
abroad, and some have a few U. S. marks which are also regis- 
tered in over 100 countries. There seems to be no clear pattern 
in this activity, though there are some differences depending on 
the type of products involved. Thus, the consumer-goods com- 
panies tend to have the larger number of marks and to be more 
active in foreign registration; however, there are some notable 
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exceptions to this in our list, especially where the producer-goods 
company has an active licensing program. 

From our data obtained in 1957 and through discussions with 
trademark experts, we feel that it is possible to conclude tenta- 
tively that U. S. companies generally register at least 50% of 
their marks abroad. Many, especially in the consumer goods fields, 
register nearly all of their marks in some foreign country and a 
large proportion register over 75% of their U. S. marks abroad. 
Thus, if we take the conservative estimate of “half” being regis- 
tered abroad in some country and the average number of countries 
at 16 to 20, as reported by our recent respondents, there are eight 
to ten foreign trademark assets for every one trademark regis- 
tered in the United States. 

Of those companies licensing the use of any of their trade- 
marks abroad, nine indicate that all of their foreign marks were 
licensed to one or more companies. (And nine others which li- 
cense patents abroad stated that they did not license trademarks. ) 
The remainder licensed various of their trademarks under one 
or more contracts, averaging six per company. If we make a 
somewhat unrealistic comparison of the number of trademarks 
licensed abroad to the U. S. marks owned by the licensing com- 
panies, we find that the number of foreign marks licensed is only 
10% of the number of U. S. marks owned. This could mean either 
a lack of foreign registration or of licensing—or both. 

The distribution of separate licenses extending rights to trade- 
marks was as follows for the 69 companies licensing any asset 
abroad : 


NUMBER OF AGREEMENTS NUMBER OF COMPANIES 


0 13 

1-5 20 
6-10 12 
11-15 9 
16-20 2 
21-50 2 
Over 50 1 
No reply 10 


69 


The average for the 63 companies reporting having foreign marks 
was seven license agreements extending trademarks (either alone 
or in combination with other assets). 
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The data do not tell us whether the same mark in a given 
country was licensed to more than one licensee, or the same type 
of mark registered in more than one country was licensed in the 
different countries. Thus, we have no information on “utilization” 
through licensing; but, again, the primary purpose of a trademark 
registration is not licensing but protection, and many may be per- 
forming this function well. 

In sum, the “average” company among our respondents will 
have about 50 U. S. trademarks, 25 to 30 of which will be regis- 
tered in 16 to 20 countries, giving rise to between 400 and 600 
licenseable trademark assets. But only seven agreements will have 
been made licensing rights to these marks. Again, to have a clear 
picture of utilization through licensing, we would need to know 
how many trademarks were licensed under the agreements and 
what territory was covered by the license. We have no informa- 
tion as to how many marks registered in a single country are 
extended under one agreement, but data analyzed below indicate 
that licensees seldom have rights under marks outside of their 
own country. 


Trademark Licensing 

Realizing that there are distinct problems in licensing of 
trademarks as compared to licensing of patents and know-how, 
we asked our respondents to answer a set of questions specifically 
directed at trademark licensing. Of our 61 companies, 50 re- 
ported licensing their trademarks, of these, 42 indicated that they 
had trademark licenses with independent companies abroad; these 
42 licensed 336 foreign companies to use U. S.-owned trademarks 
of the American companies. Sixteen of these 42 respondents, 
plus eight others, extended trademark licenses to associated com- 
panies, that is, foreign companies in which an equity interest of 
less than 51% was owned. These 24 companies had extended 
trademark licenses to 118 associated foreign companies. Not all 
of these licenses are separate from grants of patents or know-how. 
The following replies relate to these 50 companies and their 
licensees. 

The products to which the trademarks related were about 
equally divided between consumer-goods and producer-goods, with 
some few companies licensing trademarks covering both types of 
goods. The usual period over which the licenses run is either five 
or ten years; but many are on a year-to-year basis or for “in- 
definite” periods; the distribution of 45 responses is as follows: 
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Duration in 
Years: 2» oOo FT 10 10-20 15 17 #250 Indefinite 
(year-to-year ) 


Number of 
Companies: 1 q 2 1 3 1 1 16 

One of the more important problems in trademark licensing 
is the protection of the mark from infringement or from loss by 
infringing on others. Because of the widespread fear of such loss, 
we asked respondents to indicate how often they had defended 
or been a defendant in a litigation over the trademark which was 
licensed. Out of the total of 454 licenses covering trademarks, 
extended by 50 different U. S. companies, 33 U. 8S. licensors have 
not had to defend their licensed mark in litigation against foreign 
infringement since World War II. 

Although five companies did not answer the question, five had 
defended once and only one company had lost; two had defended 
three times with only one company losing one suit; four had de- 
fended ten times, but only one was successful in all cases; finally, 
one company had successfully defended fifty times. 

The distribution of defenses and successes in defending are 
as follows: 

FREQUENCY OF DEFENSE AND SUCCESS IN DEFENSE 


0 1 2 3 #5 #7 #10 #£50—times 


No. of companies defending 33 5 2 4 1 
Y Y ¥ 
Ss —_ OOOF 
No. of companies succeeding 1 4 1 1 2 1 1 1 


The necessity to defend against infringement through litigation 
has not been frequent for our responding companies and even 
when it was required, the success incidence has been quite high, 
for only 15 out of 101 cases were lost. 

Contrarily, we asked how often respondents had been a defen- 
dant under an infringement suit brought by foreign third parties 
against the licensed trademark since 1945. Forty-four of the re- 
sponding companies indicated that they had not been a defendant 
in such a suit; one indicated that it was currently involved, and 
another had been a defendant five times and had been successful 
in three of the instances. 

These results should not be taken as meaning that there is 
little need to maintain surveillance over the trademark and its use. 
It is probably because of careful guarding of the mark and quick 
threat of litigation once an infringement is brought to the atten- 
tion of the licensor that has kept the numbers of litigated cases 
so low. 
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We did not expect that many of our U. S. companies were 
licensed under foreign-owned U. S. trademarks; but we asked 
whether the respondent was a licensee and under how many 
foreign-owned marks. Only three companies responded that they 
were licensed under one such mark; one other said it was licensed 
under three. 

To obtain a picture of the operations under trademark li- 
ecenses, we asked a series of questions concerning contract pro- 
visions and the actual practices of both licensee and licensor. The 
results are tabulated in Table 9. 


TABLE 9 


FREQUENCY OF CERTAIN PRACTICES AND PROVISIONS IN TRADEMARK LICENSES 
EXTENDED BY 47 U. S. CoRPORATIONS TO INDEPENDENT AND 
ASSOCIATED COMPANIES ABROAD’ 











All Major- “Minor- No 
Cases ity ity None Answer 








Do you write separate trademark 
eontracts when you also license pat- 
ents or know-how to a foreign firm? 
Do you supervise or control the li- 
censee’s production or quality? 
Does the licensee have exclusive 
rights to the trademark in his own 
country? 

Does he have rights under your 
trademarks in countries other than 
his own? 

Does he have exclusive rights out- 
side his country ? 

Does he sell outside his own coun- 
try? 

Does he sell outside his licensed ter- 
ritory ? 

Is provision made for the licensee 
to pay your distributor in a third 
country a commission if he sells in 
the territory of your distributor? 
Is provision made to pay the li- 
censee a commission if you sell in 
his territory ? 6 
Do you maintain the foreign trade- 
marks? 42 3 

Have your licenses been renewed 

on expiration ? 16 13 1 0 17? 








1 Total companies replying were 63; of these, four did not answer this question 
and 12 had extended no licenses of this type. 
2 None expired. 
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Taking a snapshot picture of the practices and provisions 
under trademark licenses, we would find the “average” operation 
among our respondents as one under which trademark licenses 
are not written separate from other rights licensed; the licensor 
maintains the trademarks; close supervision and control is main- 
tained over the quality of the licensee’s production; the licensee 
is given exclusive rights in his own country, but not outside his 
country; the licensee seldom sells outside his own country and 
even less frequently outside his licensed territory (when it in- 
cludes more than his own country); the licensee is not paid a 
commission when the licensor sells in the former’s territory, and 
the licenses have generally been renewed at expiration. While 
there are some few licensing arrangements which would paint a 
picture opposite to the above in each aspect, the general pattern 
is quite clear from the responses shown in the foregoing table. 
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INTERPRETATION OF THE BRITISH REGISTERED 
DESIGNS ACT OF 19491* 


By Sir Archibald F. Harrison** 


At the present moment the law of industrial design in Great 
Britain is the subject of an inquiry by a Departmental Committee. 
Of the many matters which will come under their consideration 
not the least important is the definition in the Registered Designs 
Act of the expression “design” which is set out in sub-section (3) 
of section 1, which reads as follows: 


(3) In this Act the expression ‘design’ means features of 
shape, configuration, pattern or ornament applied to an 
article by any industrial process or means, being features 
which in the finished article appeal to and are judged 
solely by the eye, but does not include a method or prin- 
ciple of construction or features of shape or configuration 
which are dictated solely by the function which the article 
to be made in that shape or configuration has to perform. 


The courts have, on a number of occasions, considered the 
language of this sub-section and one of the most recent cases was 
Cow (P.B.) Ld. v. Cannon Rubber Manufacturers Ld.’ It ean- 
not be said that it propounds any new doctrine on designs law 
but it does throw a little more light on some of the difficulties and 
obscurities of this very important sub-section. 

The action in question involved the claimed infringement of 
a design for a hot water bottle and the novelty alleged resided 
in the shape or configuration of the article itself. The unusual 
feature of the bottle consisted of defined diagonal ribs regularly 
disposed on the front and back of the bottle and extending right 
up to the sides. Otherwise the bottle was of a conventional shape 
with detail which was referred to by one of the judges as falling 
within the category of common trade variants. The defendants’ 
bottle was also ribbed in a similar way at a similar angle but in 
a different direction and was in general shape fairly close to the 
outline of the plaintiffs’ bottle. 


+ 10.—FOREIGN Law. 
* Reprinted by permission from the Trade Marks Patents and Designs Federation, 
Monthly Report (Part I) of June, 1960. 
** Secretary, Trade Marks Patents and Designs Federation, London. 
1. (1959) 9 R.P.C. 240, 14 R.P.C. 327. 





THE TRADEMARK REPORTER Vol. 50 TMR 


The appearance of the ribs was therefore the crux of the 
controversy and the question was whether the defendants in pro- 
ducing the ribbed bottle had infringed the plaintiffs’ registered 
design. 

For the defendants there was clearly only one line of defense— 
namely the classic one—that of attack. There was, they con- 
tended, no infringement because there was no valid registered 
design. This argument involved them in a number of proposi- 
tions on the interpretation of the sub-section and led to some 
interesting comments by the judges which because of the impor- 
tance are quoted at length. The case was heard in the first in- 
stance by Lloyd-Jacob, J., and then went to the Court of Appeal 
(Lord Evershed, M.R., Lord Justice Sellers and Lord Justice 
Harman) where the principal judgment was delivered by Lord 
Evershed, M.R. Lloyd-Jacob, J., found that the design was 
validly registered and had been infringed and he was sustained 
by the Court of Appeal. 

The defendants contended that the “shape or configuration’ 
of the bottle, which were the features for which novelty had been 
claimed in the statement of novelty filed by the plaintiffs, did 


’ 


not include the ribbing and that the disposition of the ribs should 
be regarded as merely pattern or ornament. Since the statement 
as regards novelty put no specifically mentioned reliance upon 
the ribs, the defendants submitted that the only novelty claimed 
was as to the outline of the entire bottle. 


Lloyd-Jacob, J., in the lower court decision did not think 
that the observations of the judges in previous cases amounted 
to an interpretation of the term “shape or configuration” as mean- 
ing nothing more than outline. Taking as an illustration one form 
in which butter is served wherein a ridged wafer is formed into 
a roll, he expressed the opinion that “the design applied to it 
is only completely stated when to an indication of its tubular 
outline a reference to the corrugation of the surfaces is added.” 


Concerning the word “configuration” he said: 


“As a matter of ordinary usage, the attribution of the word 
‘configuration’ to peculiarities of geographical contour would 
no doubt tend to associate the word with surface rather than 
structural variations, so that where, as in the definition here, 
both shape and configuration are specifically referred to, the 
intentional inclusion of these ribbed faces within the claim 
to novelty must be regarded as established.” 
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There were two questions involved in the case: 

(a) the effect of confining the claim for novelty to “shape or 
configuration,” and 

(b) the meaning of the term “shape or configuration.” 

Lord Evershed stated regarding point (a) :— 

“T should not wish, for myself, to assent to that (i.e. the de- 
fendants) proposition or to hold that the result of confining 
the statement of novelty to ‘shape or configuration’ had the 
effect—in the nature of estoppel—for which Mr. Bevan [coun- 
sel for defendant] contends, if the truth is that the novelty 
resided elsewhere than in the shape or configuration.” 


On point (b) Lord Evershed observed that it was quite true 
that in some earlier cases “shape” and “configuration” had been 
regarded as something like synonymous terms, used in contra- 
diction to “pattern’’ on the one hand or “ornament” on the other. 
“But” he continued, “I do not think it right to say that the divi- 
sion between ‘shape and configuration’ on the one side and ‘pattern 
or ornament’ on the other is at all rigid; and applying what I 
hope is a common sense test to this hot water bottle, I would have 
thought it right to say that the ribbing is so marked a feature 
of the bottle as a whole as to be entitled to be described as a 
feature of its configuration. It may not be ‘shape,’ but I think 
it is ‘configuration.’ ” 

Sellers, L.J., of the Court of Appeal put the matter as fol- 
lows :— 


“The design does no doubt create a pattern to the eye but this 
is incidental.” 


It will be noted that Lord Evershed referred to the ribbing 
as being “so marked a feature of the bottle as a whole as to be 
entitled to be described as a feature of its configuration.” These 
last two remarks are significant as indicating the distinction be- 
tween pattern and configuration. This distinction may in some 
eases be of importance—as indeed in this case—because of sub- 
section (3) whereby the expression “design” does not include “a 
method or principle of construction or features of shape or con- 
figuration which are dictated solely by the function which the 
article to be made in that shape or configuration has to perform.” 

The defense stressed both of these functional aspects. It was 
argued that the sole object of the ribbing was to radiate the heat 
and the most effective and economical way of making the ribs was 
by a mold and a circular saw which resulted in diagonal ridges— 
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in short the ridges on the plaintiffs’ bottle were a purely func- 
tional device. Lloyd-Jacob, J., refuted this argument on the fol- 
lowing grounds :— 


(1) The argument failed to note the difference between the 
provision of ribbing of some kind and the choice of a 
diagonal direction for its employment “for the evidence 
simply established that heat radiation without discomfort 
or risk owes nothing to the direction in which the ribbing 
is disposed” ; 
it was not established that the provision of spacing mem- 
bers, formed in the bottle faces during manufacture of 
such dimensions and so located as to secure the required 
effect must necessarily be in the form of ribs. 


Lord Evershed, of the Court of Appeal, while agreeing with 
the final decision was somewhat more reluctant. He agreed with 
Counsel for the defendants that “one must not so rigidly construe 
this language as to make it only apply to a feature every char- 
acteristic of which is only attributable to purely functional re- 
quirements.” To illustrate this point the judge referred to the 
hole at the bottom of the bottle for hanging it up and said, 
“Mr. Bevan [counsel for defendant] pointed out that it is not 
necessary that the hole should be round, or of any particular 
dimensions. I see the force of that; and I do not want, on this 
occasion—because it is remote from the subject-matter—to express 
views upon what sort of hole might or might not qualify as part 
of the design not being a feature dictated solely by function. There 
might be a stage at which the nature and dimension and all the 
rest of it of the hole was so obviously part of the design that 
its functional requirement was secondary. On the other hand, in 
these bottles that I have here, nobody, I should have thought, 
would doubt for a moment that the hole was purely functional.” 

He agreed that the ribbing was functionally useful but he was 
not satisfied that the defendants had proved “that it was that 
object and that object alone, which dictated the adoption of this 
type of ribbing.” Sellers L.J., observed that in order to establish 
that the diagonal ribs were dictated solely by function it would 
be necessary to show that the function obviously involved the de- 
sign “or at least that it was the cheapest and simplest way to 
achieve the function intended.” 

The question of whether a design is dictated solely by func- 
tion obviously must depend on the particular facts and even so 
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ean be a difficult one. There is indeed room for discussion whether 
in fact it is the right question. The modern trend in certain fields 
is for functional design and there is certainly no antithesis be- 
tween good design and function—function is not regarded as the 
enemy of design. In cases of this sort therefore we have the 
theoretical paradox that the better the design the more likely is 
it to be excluded from design protection! 

The other point taken by the appellants was that the ribbing 
was “a method or principle of construction” and so not a design 
as defined. 

A good summary exists of the meaning of the words “method 
or principle of construction” at page 17 of Copyright in In- 
dustrial Designs by A. D. Russell-Clarke which was referred to 
with approval by Luxmoore, J., in Kestos Ld. v. Kempat Ld. in 
1935 * (in which the design of a brassiere was challenged inter alia 
on the ground that it was “a mode or principle of construction”). 
It is as follows :— 


“A mode or principle of construction is a process or operation 
by which a shape is produced, as opposed to the shape itself. 
To say that a shape is to be denied registration because it 
amounts to a mode or principle of construction is meaningless. 
The real meaning is this, that no design shall be construed 
so widely as to give to its proprietor a monopoly in a mode 
or principle of construction. What he gets a monopoly for 
is one particular individual and specific appearance. If it is 
possible to get several different appearances, which all embody 
the general features which he claims, then those features are 
too general, and amount to a mode or principle of construction. 
In other words, any conception, which is so general as to 
allow of several different specific appearances being made 
within it, is too broad, and will be invalid as amounting to 
a mode or principle of construction.” 


The words “mode or principle of construction” first appear in 
the statutory law in the Act of 1919, but long before that the 
judges had construed the conceptions in the pre-1919 statute of 
shape, configuration, pattern or ornament as not including a mode 
of construction. In Moody v. Tree,® a case decided in 1892, the 
design registered was a picture of a basket, the claim being for 
the pattern of the basket, consisting of the osier being worked in 
singly and all the butt ends being outwards. It was obvious that 





53 R.P.C. p. 139. 
9 R.P.C. 233. 


2. 
3. 
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there could be made by this method of construction any number 
of baskets differing in pattern, except that all would have a certain 
common characteristic due to the method of construction and 
visible to the eye. It was held that the registration involved was 
an attempt to register a conception as to the mode of construction 
and not as to shape, configuration, pattern or ornament. In the 
case of Bayers Design* decided in 1907 the claim was for a method 
of making corsets with horizontal gores. There was no limitation 
of the design to a particular description of corsets and the court 
held it was unregistrable as being a mere mode of manufacture. 

The phrase in sub-section 3 which incorporates the effect of 
these decisions in the 1948 Act is not as clear as it might be. In 
the case here discussed Harman L.J., of the Court of Appeal, 
observed that he was unable to see how, as a matter of English, 
a design could be “a method or principle of construction” and 
Lord Evershed referred to the phrase as “a difficulty in language” 
and suggests that what is meant is “an illustration of a method 
or principle of construction.” 

Looking at the earlier cases under the statute the basic thought 
behind the phrase was set forth in an interesting manner by 
Lloyd-Jacob J., in the plastic basket case of Rosedale Associated 
Manufacturers Ld. v. Airfix Products Ld. decided in 1956: 


“The argument at the hearing turned upon that exception which 
is contained in the words ‘does not include a method or prin- 
ciple of construction.’ In one sense every article that is fabri- 
cated requires for its production a method of construction in 
that somebody has to decide what method shall be adopted 
by which the article of that shape shall be produced. In addi- 
tion there are some articles which have features of shape 
necessarily incorporated in them if for no other reason than 
that such an article could never be produced except by the 
adoption of such features of shape. To take the instance that 
I put in argument... , if the article is a table, it must nec- 
essarily have a table-top, which can only be called a table-top 
if some member or members displace it from the ground. A 
table requires a table-top and certain supporting members, 
and, in so far as any design of table relied upon the inclusion 
of a top and a support therefor, to that extent it would include 
a method or principle of construction. The claim to novelty 
in relation to the top or the supporting members could only 
be in relation to some particular shape or configuration ap- 
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plied to them independently of that essentiality of shape or 
configuration conditioned by the use to which the article is 
put. In my judgment, only such general conceptions of shape 
or configuration as are necessitated by a method or principle 
of construction are excluded from consideration in the present 
case.” 


In the hot water bottle case all the judges refused to hold 
that the ribbing amounted to a method or principle of construction. 
In Lloyd-Jacob’s J., words :— 


“The use of a moulding operation for the construction of hot 
water bottles is clearly not affected by this registration, and 
the only matter to be considered is the method of machining 
the faces of moulds so as to cause excrescences to appear on 
the face of the moulded article. Such machining can, of course, 
take any form which the operator chooses. If machining in 
parallel lines is decided upon, the lines can follow the direction 
of the length or the width, or be diagonally disposed, or be 
a combination of two or all of them. The width of the grooves, 
as also the spaces between them, can be uniform or varied, 
and they can be continuous or discontinuous at will. 


“Variations in any of these respects, still more in a combina- 
tion of two or more of them, will permit the production of 
an article moulded therein the appearance of which will differ 
from that illustrated in the design application. Only if these 
differences could properly be dismissed as modifications or 
variations not sufficient to alter the character, or substan- 
tially to affect the identity of the design in suit would the 
objection be sustained. 


* o * * * 


“Tt is, in my judgment, impossible to hold... that the design 
in suit is of so comprehensive a character that it embraces 
every conceivable configuration of the faces of a hot water 
bottle wherein raised portions of prescribed dimensions alter- 
nate with hollows of prescribed dimensions. This objection, 
in my opinion, fails.” 


The legal adventures of this particular rubber hot water bottle 
are interesting. We can say farewell to it with the pleasant 
thought that, in addition to its usual and kindly function of ra- 
diating warmth, it has on this occasion radiated a certain amount 
of light on a difficult problem! 
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SWEDISH LAW RE LIMITATION OF COMPETITION'* 


By Prof. Gésta Eberstein 


It is pointed out that the businessman and the consumer have 
substantially the same interest in maintaining laws for the pro- 
tection of patents, designs and trademarks and similar distinctive 
symbols. When studying present day legislation concerning the 
limitation of competition an essential distinction can be made be- 
tween patents and designs and trademarks and trade names (dis- 
tinctive trade symbols). Whereas the Patent and Design Rights 
Act, in principle, has limitations upon competition, distinctive 
symbols may be said to have an opposite effect. That is, they 
directly promote competition. Just as a surname individualizes 
a person and makes it easier for him to appear as an individual 
in everyday life, a trademark and trade name individualizes a 
businessman and gives him greater competitive power on the 
market. However, in Sweden, the transfer and licensing of in- 
dustrial property rights have been construed to come within the 
jurisdiction of legislation dealing with limitation of competition. 


Regulations having this effect came into being in 1945 
through a change in the 1942 price control law, and were the 
result of the need for price control primarily on the right to show 
films, and also on copyright for musical and literary works. The 
regulations, which were transferred first to the 1946 law con- 
cerning the limitation of competition ($2), and later to the pres- 
ent law concerning the limitation of competition were enacted in 
1953 ($26). The provisions were expressed in general terms, but 
in view of the motive behind them were to be strictly enforced. 


When the law of 1953 was amended in 1956, it was pointed 
out that the law would provide greater power to deal with so- 
called monopolistic tendencies, and “mark monopolies” were given 
as an example. It was also stated that the so-called monopoly-like 
system of brand goods, which was based on trademark rights, was 


t 10.—FOREIGN LAW. 

* Through the good efforts of Mr. L. L. Gleason, author of the Notes From 
Other Nations, we have been fortunate in setting up an exchange with the Society 
of Swedish Patent Agents whereby they will contribute from time to time English 
reports of current and important trademark cases in the Nordic countries as well as 
highlighted digests of articles of interest. Above is the substance of such a digest of 
an article that appeared as “Det Industriella Rattsskyddet” (Industrial Property 
Protection) Some Current Opinions by Prof. Gésta Eberstein in the Nordic legal 
periodical NIR 1959 pp. 73-79. 
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an example of a method active in limiting competition which lay 
outside the field of monopolism and cartels. The owner of a trade- 
mark may not extend his “sole rights per se” into a system of 
price maintenance prohibited by the 1953 Act. It is emphasized 
however this provision must not go beyond prohibiting price- 
fixing as such, and ought not to be directed against any con- 
tinued use of the mark for to do so would mean the removal of 
a valuable means of competition. 

In a notable case which was brought before the Council for 
the Maintenance of Freedom of Trade (Naringsfrihetsradet) and 
which concerned the refusal to supply goods, an agreement was 
accepted by which the owner of the trademark withdrew a prior 
refusal to supply goods to another but sustained the owner’s right 
to refuse to grant a trademark license to the buyer. It is stressed 
that the trademark owner was not compelled to supply his own 
branded goods. Generally stated, trademark rights do not fall 
within the scope of the act concerning restraint of trade. The 
act is applicable only to an abuse of trademark rights which would 
influence free competition. 
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NOTES FROM OTHER NATIONS‘! 


Edited by L. L. Gleason 


Austria 
Examination Procedure 


An application was filed for extension of the International 
mark rEsarTGLas to Austria and this was considered by the Patent 
Office in the same manner as if it had been an application for 
registration of a national mark. 

The Patent Office objected to the trademark on the ground 
that the GLas part was descriptive and requested restriction of 
the extensive list of goods to those made of glass, and some of 
the goods obviously could not be made of glass. The applicant 
did not reply to the official action within the prescribed term 
and the Office rejected the application completely. 

The applicant then appealed, arguing that the meaning and 
significance of the word “glas” (glass) had changed during the 
past years and that many articles are called “glass” or “glassy” 
which are not made of glass. The appeal was successful and the 
mark was accepted for registration of the complete list of goods. 
In this decision it was brought out that even if no reply is made 
to an official objection, the trademark concerned can be rejected 
only to the extent indicated by the official action—in this case, 
the Patent Office should have rejected the application only as to 
goods not made of glass, on the basis of its stated objection. 


(Decision of Appeal Board, Austrian Patent Office, January 
18, 1960.) 


Formula for Determining Similarity of Goods; 
Effect of Non-Use of Registered Mark 


The owner of an Austrian registration covering a trademark 
for electrotechnical apparatus, instruments and utensils, espe- 
cially apparatus and accessories for radio telephony and 
measuring instruments, sued for cancellation of another party’s 
registration of precisely the same mark for incandescent lamps, 
especially lamps for motor vehicles. In rendering a decision in 
favor of the plaintiff in this case the Nullity Senate of the Patent 
Office commented on several interesting points, namely: 


(a) The use of the word “especially” is proper only if 
the examples given under “especially” belong without doubt 





t 10.—FOREIGN LAW. 
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to the types cited before that word. The word was considered 
properly used in both registrations. 

(b) In considering if two sets of goods are of the same 
kind, the opinions of competent businessmen and customers 
can be decisive. Furthermore, the relationship of the goods 
with respect to the materials of which they are made, the 
similarity of the end uses, the similarity of customers and 
users, and the homogeneity of the sources of supply, must 
all be taken into account. The Senate held that incandescent 
lamps must be considered “electrotechnical utensils”. 

(c) The defendant had alleged that the plaintiff’s mark 
was completely unknown in respect of electrotechnical prod- 
ucts, and the Senate ruled that that was of no importance 
and that what mattered was the description of goods covered 
by the registration. The Austrian trademark law contains no 
requirement as to using a registered mark. 


(Decision of Nullity Senate, Austrian Patent Office, February 
9, 1960.) 


Belgian Congo 
Trademark Applications 

The recently acquired independence of Belgian Congo, now 
the Republic of Congo, has not yet resulted in any change in the 
practice of filing trademark applications for the Republic of 
Congo in the Congo Patent Office located in Brussels, Belgium. 
Applications may also be filed as heretofore in the Congo Patent 
Office in Leopoldville. 


Belgium 
Close Comparison of Marks for Pharmaceuticals 

An Italian company registered the trademark NorApREc for 
chemical products, medicines, pharmaceutical products, and other 
goods in Italy and obtained an International registration on the 
basis of the Italian registration. A Belgian company registered 
its trademark NoRADRINE in Belgium, and then internationally, 
for pharmaceutical products, articles and specialties and other 
goods. The Italian company applied to a Belgian court to have 
the trademark NorApDRINE declared an infringement of the trade- 
mark NORADREC, to compel the Belgian company to stop use of its 
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mark, to pay monetary damages, to cancel its Belgian registration 
and the International registration and to publish the decision in 
five journals. Although both marks were registered for broad 
descriptions of goods, it was established during the trial that 
each company used its mark on only one pharmaceutical product 
or medicine, one for maintaining arterial tension at an elevated 
level and the other for an asthma remedy. The former is usually 
administered intravenously drop by drop, and the latter, in tablet 
form, is crushed and dissolved in the mouth before being swallowed. 

The court decided in favor of the defendant for two main 
reasons. One was that pharmaceutical specialties are sold on the 
prescription of a doctor and the responsibility of a chemist, both 
of whom are familiar with the frequently descriptive names of 
the products. They pay careful attention to the names of the 
products and to the names of the manufacturers or laboratories 
which prepared them. The second reason was the common prac- 
tice of pharmaceutical manufacturers of forming their trademarks 
by using the roots or radicals of scientific names. 

The court noted that the two marks had one part in common, 
namely, NORADR, which was used to indicate that each product 
contained noradrenaline as an important ingredient. The plaintiff 
could not claim any exclusive rights in respect of noradrenaline 
or the root NorApR, and when the remainders of the marks were 
compared, EC against INE, it was seen that the two marks were 
not confusingly similar. 

This decision is believed to represent the present attitude of 
Belgian courts toward trademarks for pharmaceuticals and the 
protection thereof. 

(Recordati Laboratorio Farmacologico S.P.A. v. Usines Co- 
dipha. Decision of Commercial Court of Brussels, February 23, 
1960.) 


India 
Trademark Application Refused Because of Existing, 
Conflicting Copyright 

In 1952 a party named Dhanpal Jain, trading as East India 
Soap Works, applied for registration in India of a trademark 
consisting of a label which showed, amongst other features, the 
representation of a dog listening to a loudspeaker of a horn-type 
attached to a radio. This application was filed in Class 3 in re- 
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spect of soaps, and after it was accepted and published it was 
opposed by Gramophone Company Limited, a British company 
which had Indian trademark registrations in Classes 4, 7, 9, 11, 
16 and 20 covering a label which contained inter alia the repre- 
sentation of a dog listening to an old-fashioned gramophone with 
attached horn. The British company’s opposition was based not 
only on those trademark registrations (none of them covering 
goods similar to soaps) but also on their subsisting copyright in 
the same picture of a dog listening to a horn-type gramophone. 
It was establishe:| during the opposition proceeding that the ap- 
plicant had knowledge of the subsistence of the opponents’ copy- 
right in the dog picture before the trademark application was filed. 

On June 25, 1955 the Assistant Registrar of Trade Marks 
in Bombay gave his decision on the opposition. It was rejected 
in so far as it was based on the trademark registrations because 
there was no conflict between the goods of those registrations 
and the soaps covered by the application. However, the opposition 
was accepted in so far as it related to the copyright and the 
trademark application was rejected. No appeal was filed and the 
rejection became final. 

The Assistant Registrar pointed out in his decision that the 
Indian Copyright Act, 1914, forbade in “clear, unequivocal and 
no uncertain terms not only the reproduction of a copyright work 
in ‘any material form whatsoever’ without the consent of the 
owner of the copyright but also knowingly by way of trade ex- 
hibiting in public any infringing copy of any such work; and the 
language used therein is wide enough to treat as infringement of 
copyright the copying, even for use as a trade mark, of a copy- 
right picture upon an article of manufacture or upon a wrapper 
or label used in relation thereto and the argument that the article 
bearing the infringing copy is not likely to compete in the market 
with the copyright work is one to which little or no importance 
or weight can be attached. It, therefore, means that the use of 
such a trade mark is contrary to the Indian Copyright Act, 1914, 
and that being so the mark is disentitled to protection in a Court 
of Justice and consequently registration thereof is barred under 
Section 8 of the Act.” 

Section 8 (c) of the Indian Trade Marks Act, 1940, provided 
that a trademark may not be registered if it is “contrary to any 
law for the trademarks being in force”, and the same provision 
is found in Section 11 (b) of the 1958 Act. 
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Sweden 
Electrotypes for Trademark Applications 


The Swedish Patent Office has recently announced that here- 
after one electrotype will be sufficient for an application covering 
a design or picture mark. No electro has been required for plain 


word marks for many years. 
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NOTES FROM THE PATENT OFFICE 
By Milton E. Abramson* 


Practice Under Section 8 of the Lanham Act—Part IIt 


In an address’ before the American Bar Association Annual 
Meeting last year the Director of Trademark Examining Opera- 
tion, U. S. Patent Office, commented on the pronounced effect 
which Section 8 of the Lanham Act of 1946* had on the number 
of registrations maintained on the Principal and Supplemental 
Registers. Despite this, the Director said, the section seems to 
have received scant attention in trademark literature. 

When it is considered that over 5,000 marks are canceled 
from the Patent Office registers each year because registrants 
fail to file the affidavit required by the section, it is difficult to 
ascertain the reason why practitioners and others who contribute 
literature to trademark and patent publications have largely ig- 
nored this important section of the law. 

It is quite possible that the effect of the section is not readily 
apparent. The section merely requires the registrant to furnish 
an affidavit showing that the mark is in use or that nonuse is due 


to special circumstances which excuse such nonuse. The impli- 
cations in the requirements are often missed until an attempt is 
made to furnish the affidavit. 

The requirements of Section 8 and the position of the affiant 
were discussed previously.* Additional considerations are dis- 
cussed below. 


The Present Owner 


It has been stated that only the present owner of the mark 
ean be set forth in the affidavit submitted under Section 8. During 
the five year period following the registration of a mark, owner- 
ship of the mark can change hands for many reasons and in many 
ways. 

During the time between registration and the filing of the 
Section 8 affidavit it is quite possible that the original registrant 
will decide to change the type of business organization he oper- 


* Examiner, Trademark Operation, U. 8S. Patent Office. Member, District of 
Columbia Bar. 

+ 1.18—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8. 

1. John H. Merchant, The Section 8 Affidavit—Use and Excusable Non-Use, 49 
TMR 911. 

2. 60 Stat. 427, 15 USC 1050 et seq. 

3. Abramson, Practice Under Section 8 of the Lanham Act (Part I), 50 TMR 470. 
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ates. An individual registrant may join with another person 
in a partnership or partners may decide to form a corporation. 
Though the same persons may be involved in a change of business 
organization, the change, in legal contemplation, is a change in 
ownership. An assignment of the ownership of a Patent Office 
Registration must be shown in these situations as in any case 
where the transfer of ownership of the mark is between different 
persons or between firms or corporations. 

A change in the state of incorporation is a change of legal 
entity. A showing of assignment of the registration is required 
as in other cases of transfer of marks. 

A mere change in the name of the registrant, of course, does 
not involve assignment of the marks for the reason that there is 
no change in entity. However, the change in name should be re- 
corded in the Assignment Branch of the Patent Office in order 
to provide an accurate record which will be reflected in the title 
report the Section 8 applicant is required to furnish. If the 
change of name is not recorded in the Patent Office, other evidence, 
such as a copy of the recordation of the change of name with 
the Secretary of State of the state of incorporation, will be 
accepted. 

If the Section 8 applicant is a different entity than the orig- 
inal registrant and the Section 8 applicant claims ownership 
through acquisition of the registrant company, a related company 
situation may have arisen. The related company situation exists 
if the acquired company continues its separate identity and con- 
tinues to use the mark, and control over the use of the mark 
has shifted to the parent company. The related company situa- 
tion does not exist if the purchasing company takes over the 
acquired company which returns its charter to the Secretary of 
State of the state of incorporation and ceases to exist as a sep- 
arate entity. In this latter situation there is a transfer of assets 
and the assignment of the marks included in the transfer should 
be recorded in the Assignment Branch of the Patent Office. 

Where there is a related company situation, this fact should 
be set forth in the Section 8 affidavit in the same manner that it 
is set forth in an original application by a related company to 
register a mark.* The method of control over the nature or char- 


4. See Section 5, Lanham Act of 1946 and Rule 2.38, Rules of Practice in Trade- 
mark Cases. 
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acter of the goods or services sold under the mark must be stated 
(e.g., control of a wholly-owned subsidiary). 

The same principles of ownership prevail whether a new ap- 
plication to register a mark is presented or if an affidavit under 
Section 8 is furnished. Some difficulty seems to arise where there 
has been a change of ownership during the time between regis- 
tration of a mark and the filing of the Section 8 affidavit. Gen- 
erally speaking, the same person or company that would present 
the original application should file the Section 8 affidavit. If the 
original registrant is not the same person or entity as the Sec- 
tion 8 applicant, continuity of title must be shown. 


PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—J une 


1960 1608 
Applications filed 11,726 11,631 


Registrations issued 
Principal Register 9,206 8,852 
Supplemental Register 364 444 


9,570 9,296 


Renewals 1,994 1,653 
See. 12(c), publications 257 233 
Sec. 8, affidavits filed 6,254 5,969 
Section 8, cancellations 2,443 2,516 


Cancellations, other 71 69 
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DECIMAL INDEX AND TOPICAL HEADINGS 


In June 1959 the index then in use in connection with The 
Trademark Reporter® was provided with a decimal system. The 
purpose was to cover the interim period pending the preparation 
of a new index and to establish a bridge between the old index 
and the new. We trust that this new index, which immediately 
follows, will be helpful in using The Trademark Reporter® in 
research. 

To facilitate such research the decimal references of the old 
index are placed wherever possible adjacent to the titles of the 
new index in order that a researcher may trace a subject merely 
by examining the current index and its cross-reference to the old 
index. 

The new index was prepared with the assistance of your 
Editorial Board and particularly of a subeommittee comprising 
William Buchanan, Robert Nicander, F. W. Rose, and your editor. 
We trust it will prove of value with the passage of time. 
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DECIMAL INDEX AND TOPICAL HEADINGS 


Key to 
Old Index 


100. FEDERAL TRADEMARK ACTS 
(Construction of Statutes) 

100.1 Aet of 1905 

100.2 Act of 1920 

100.3 Act of 1946 
100.30 In General 
100.31 See. 
100.32 See. 
100.33 See. : 
100.34 See. 
100.35 See. 
100.36 See. 
100.37 See. 
100.38 See. 
100.39 See. 
100.40 See. 
100.41 See. 
100.42 See. 
100.43 See. 
100.44 See. 
100.45 See. 
100.46 See. 
100.47 See. 
100.48 See. 
100.49 See. 
100.50 See. ‘ 
100.51 See. 
100.52 See. 
100.53 See. : 
100.54 See. 
100.55 See. ; 
100.56 See. 
100.57 See. 
100.58 See. 
100.59 See. 
100.60 See. : 
100.61 See. : 
100.62 See. 
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Key to 


Old Sado 


100.63 See. 
100.64 See. 
100.65 See. 
100.66 Sec. 
100.67 See. 
100.68 See. 
100.69 See. 
100.70 See. 
100.71 See. 
100.72 See. 
100.73 See. 
100.74 See. 
100.75 See. 
100.76 See. 
100.77 See. 
100.78 See. 
100.79 See. 
100.80 See. 


200.-400. PATENT OFFICE 


200. PATENT OFFICE PROCEEDINGS 


200.1 Registrability—Ex Parte 
200.11 In General 
200.12 Certification Marks .................................... 
SR «COOMIOUUEWO EET  oscicicccciiccicccceinsstcssccseceseess 
200.14 Color Marks 
200.15 Concurrent Registration 
200.16 Confusingly Similar Marks 
I iia ctliamitbiceacenvainncin 2.9 
200.17 Descriptive and Generic Marks ........ 2.11, 2.14 
200.18 Expired Patents ) 
200.19 Features of Goods 
200.19a Functional Features 
200.19b Ornamental Features 
200.19¢ Packages and Configurations 
Geographic Terms 
Grade Marks and Style Marks .......... 2.16, 2.29 
Laudatory Marks 
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DECIMAL INDEX AND TOPICAL HEADINGS 


200.23 
200.24 
200.25 


200.26 
200.27 


200.28 
200.29 
200.30 
200.31 
200.32 
200.33 
200.34 
200.35 
200.36 


200.37 


Key to 
Old Seton 


Labels 

Letters and Numerals 

Names 

200.25a In General 

200.25b Corporate and Trade Names 

200.25e¢ Personal Names 

200.25d Surnames 

Non Descriptive Marks 

Prohibited Marks 

200.27a In General 

200.27b Public Insignia 

200.27ec Misrepresentation 

200.27d Scandalous and Sacrilegious 
Matter 

Related Company Use 

Secondary Meaning Marks (Sec. 2(f)) 

Ee eee 

Similarity of Goods 

Slogans 

Symbols 

peewestsve Masses ............................... 2.4 

Titles 

Trademark Use 

200.36a In General 

200.36b Affixation of Mark 

200.36e Date of Use 

200.36d No Trademark Use 

200.36e Deceptive Use 

Trademark Rules 


Registrability—Inter Partes 


200.51 
200.52 
200.53 
200.54 
200.55 
200.56 
200.57 


In General 

COWERIOUNEROD BEG oon scccesccssnencesss 2.4 
OE cee ee eee 2.6 
RIN MINI: siinssiesians Inisciansaaleciinniiistanpasehiccondodeie’ 2.7 
Concurrent Registration 
Confusingly Similar Marks (See 400)... 2.9 
Descriptive and Generic Marks ........ 2.11, 2.14 





200.58 


200.59 
200.60 
200.61 
200.62 
200.63 
200.64 


200.65 
200.66 


200.67 
200.68 
200.69, 
200.70 
200.71 
200.72 
200.73 
200.74 
200.75 
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Key to 
Old Index 

Features of Goods ..:............................... 2.21 
200.58a Functional Features 
200.58b Ornamental Features 
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J. R. WOOD AND SONS, INC. v. REESE JEWELRY CORPORATION 
No. 209—C. A. 2—May 5, 1960—125 USPQ 367 


7.113—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—CONFUSING 


SIMILARITY 
The basic issue is the likelihood of confusion of the “ordinarily prudent pur- 


chaser,” taking into account a comparison of the marks and the circumstances of 
purchase of the goods. There is less likelihood of confusion if the marks resemble 
each other only by inclusion of a word which is in the public domain. Considering 
the various relevant factors in addition to the lack of similarity of the marks, ArT 
CREST does not infringe ARTCARVED on wedding, engagement and other diamond 
rings. 
8.6—COURTS—FINDINGS 

In the absence of other determinative evidence, the decision as to infringement 
must of necessity be based primarily upon a comparison of the marks. A question 
of law or at best a mixed question of law and fact is presented as to which appel- 
late review is not foreclosed by the trial court’s finding and Rule 52(A). 


Action by J. R. Wood and Sons, Inc. v. Reese Jewelry Corporation 


for trademark infringement. Defendant appeals from District Court for 
Southern District of New York from judgment for plaintiff. Modified ; 
Friendly, Circuit Judge, dissenting with opinion. 


See also 47 TMR 338. 


Robert E. Burns, of New York, N.Y., for appellant. 
Kennard N. Ware, of Philadelphia, Pennsylvania (Margaret W. Smith 
and Howson & Howson, of New York, N.Y., on the brief) for appellee. 


Before CLARK, Moore, and FRIENDLY, Circuit Judges. 


Mookrg, Circuit Judge. 

Plaintiff, J. R. Wood & Sons Inc., a manufacturer of wedding, en- 
gagement and other diamond rings, commenced a trademark infringement 
suit against Reese Jewelry Corporation, a manufacturer of the same type 
of rings, claiming that plaintiff’s trademark ART-cARVED was infringed by 
defendant’s mark art @ crest. Although the trial court found that there 
was “no substantial evidence of actual confusion or of damage to plaintiff’s 
business”; that “there is no evidence that defendant’s breach was wilful 
or intentional”; and that “defendant in good faith thought its mark was 
not infringing’; nevertheless the court permanently enjoined defendant 
from using ART ® crest. The court decreed, however, that “damages are 
not warranted and plaintiff shall not have an accounting for damages.” 
Defendant appeals. 


583 
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The statute (15 U.S.C.A. §1114(1)), in substance, imposes liability 
thereunder if any person uses a colorable imitation of any registered 
mark, which use “is likely to cause confusion or mistake or to deceive 
purchasers as to the source of origin of such goods * * *.” 

Plaintiff since 1941 has used the registered trademark ARTCARVED in 
advertising its wedding, engagement and dizmond rings. This name is 
also stamped on the inside of each ring. Defendant in 1948 commenced 
using a mark WEDDING BELLs on its rings. Later and in 1955 it used a 
mark ART @ CREST BY WEDDING BELLS, and stamped the words ArT % CREST 
BY W. B. on the inside of the ring. The infringement action was insti- 
tuted in 1956. The trial court directed itself to the basic issue of “whether 
the ordinarily prudent purchaser is likely to mistake defendant’s mark 
for plaintiff’s mark.” Although unfair competition was charged there 
was no evidence of customer confusion or palming off practices, and no 
judgment was entered with respect thereto. 

The issue here can be narrowed further by rejecting for purposes of 
this appeal appellant’s argument that its trademark is really art ® CREST 
BY WEDDING BELLS instead of art crest. Therefore, the marks to be 
compared for likelihood of confusion are ARTCARVED and ART CREST. 

At the outset both appellant and appellee seek to set the scope of 
appellate review. Appellant argues that the Court of Appeals is in as 
good a position as the trial judge to determine likelihood of confusion 
(Miles Shoes, Inc. v. R. H. Macy & Co., Inc., 2 Cir., 1952, 199 F.2d 602, 
95 USPQ 170 (42 TMR 911), cert. den. 345 U.S. 909, 96 USPQ 457 
(1953) ; Eastern Wine Corp. v. Winslow-Warren Ltd., 2 Cir., 1948, 137 
F.2d 955, 57 USPQ 433 (33 TMR 302), cert. den. 320 U.S. 758, 59 USPQ 
495). Appellee contends that Rule 52(a) gives finality to the trial court’s 
finding of likelihood of confusion “unless clearly erroneous.” 

The decision as to infringement must, of necessity, be based primarily 
upon a comparison of the marks. In the absence of other determinative 
evidence, a question of law or at best a mixed question of law and fact 
is presented as to which appellate review is not foreclosed. A far more 
difficult problem is posed in seeking any standard for evaluating “likeli- 
hood of confusion.” The large number of decisions, some decreeing in- 
fringement,! others non-infringement* do not tend to reveal any dogmatic 
principle which can be dogmatically applied. 


1. For example: 

Spice Islands Co. v. Spice Land Products, Inc., 2 Cir., 1959, 262 F.2d 356, 120 
USPQ 64 (49 TMR 336) (SPICE LAND in contrast to SPICE ISLANDS). 

Northam Warren Corp. v. Universal Cosmetic Co., 7 Cir., 1927, 18 F.2d 744 (17 
TMR 203) (CUTICLEAN in contrast to CUTEX). 

Gehl v. Hebe Co., 7 Cir., 1921, 276 F. 271 (12 TMR 154) (MEJE in contrast to 
HEBE). 

Hu-Beamet Corp. v. Armstrong Paint & Varnish Works, 7 Cir., 1938, 95 F.2d 448, 
37 USPQ 23 (28 TMR 237) (NU-ENAMEL in contrast to NU-BEAUTY ENAMEL). 

2. For example: 

Upjohn Co. v. Schwartz, 2 Cir., 1957, 246 F.2d 254, 114 USPQ 53 (47 TMR 1230) 
(SYROCAL in contrast to CHERACOL). 
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In Maternally Yours v. Your Maternity Shop, 2 Cir., 1956, 234 F.2d 
538, 110 USPQ 462 (46 TMR 1509), this court stated various factors which 
should be weighed in an endeavor to determine likelihood of confusion (See 
also Restatement of Torts § 729). Although in law the balance is never as 
accurate as on a chemist’s scale, nevertheless this method of weighing 
relevant elements may well establish the equities by a sufficient prepon- 
derance. 

Of the fields for inquiry there mentioned, intent to palm off, difference 
in geographic sales area, and actual confusion can be eliminated. There 
remain for consideration the degree of similarity in appearance, the nature 
of the words or syllables used and the degree of care which a prospective 
purchaser might be expected to exercise in purchasing the merchandise 
to which the marks apply. 

ARTCARVED and ART ® cCREsT both use as a first syllable a word in 
common usage, ie., “art.”” Trademarks containing a word in the pub- 
lic domain are said to be less “confusingly similar if they resemble 
each other only by the inclusion of a word which is in the public 
domain. (See Goldring, Inc. v. Town-Moor, Inc., CCPA, 1954, 228 F.2d 
254, 255, 108 USPQ 234, 235 (46 TMR 344); Sears, Roebuck & Co., v. 
Hofman, CCPA, 1958, 258 F.2d 953, 119 USPQ 137 (48 TMR 1480); 
Lauritzen & Co., Inc. v. The Borden Co., CCPA, 1956, 239 F.2d 405, 112 
USPQ 60 (47 TMR 518). 

Appellee then dissects each mark by pointing out that the next 
letter of its word is “ce” and that “C” is likewise the first letter 
of crest. Close similarity of the number of letters in CARVED and 
CREST is also stressed. Such analysis is too strained. Visually and 
phonetically the two marks should not be susceptible of confusion. 
To grant to appellee the protection sought would bestow upon it 
a virtual monopoly of any word commencing with “art.” (See Warner 
Bros. Co. v. Jantzen Inc., 2 Cir., 1957, 249 F.2d 353, 115 USPQ 258 (48 
TMR 337); Eastern Wine Corp. v. Winslow-Warren Ltd., supra.) Such 
a conclusion would also have to carry the assumption that the purchasing 
public would believe that appellee is the source of origin of all rings 
advertised under, or bearing, a name so formed. 


‘Pro-phy-lac-tic Brush Co. v. Jordan Marsh Co., 1 Cir., 1948, 165 F.2d 549, 76 USPQ 
146 (38 TMR 177) (JEWELITE in contrast to GEMLITE). 

Rytex Co. v. Ryan, 7 Cir., 1942, 126 F.2d 952, 52 USPQ 523 (32 TMR 195) (RYTEX 
in contrast to RYNART). 

Feil Co. v. John E. Robbins Co., 7 Cir., 1915, 220 F. 650 (5 TMR 163) (SAL-vET in 
contrast to SAL TONE). 

John Morrell Co. v. Doyle, 7 Cir., 1938, 97 F.2d 232, 37 USPQ 565 (28 TMR 286) 
(RED HEART in contrast to STRONG HEART). 

Steem-Electric Corp. v. Herzfeld-Phillipson Co., 7 Cir., 1940, 118 F.2d 122, 48 
USPQ 92 (31 TMR 85) (STEEM-O-MATIC in contrast to STEEM-ELECTRIC). 

L. J. Mueller Furnace Co. v. United Conditioning Corp., CCPA, 1955, 222 F.2d 755, 
106 USPQ 112 (45 TMR 1223) (CLIMATROL in contrast to CLIME-MATIC). 

Thomas Kerfoot and Co. v. Louis K. Liggett Co., 1 Cir., 1933, 67 F.2d 214, 21 USPQ 
503 (23 TMR 455) (VAPURE in contrast to VAPEX). 
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The district court properly selected the “ordinarily prudent pur- 
chaser” as the subject for protection against deception or confusion. But 
a prudent purchaser of what? Obviously, of wedding and diamond rings 
and not of general merchandise. The purchaser of a diamond ring, par- 
ticularly of a wedding or engagement ring, will be most discriminating 
in his purchase, and make it carefully and deliberately. (See Sleepmaster 
Products Co. v. American Auto-Felt Corp., CCPA, 1957, 241 F.2d 738, 113 
USPQ 63 (47 TMR 643).) The desire to please the recipient of the pur- 
chase, the importance of the occasion (engagement or wedding), the rather 
large cost, and the hoped-for permanence of the purchase, all combine to 
make a shopping trip for a diamond ring a memorable event for most 
people. If the advertising copy of ARTCARVED appeals sufficiently to the 
prospective purchaser, he may ask for the product by name at a retail 
store. If art ® cREsT is better remembered, the purchaser may ask for 
it. The two words are sufficiently different in pronunciation and meaning 
not to be confused if the purchaser is interested in a name. Usually such 
purchases are made after a careful examination of the style, size, quality 
and price of the selection offered by the retail jeweler. Brand name 
probably plays a rather unimportant part in any such purchase but 
where it does the name is likely to be remembered, thus reducing to a 
minimum any likelihood of confusion. Nor is “good will” in its commonly 
accepted meaning a consideration because at least as to engagement and 


wedding rings, it is not to be expected that the purchaser, pleased with 
his initial purchase, will return frequently for the same brand name. 


Considering the various relevant factors in addition to the lack of 
similarity of the trademarks, the likelihood of confusion is insufficient to 
sustain a finding of infringement. 

The judgment is reversed except insofar as it found plaintiff’s trade- 
mark valid and not abandoned and dismissed defendant’s counterclaim. 

Reversed in part. 


FRIENDLY, Circuit Judge (dissenting). 


When middle-aged judges are obliged to determine the “likelihood of 
confusion” in the purchase of engagement and wedding rings by youthful 
swains not enjoying our advantage of knowing the answer in advance, I 
should suppose the most resolute mind must entertain some doubts. I 
prefer to resolve mine in favor of a plaintiff who has spent money and 
effort in exploiting its mark for nearly a score of years rather than of 
a defendant who, with the world of possible names before him, has chosen 
to inch as close to the plaintiff’s mark as he believes he safely can, even 
if he has done this in a “good faith” belief that he has succeeded. 

The plaintiff here has been selling engagement and wedding rings 
since 1850. It commenced using ARTCARVED on rings in 1941, registered 
that mark in 1942, and has used the mark widely, continuously and suc- 
cessfully ever since. ARTCARVED is the first or second most widely adver- 
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tised trademark for wedding and engagement rings in the country. In 
November 1949 plaintiff began to use the mark woopcrREsT on a secondary 
line. In 1950 it registered wWoopcrEst and commenced to use the combined 
mark ARTCARVED WOODCREST. Between 1954 and 1957 plaintiff discon- 
tinued manufacturing or advertising rings marked ARTCARVED WOOD- 
CREST Or WOODCREST but made sales of products so marked from stock. 
In 1957 plaintiff resumed manufacturing and advertising rings under the 
mark woopcREST. From 1941 through 1958 plaintiff expended $5,659,000 
in advertising its marks. 

Appellant began to use ART-cREST in 1955. When this action was 
begun, appellant stamped on the inside of its rings these words and no 
others. The addition of “by W. B.” came three months later. 

Judge Goodrich said in Q-Tips, Inc. v. Johnson & Johnson, 206 F.2d 
144, 145, 98 USPQ 86, 87 (44 TMR 39) (3d Cir.), cert. denied 346 US. 
867, 99 USPQ 491 (1953) (Q-TIPs and JOHNSON’s COTTON TIPS) : 

“It is worth pointing out, at the start of our discussion, that we 
are in a field where the tendency of the law ‘has been in the direction 
of enforcing increasingly higher standards of fairness or commercial 
morality in trade. The tendency still persists.” Restatements, Torts, 
Volume III, page 540. In any situation where the law is in the growing 
stage it is not to be expected that the advance in all courts will be 
simultaneous.” 


Until recently this court has been at least in pace with the advance, if 
not, indeed, in the van. See, e.g., Industrial Rayon Corp. v. Duchess 
Underwear Corp., 92 F.2d 33, 34 USPQ 308 (27 TMR 665) (2d Cir. 1937), 
eert. denied, 303 U.S. 640, 37 USPQ 843 (1938) (sPUN-Lo and SUNGLO) ; 
Geo. W. Luft Co. v. Zande Cosmetic Co., 142 F.2d 536, 61 USPQ 424 (34 
TMR 190) (2d Cir.), cert. denied, 323 U.S. 756, 63 USPQ 358 (1944) 
(TANGEE and ZANDE); LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 
F.2d 115, 70 USPQ 429 (36 TMR 271) (2d Cir.), cert. denied, 329 U.S. 
771, 71 USPQ 328 (1946) (LA TOURAINE and LORRAINE) ; Spice Islands Co. 
v. Spice Land Products, Inc., 262 F.2d 356, 120 USPQ 64 (49 TMR 336) 
(2d Cir. 1959) (SPICE ISLANDS and SPICE LAND). Granted that the word 
“art” is in the public domain, so also are “tips,” and “spice,” as well as 
“flash,” Western Oil Refining Co. v. Jones, 27 F.2d 205 (18 TMR 432) 
(6th Cir. 1928), “new” (even when spelled “nu”) Nu-Enamel Corp. v. 
Armstrong Paint & Varnish Works, 95 F.2d 448, 37 USPQ 23 (28 TMR 
237) (7th Cir. 1938), and countless others that have received protection. 
ART does not have the extensive use as a mark for rings that was held 
to deprive CHATEAU of protection for wines, Eastern Wine Corp. v. Winslow 
Warren, Ltd., 137 F.2d 955, 57 USPQ 433 (33 TMR 302) (2d Cir.), cert. 
denied, 320 U.S. 758, 59 USPQ 495 (1943); indeed, there was no evi- 
dence that anyone had used the word “art” as a mark for rings prior to 
plaintiff’s registration. The denial of trademark protection by a divided 
court in Warner Bros. Co. v. Jantzen, Inc., 249 F.2d 353, 115 USPQ 258 
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(47 TMR 607) (2d Cir. 1957) (a’LURE and CURVALLURE), is distinguishable 
on the basis that there “defendant did not use its coined word alone, but 
always joined it with its own widely known trademark consisting of the 
name JANTZEN and a representation of a diving girl.” And if Warner 
Bros. Co. v. Jantzen was an unwarranted departure, as Chief Judge Lum- 
bard thought, we should rejoin the trend that the Restatement and Judge 
Goodrich foresaw. How right they were in discerning the trend is shown 
by the following decisions granting protection that have appeared in the 
three months since this case was argued: Rex Shoe Co. v. Juvenile Shoe 
Corp., 273 F.2d 179, 124 USPQ 173 (CCPA 1959) (FrooTTHRILLS and 
THRILL-MATES) ; Friedman v. Sealy, Inc., 274 F.2d 255, 124 USPQ 196 
(50 TMR 477) (10th Cir. 1959) (PoSTUREPEDIC and GOLDEN SLEEP against 
PROPER-PEDIC and THE GOLDEN FLEECE) ; In re Beaunit Mills, Inc., 274 F.2d 
436, 124 USPQ 370 (50 TMR 267) (CCPA 1959) (CULTURED COTTON and 
CULTURED BEMBERG) ; S._E. Mighton Co. v. La Pryor Milling Co., 274 F.2d 
676, 124 USPQ 376 (CCPA 1960) (DOGGIE DINNER and DOG-DOTE). In 
the Friedman case, dealing with mattresses and springs, Judge Lewis 
answered my brothers’ argument based on the importance and infre- 
quency of purchase, in language most persuasive to me, 274 F.2d at 
261-62, 124 USPQ at 202 (50 TMR at 485) : 


“This argument has its alternate side in that the construction of 
sleep equipment is not a matter of common knowledge and the con- 
sumer buys infrequently. He is thus forced to rely on his memory, 
more than his inspection, for the recall of names, guarantees, and 
endorsements. Under such circumstances, confusion can easily arise.” 


I would affirm. 
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METROPOLITAN LIFE INSURANCE COMPANY v. METROPOLITAN 
INSURANCE COMPANY 


No. 12913 —C. A. 7—May 13, 1960 —125 USPQ 427 


.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 
Finding ample support for lower court’s holding that METROPOLITAN identified 
plaintiff insurance company, court affirmed issuance of injunction enjoining use of 
METROPOLITAN by defendant insurance company. Fact that METROPOLITAN might 
be weak mark used by others held not relevant where controlling question is likeli- 
hood of confusion and protection of public interest. 
.15—REMEDIES—INFRINGEMENT—DEFENSES 
.24—REMEDIES—UNFAIR COMPETITION—DEFENSES 
That METROPOLITAN is or may be a weak mark used by others is no defense in 
action for injunctive relief where controlling question is likelihood of confusion and 
protection of public interest. Defendant’s use of METROPOLITAN enjoined. 


Action by Metropolitan Life Insurance Company v. Metropolitan In- 
surance Company for unfair competition. Defendant appeals from Dis- 
trict Court for Northern District of Illinois from judgment for plaintiff. 
Affirmed. 


Frank Greenberg, of Chicago, Illinois, for appellant. 
Owen Rall, of Chicago, Illinois, for appellee. 


Before Hastines, Chief Judge, and SCHNACKENBERG and KNocu, Circuit 
Judges. 


Hastines, Chief Judge. 

This action was brought by plaintiff-appellee, Metropolitan Life In- 
surance Company (plaintiff), against defendant-appellant, Metropolitan 
Insurance Company (defendant), to enjoin defendant from using its 
corporate name or any name containing the word METROPOLITAN or any 
name deceptively similar to the name of plaintiff. Plaintiff moved for a 
temporary injunction based upon the verified complaint and supporting 
affidavits. The trial court continued generally plaintiff's motion for a 
temporary injunction on the ground that a trial on the merits would be 
shortly forthcoming. 

By a timely motion to dismiss the complaint, defendant asserted the 
following defenses: (a) the complaint fails to state a cause of action 
upon which relief may be granted; (b) the plaintiff lacks capacity to sue 
for the relief prayed for in the complaint and the court lacks jurisdiction 
of the subject matter of the action in view of the applicable provisions 
of the Illinois Insurance Code.' The motion to dismiss was denied. 

The errors relied upon for reversal arise from the denial of defen- 
dant’s motion to dismiss and alleged erroneous findings of fact and con- 
clusions of law. The parties agree that the law of Illinois governs the 
disposition of this case. 








1. Ill Rev. Stat. ch. 73 (1959). 





THE TRADEMARK REPORTER Vol. 50 TMR 


I. 


At the outset defendant concedes that absent the Illinois Insurance 
Code (Code) the action would lie and that it has the burden to show 
that it was the purpose of the Code to abolish the remedy invoked by 
plaintiff.* 

Defendant is a corporation organized and existing under the laws 
of the State of Illinois and has engaged continuously in the business of 
casualty insurance in Illinois since January, 1951. Defendant began 
business under the corporate name of Highway Casualty Company and 
used that name until December 21, 1956, when its name was changed to 
Highway Insurance Company. It kept this latter name until October 20, 
1958, when it changed to its present name of Metropolitan Insurance 
Company. It effected this latest change by the required statutory pro- 
eedure of submitting for filing and for approval to the Director of 
Insurance of the State of [Illinois appropriate amended articles of in- 
corporation. The amended articles were approved and filed by the Di- 
rector of Insurance. Similar action was taken by defendant in the sixteen 
other states wherein it was authorized to do business, and approval was 
granted in each of such states. 

Plaintiff is a corporation organized and existing under the laws of 
the State of New York and has transacted business as a life insurance 
company continuously since 1868. It was licensed to do business in the 
State of Illinois in 1868 and, with the exception of a short period between 
1880 and 1881, has thereafter continuously transacted business in Illinois. 
Likewise, plaintiff is authorized to carry on and does engage in the life, 
accident and health and annuity business in all of the states of the 
United States, as well as in the District of Columbia, the Territory of 
Puerto Rico and the Provinces of the Dominion of Canada. 

The change of name of defendant to Metropolitan Insurance Com- 
pany and all of the steps to effectuate such change took place without 
prior notice to or prior knowledge of plaintiff. At no time did plaintiff 
consent to or acquiesce in such change of name. Plaintiff has filed no 
complaint with the Director of Insurance of Illinois against defendant’s 
use of its present name and has not sought a review or reversal by such 
Director of his administrative act in approving defendant’s change of 
name from Highway Insurance Company to Metropolitan Insurance Com- 
pany. As soon as it learned of this change of name, plaintiff demanded 
that defendant discontinue its use of its present name; but defendant 
refused to accede to this demand. 





2. Cf. cases involving corporations regulated by the Business Corporation Act of 
Illinois, in which a corporation has access to the courts to challenge a deceptive name, 
notwithstanding prior approval by the Secretary of State. Lady Esther, Ltd. v. Lady 
Esther Corset Shoppe, 317 Ill. App. 451, 46 N.E.2d 165 (1943); Metropolitan Opera 
Ass’n V. Metropolitan Opera Ass’n, D.C.N.D. IL, 81 F.Supp. 127, 130, 79 USPQ 386, 
389 (39 TMR 32) (1948). 
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Section 7 of the Code* provides that “[t]he corporate name of any 
company organized under this article shall not be the same as, or de- 
ceptively similar to, the name of any domestic company, or of any foreign 
or alien company authorized to transact business in this State.” 

Section 14.1 of the Code* provides for the form of articles of incor- 
poration, including a statement of the corporate name. Section 15° pro- 
vides that executed articles of incorporation shall be delivered to the 
Director of Insurance. Section 18° provides that “[{i]f the Director finds 
that the documents and papers so delivered comply with the provisions 
of this Code,” he shall file them with his endorsed approval and the 
incorporation shall be deemed established. 

Section 201 of the Code’ provides that “[n]o order, judgment or 
decree enjoining, restraining or interfering with the prosecution of the 
business of any company” shall be granted “otherwise than upon the com- 
plaint of the Director represented by the Attorney General,” except in 
certain instances not relevant here. (Emphasis added.) Section 401% 
charges the Director with the enforcement and execution of all insurance 
laws of the State. 

Section 407 of the Code® provides for review of any action of the 
Director by an aggrieved party in the state courts after such party re- 
ceives a prescribed notice of such action from the Director. 

Defendant contends that this injunction proceeding is in effect an 
action charging it with a violation of Section 7 of the Code and charging 
further that the Director acted unlawfully in approving its corporate 
name. It argues that the Director’s action cannot be disturbed except in 
a statutory proceeding for judicial review under Section 407 of the Code 
or by writ of mandamus. It says that the decision of the Director in 
such matters is vested with finality and that the courts cannot entertain 
an independent third-party action to review such a decision. It urges 
that only the Director, acting through the Attorney General, has standing 
to sue for an injunction in such cases. It finally concludes that plaintiff 
had an administrative remedy under the Code and, having failed to invoke 
or exhaust such remedy, the court is deprived of jurisdiction. Defendant 
relies on these theories in support of its claim of error in the denial of 
its motion to dismiss the complaint. 

It is clear to us that plaintiff’s action is not one to be defined within 
the narrow limits described by defendant. The complaint states ample 
equitable grounds for traditional injunctive relief. Plaintiff is plainly 
seeking to enjoin defendant from using a corporate name it claims to be 





Ill. Rev. Stat. ch. 73, § 619 (1959). 
Ill. Rev. Stat. ch. 73, § 626.1 (1959). 
Ill. Rev. Stat. ch. 73, § 627 (1959). 
Ill. Rev. Stat. ch. 73, § 630 (1959). 
Ill. Rev. Stat. ch. 73, § 813 (1959). 
Ill. Rev. Stat. ch. 73, § 1013 (1959). 
Ill. Rev. Stat. ch. 73, § 1019 (1959). 


IH OV go 
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so deceptively similar to its own name as to be likely to confuse and 
mislead the public with the resulting likelihood of injury and harm to 
plaintiff. Neither is a complaint made against the Director of Insurance 
nor is any relief sought under the Code. 

We do not read into the Code any limiting purpose or intention to 
oust a court of its equitable jurisdiction to grant the relief sought under 
the circumstances described in the complaint. 

The prohibitions in Section 201 are limited to interference with the 
prosecution of the business of an insurance company. That is not this 
ease. Defendant may continue fully to operate and conduct its insurance 
business. Defendant cites and relies upon Winger v. Chicago Bank & 
Trust Co., 394 Ill. 94, 67 N.E.2d 265 (1946), and The People v. Miner, 
387 Ill. 393, 56 N.E.2d 353 (1944), as authority for holding no jurisdic- 
tion under Section 201. Those cases have no application here. In Miner, 
a class action by the members of a benefit insurance association, the relief 
sought was to require cancellation of an exclusive agency contract au- 
thorized by the directors and to remove and elect a new board of di- 
rectors. The court held that this would constitute an interference with 
the business of the company. In Winger, a class action to require restora- 
tion by the directors of allegedly diverted funds and for an accounting, 
it was held that the court had jurisdiction; and the Miner case was 
distinguished. We think Winger gives strong support to plaintiff, rather 
than to defendant. To the same effect, see The People v. Williams, 392 
Ill. 224, 64 N.E.2d 464 (1945). 

In seeking to limit relief sought here to the statutory proceeding for 
judicial review under Section 407 of the Code, defendant relies on Amer- 
ican Surety Co. v. Jones, 384 Ill. 222, 51 N.E.2d 122 (1943), and People 
ex rel. Barber v. Hargreaves, 303 Ill. App. 387, 25 N.E.2d 416 (1940). 
Defendant’s reliance on these cases is misplaced. In American Surety, 
at page 229, the court points out that the Section 407 review is limited 
to “that company or person involved in the granting of the certificate.” 
In the case at bar, plaintiff was not a party to the Director’s adminis- 
trative action in approving defendant’s change of name; it received no 
notice of such contemplated action and was not served with a copy of 
the Director’s decision. No such procedure was contemplated in the lan- 
guage of the statute. Defendant was the only party directly affected. No 
review of this action by plaintiff was permissible. Plaintiff did not fail 
to exhaust its administrative remedies because it had none. 

We find no merit in the further contention that plaintiff is bound 
to seek relief by way of mandamus to compel the Director to take cor- 
rective action if defendant is in violation of Section 7 of the Code. 

We hold that the trial court did not err in denying defendant’s 
motion to dismiss the complaint. 
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II. 


This brings us to a consideration of the case on its merits. Defendant 
contends that the record does not support the finding that there is like- 
lihood of confusion and argues that the word METROPOLITAN is a weak 
mark not susceptible of exclusive appropriation by plaintiff. 

The trial court entered 51 findings of fact and stated 10 conclusions 
of law upon which it founded its decree for an injunction favorable to 
plaintiff. The findings trace the origin, development and operation of 
plaintiff in the life insurance business over the past 90 years, including 
the use of the names METROPOLITAN LIFE INSURANCE COMPANY and METRO- 
POLITAN until they have become identified with the plaintiff in the public 
mind. The findings further demonstrate the deceptive similarity of de- 
fendant’s name to plaintiff’s corporate name and the resulting likelihood 
of confusion in the mind of the public. If the findings and conclusions 
find proper support in the record before us, they constitute a basis for 
the injunctive relief granted. 

We shall not burden this opinion with a statement of the evidence 
and findings. We have examined the record and find ample support for 
the factual determination made by the court. Whether certain challenged 
findings be ultimate facts or conclusions, we hold they were correctly 


made and properly reflect the fair inferences to be drawn from the record 


as a whole. 

It is well established in Illinois and by the decisions of this circuit 
that injunctive relief is properly granted in cases involving the use of 
deceptively similar names even though there is no proof of actual con- 
fusion. It is sufficient to show the likelihood that confusion will result 
and that the public might be misled. Of the many decisions to this effect 
we need only to refer to G. D. Searle & Co. v. Chas. Pfizer & Co., 7 Cir., 
265 F.2d 385, 387, 121 USPQ 74, 76 (49 TMR 832) (1959) ; Keller Products 
v. Rubber Linings Corp., 7 Cir., 213 F.2d 382, 386, 101 USPQ 307, 311, 
47 A.L.R. 2d 1108 (44 TMR 1302) (1954); Metropolitan Opera Ass’n v. 
Metropolitan Opera Ass’n, D.C.N.D. Ill, 81 F.Supp. 127, 79 USPQ 386, 
389 (39 TMR 32) (1948) ; Investors Syndicate v. Hughes, 378 Ill. 413, 422, 
423, 38 N.E.2d 754, 759 (1941); Lady Esther, Ltd. v. Lady Esther Corset 
Shoppe, 317 Ill. App. 451, 46 N.E.2d 165 (1943). This is so even where 
there is no competition between plaintiff and defendant. Lady Esther, 
supra. We hold that the record lends ample support to the findings that 
there is likelihood of confusion and deception in this case. This is disposi- 
tive of defendant’s other contentions relating to the likelihood of confusion. 

Finally, defendant contends that METROPOLITAN is a weak mark and 
that plaintiff cannot appropriate it to its exclusive use beyond the field 
of life insurance. We are not favorably impressed with this contention. 
The question before us is whether defendant’s name is deceptively similar 
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to that of plaintiff. No relief is sought against any other party. Whether 
other insurance companies use the word METROPOLITAN in their corporate 
name is not relevant here. The propriety of such use in other situations 
would have to be determined on a case-by-case basis depending upon the 
circumstances surrounding each situation in a proper action. 

The question quite naturally arises as to the reason for defendant’s 
adoption of its latest name. The record is barren on this point. We 
shall not speculate on the answer. For whatever reason it was done, it 
is quite clear to us that the obvious result has been to create a deceptive 
situation giving rise to the likelihood of confusion in the public mind. 
That this may tend to harm plaintiff is properly to be considered. How- 
ever, the paramount concern of the courts is the protection of the public 
interest. To this end the courts have a duty to invoke their equitable 
powers to restrain such an invasion on the part of defendant. Otherwise, 
the likelihood of the commission of a fraud on the public is ever present; 
and this should be enjoined, unintentional though it may be. 

We hold that the injunction was properly issued in this case. 

The judgment of the district court is affirmed. 
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SHAFFER v. COTY, INC. 


No. 265-58-WM —D. C. S. D. Cal., Central Div. — 
May 3, 1960—125 USPQ 386 


8.1—COURTS—J URISDICTION 

The Trademark Act does not confer on Federal courts jurisdiction over “naked” 
claims for unfair competition, or over claims for infringement of unregistered 
marks. 

When allegation as to amount in controversy is challenged, issue must be adjudi- 
cated as one of jurisdictional fact and burden is on party alleging jurisdictional 
amount to establish it by preponderance of evidence. 

In action for trademark infringement and unfair competition, plaintiff whose 
rights and good will are threatened with total destruction by alleged wrongful 
acts must show that total value of entire right equals or exceeds the jurisdictional 
minimum, but plaintiff whose right and good will are threatened only with some 
injury and damage must show that the monetary value of the damage or injury 
sustained or threatened equals or exceeds the jurisdictional minimum. 


Action by Ann Shaffer v. Coty, Inc., for trademark infringement and 
unfair competition. Defendant moves to dismiss complaint. Motion granted. 


Lyon & Lyon and Frederick W. Lyon, of Los Angeles, California, for 
plaintiff. 

Harris, Kiech, Foster & Harris and Warren L. Kern, both of Los Angeles, 
California, for defendant. 


MATHES, District Judge. 

This is an action for injunctive relief and damages grounded upon 
alleged infringement of an unregistered trademark, FAIRY PRINCESS, used 
in connection with plaintiff’s product on certain unusual containers de- 
signed to hold bubble bath, lotion, cologne, and the like. 

Plaintiff’s original complaint, invoking the jurisdiction of this Court 
under §§43(a) and 44(f) of the Lanham Act [15 U.S.C. §§ 1125(a) 
and 1126(f)], was dismissed for lack of jurisdiction over the subject 
matter, inasmuch as that Act does not confer upon the Federal courts 
jurisdiction over “naked” claims for unfair competition, or over claims 
for infringement of unregistered marks. [See: Royal Lace Paper Works 
v. Pest-Guard Products, 240 F.2d 814, 815-820, 112 USPQ 154, 155-158 
(47 TMR 363) (5th Cir. 1957); L’Aiglon Apparel v. Lana Lobell, Inc., 
214 F.2d 649, 650-654, 102 USPQ 94, 95-99 (3d Cir. 1954); American 
Auto Ass’n v. Spiegel, 205 F.2d 771, 773-775, 98 USPQ 1, 2-4 (43 TMR 
1071) (2d Cir. 1953) ; Ramirez & Feraud Chili Co. v. Las Palmas Food Co., 
146 F.Supp. 594, 600, 603, 111 USPQ 296, 297, 299 (47 TMR 217) 
(S.D.Cal. 1956), aff’d, 245 F.2d 874, 114 USPQ 473 (9th Cir. 1957), cert. 
denied, 355 U.S. 927, 116 USPQ 602 (1958); Haeger Potteries v. Gilner 
Potteries, 123 F.Supp. 261, 264-266, 102 USPQ 106, 108-110 (S.D.Cal. 
1954) ; ef.: Pagliero v. Wallace China Co., 198 F.2d 339, 340-341, 95 USPQ 
45, 47 (42 TMR 839) (9th Cir. 1952); Stauffer v. Exley, 184, F.2d 962, 
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964-967, 87 USPQ 40, 41-44 (40 TMR 960) (9th Cir. 1950) ; In re Lyndale 
Farm, 38 CCPA 825, 829-832, 186 F.2d 723, 725-727, 88 USPQ 377, 
379-381 (41 TMR 244) (1951).] 

Plaintiff then filed by leave of court an amended complaint for in- 
junctive relief and damages under State law, invoking the jurisdiction of 
this Court upon the basis of diversity of citizenship, and alleging that the 
“matter in controversy exceeds the sum or value of $3,000, exclusive of 


interest and costs,” the action having been commenced prior to the amend- 
ment of 28 U.S.C. § 1332 by 72 Stat. 415 (July 25, 1958). 

Defendant challenged the allegation that the requisite jurisdictional 
amount is in controversy, and moved to dismiss the action for lack of Fed- 
eral jurisdiction over the subject matter. [Fed.R.Civ.P. 12(b)(1).] 

It is basic of course that Federal courts have only that jurisdiction 
which has been specifically conferred by the Congress. [U.S. Const. art. 
III; Lockerty v. Phillips, 319 U.S. 182, 187. (1943); Sheldon v. Sill, 49 
U.S. (8 How.) 441, 449 (1850).] This principle is reflected in the require- 
ment that a complaint “contain * * * a short and plain statement of the 
grounds upon which the court’s jurisdiction depends * * *.” [Fed.R.Civ.P. 
8(a)(1).] 

An uncontroverted allegation that the requisite jurisdictional amount 
is in controversy, unless contradicted by the complaint as a whole, is 
generally sufficient to comply with Rule 8(a)(1). [See 2 Moore, Federal 
Practice § 8.11 at 1638 (2d ed. 1948).] But where the allegation as to 
amount in controversy is challenged, the burden of establishing by a 
preponderance of evidence that the amount exceeds the minimum sum or 
value necessary to confer Federal jurisdiction rests upon the party so 
alleging. [KVOS, Inc. v. Associated Press, 299 U.S. 269, 277-278 (1936) ; 
McNutt v. General Motors Acceptance Corp., 298 U.S. 178, 189-190 (1936) ; 
City of Forsyth v. Mountain States Power Co., 127 F.2d 583, 584-585 
(9th Cir. 1942).] 

Thus when the jurisdictional amount is challenged, as at bar, an 
issue is raised which must be adjudicated as one of jurisdictional fact. 
Indeed, even though no challenge is so much as intimated, jurisdiction 
is always the threshold question in every case brought to the Federal 
courts, and the Supreme Court has admonished from the beginning that: 
“This question the court is bound to ask and answer for itself, even 
when not otherwise suggested * * *,” [Mansfield C. & L. M. R. Co. v. 
Swan, 111 U.S. 379, 382 (1884); Capron v. Van Noorden, 6 US. (2 
Cranch) 125, 126 (1804); see Fed.R.Civ.P. 12(h) (2).] 

It may be accepted as axiomatic then that in every case the court 
has power to determine whether the facts requisite to jurisdiction exist. 
[Texas & Pac. Ry. v. Gulf, Colo. & Santa Fe Ry., 270 U.S. 266, 274 
(1926).] And it has been generally thought and held that issues as to 
jurisdictional fact are triable to the court. [North Pac. 8.8. Co. v. Soley, 
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257 U.S. 216, 221-223 (1921) ; Gilbert v. David, 235 U.S. 561, 568 (1915) ; 
Wetmore v. Rymer, 169 U.S. 115, 121-122 (1898); Taylor v. Hubbell, 188 
F.2d 106, 109 (9th Cir.), cert. denied, 342 U.S. 818 (1951).] 

Although neither the mode nor the method of determining such issues 
has even been prescribed in detail [Gibbs v. Buck, 307 U.S. 66, 71-72, 41 
USPQ 162, 164-165 (1939) ], the provisions of Rule 12(d) of the Federal 
Rules of Civil Procedure plainly contemplate a “preliminary hearing” 
and adjudication of jurisdictional issues in advance of trial [see: Stauffer 
v. Exley, supra, 184 F.2d at 967, 87 USPQ at 44; 2 Moore, Federal Prac- 
tice, supra, §12.16 at 2274-2275]. Additionally, the Supreme Court 
has declared that: “As there is no statutory direction for procedure 
upon an issue of jurisdiction, the mode of its determination is left to 
the trial court.” [Gibbs v. Buck, supra, 307 U.S. at 71-72, 41 USPQ at 
164-165; see Land v. Dollar, 330 U.S. 731, 735 (1947); see e.g. Gulbenkian 
v. Gulbenkian, 33 F.Supp. 19, 20 (S.D.N.Y. 1940).] 

Moreover it has been held that, in the exercise of this broad discre- 
tion, the District Court may hear testimony and other evidence [Gilbert 
v. David, supra, 235 U.S. at 568], and may also receive and weigh affidavits 
as evidence [Land v. Dollar, supra, 330 U.S. at 735; KVOS, Inc. v. Asso- 
ciated Press, supra, 299 U.S. at 278-279; Wetmore v. Rymer, supra, 169 
U.S. at 119; see McNutt v. General Motors Acceptance Corp., supra, 298 
U.S. at 189; see also Fed.R.Civ.P. 43(a)(e), 52(a)], of the existence or 
non-existence of requisite jurisdictional facts. Of course the District 
Court’s “mode of determination” of jurisdictional issues must always be 
such as to permit a reviewing court to ascertain whether the evidence 
supports the trial court’s finding. [Wetmore v. Rymer, supra, 169 U.S. 
at 121.] 

Subject to this limitation, my opinion has been that it rested entirely 
within the District Court’s discretion to decide whether issues of juris- 
dictional fact should be tried summarily or plenarily, or by judge or 
jury. [See: Ramirez & Feraud Chili Co. v. Las Palmas Food Co., supra, 
146 F.Supp. at 597-598, 111 USPQ at 298 (47 TMR 217); Smith v. 
Sperling, 117 F.Supp. 781, 786-788 (S.D.Cal. 1953), aff'd 237 F.2d 317 
(9th Cir. 1956), rev’d on other grounds, 354 U.S. 91 (1957); Williams 
v. Minnesota Mining & Manufacturing Co., 14 F.R.D. 1, 4-6 (S.D.Cal. 
1953) ; see also: Fireman’s Fund Ins. Co. v. Railway Express Agency, 253 
F.2d 780, 782-784 (6th Cir. 1958); Taylor v. Hubbell, supra, 188 F.2d 
at 109]. Indeed, the Supreme Court itself has said that “when a ques- 
tion of the District Court’s jurisdiction is raised, either by a party or 
by the court on its own motion * * * , the court may inquire, by affidavits 
or otherwise, into the facts as they exist.” [Land v. Dollar, supra, 330 
US. at 735, n. 4.] 

However, recent decisions indicate that the allowable discretion of 
the District Court as to how issues of jurisdictional fact are to be ad- 
judicated, and by whom, may be less broad than the earlier cases state. 
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[See: Beacon Theatres v. Westover, 359 U.S. 500, 508-511 (1959); Byrd 
v. Blue Ridge Cooperative, 356 U.S. 525, 533-540 (1958); Marks Food 
Corp. v. Barbara Ann Baking Co., 274 F.2d 934, 936 (9th Cir. 1959) ; 
Bertha Building Corp. v. National Theatres Corp., 248 F.2d 833, 835-836 
(2d Cir. 1957) ; see also Ring v. Spina, 166 F.2d 546, 550, 76 USPQ 545, 
548 (2d Cir. 1948); ef. Smith v. Sperling, supra, 354 U.S. at 96-98. ] 

In Byrd v. Blue Ridge Cooperative, supra, 356 U.S. at 533-540, a 
diversity case, plenary trial by the court, instead of by the jury, of the 
jurisdictional issue as to whether or not the plaintiff was a “statutory 
employee” and as such remitted to the exclusive remedy of benefits under 
the South Carolina Workmen’s Compensation Act, was held to be error. 
The Court did not there treat the issue as jurisdictional, but appears 
to have rested decision upon what is said to be a broad “federal policy 
favoring jury decisions of disputed fact questions * * *.” [356 US. 
at 538. ] 

Earlier, in Taylor v. Hubbell, supra, 188 F.2d at 108-109 the Court 
of Appeals for the Ninth Cireuit had upheld plenary trial by the court, 
instead of by the jury, of the jurisdictional issue as to whether or not 
the plaintiff was in the “same employ” as the defendant and hence re- 
mitted to the exclusive remedy of benefits under the Arizona Workmen’s 
Compensation Law. Only recently, however, that Court held, in a private 
antitrust case, that plenary non-jury trial of the jurisdictional issue as 
to whether or not plaintiff’s and defendant’s businesses were “in or affected 
interstate commerce” amounted to usurpation of a prerogative of the 
jury. [Marks Food Corp. v. Barbara Ann Baking Co., supra, 274 F.2d 
at 936]; and the Court went on to say that: “Anything which may ap- 
pear in Taylor v. Hubbell * * * [supra, 188 F.2d at 108-109] should be 
read in the light of Byrd v. Blue Ridge Cooperative * * * [supra, 356 
U.S. at 533-540)”. [274 F.2d at 935, n. 1.] 

Thus the boundaries of the discretion previously thought to be ac- 
corded the District Courts in the choice of “mode of determination” of 
jurisdictional-fact issues may have been substantially narrowed. The 
problem now is to find the extent to which discretion has been curtailed. 
As I read the opinion, the Marks Food case teaches that, in actions at 
law where trial by jury is a matter of right under the Seventh Amend- 
ment, the parties are entitled to demand that jurisdictional-fact issues be 
submitted to the jury, at least where such issues are inextricably bound 
with the issues that go to the merits; that is to say, if the case is one 
“where the question of jurisdiction is dependent on decision of the merits.” 
[Land v. Dollar, supra, 330 U.S. at 735; ef. Smith v. Sperling, supra, 354 
U.S. at 95-96; see Williams v. Minnesota Mining & Manufacturing Co., 
supra, 14 F.R.D. at 8-9.] 

As ground for the decision in the Marks Food case, the Court of 
Appeals observed: “The theory that the existence of an effect on jnter- 
state commerce is a jurisdictional fact, enabling the judge to determine 
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the issue for himself * * * will in practice deprive plaintiffs of their right 
to a jury trial.” [274 F.2d at 935, n. 1.] The rationale of this concern 
for jury trial in civil cases applies a fortiori to the factual issues involved 
in determining whether the amount in controversy is sufficient to give 
a federal court subject-matter jurisdiction, since an issue as to the amount 
in controversy is almost always inseparable from the merits. 

Over a half century ago, in Smithers v. Smith, 204 U.S. 632 (1907), 
an action at law “for the recovery of certain land and damages for the 
detention thereof,” the trial judge heard evidence and, finding that the 
value of the land was not as alleged but was less than the minimum 
jurisdictional amount, dismissed the action for want of subject-matter 
jurisdiction. There being no evidence that the plaintiff acted in bad faith 
in alleging damages within Federal jurisdiction, the Court reversed the 
judgment of dismissal and, commenting upon the authority of the trial 
judge to adjudicate the jurisdictional facts, said: “Such an authority 
obviously is not unlimited, and its limits ought to be ascertained and 
observed, lest under the guise of determining jurisdiction the merits of 
the controversy between the parties be summarily decided without the 
ordinary incidents of a trial, including the right to a jury. For it must 
not be forgotten that where in good faith one has brought into court a 
eause of action, which, as stated by him, is clearly within its jurisdiction, 
he has the right to try its merits in the manner provided by the Con- 
stitution and law, and can not be compelled to submit to a trial of an- 
other kind.” [204 U.S. at 645; see Fireman’s Fund Ins. Co. v. Railway 
Express Agency, supra, 253 F.2d at 783-785. | 

In actions at law where trial by jury is a matter of right, the plain- 
tiff’s claim, e.g. as to the amount of damages sustained as a proximate 
consequence of an alleged wrongful act of the defendant, ordinarily 
serves to fix for jurisdictional purposes prior to plenary trial on the merits 
the sum or value of the matter in controversy, unless the amount appears 
not to be claimed in good faith. [Globe Refining Co. v. Landa Cotton Oil 
Co., 190 U.S. 540, 546-547 (1903) ; Smith v. Greenhow, 109 U.S. 669, 671 
(1884).] Of course, “where the law gives the rule, the legal cause of action, 
and not plaintiff’s demand, must be regarded.” [McNutt v. General Motors 
Acceptance Corp., supra, 298 U.S. at 182; Barry v. Edmunds, 116 USS. 
550, 560 (1886) ; Parmelee v. Ackerman, 252 F.2d 721, 722 (6th Cir. 1958).]} 

As Mr. Justice Roberts put it in St. Paul Indemnity Co. v. Red Cab 
Co., 303 U.S. 283 (1938), “if, from the face of the pleadings, it is ap- 
parent, to a legal certainty, that the plaintiff cannot recover the amount 
claimed, or if, from the proofs, the court is satisfied to a like certainty 
that the plaintiff never was entitled to recover that amount, and that 
his claim was therefore colorable for the purpose of conferring juris- 
diction, the suit will be dismissed.” [303 U.S. at 289.] 

It may be said generally then that, absent any question of bad faith, 
or some legal limitation upon plaintiff’s claim such as would necessarily 
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reduce it below the jurisdictional minimum, the amount demanded is to 
be taken at face value for jurisdictional purposes. And the presently 
prevailing view seems to be that, in actions at law where trial by jury 
is a matter of right, a challenge to the jurisdictional amount may not be 
adjudicated summarily in the face of timely objection by a party, but 
must be tried plenarily and submitted for jury determination. Of course, 
where segregation of the jurisdictional issue is appropriate under Rule 
42(b) of the Federal Rules of Civil Procedure, plenary trial by jury 
may be had of the jurisdictional issue alone. 

But in cases which are in effect suits in equity, there is no basis 
for a requirement that jurisdictional issues be submitted to a jury. Hence 
it would seem that, in equity cases at least, the “mode of determination” 
of jurisdictional issues remains within the discretion of the trial court. 
[Cf. Stauffer v. Exley, supra, 184 F.2d at 967, 87 USPQ at 44.] However, 
the same conclusion might not be reached in a case in which claims of 
both legal (i.e. triable to a jury) and equitable nature are to be ad- 
judicated. [See Ring v. Spina, supra, 166 F.2d at 550, 76 USPQ at 548; 
ef. Beacon Theatres v. Westover, supra, 359 U.S. at 509-511. ] 

Inasmuch as trial judges are duty bound to follow precedents set by 
appellate courts, it seems only fair that this obligation should carry with 
it a correlative right to comment, and perhaps even to complain, about 
those precedents. In exercise of that assumed right I feel prompted to 
confess, with all due deference, that I am unable to perceive justification 
either in reason or in policy for permitting limitations upon the trial 
eourt’s discretion as to mode of determination of jurisdictional facts to 
turn upon whether the case presents an action “at law” of a suit “in equity”. 

Findings as to jurisdictional facts are purely interlocutory in char- 
acter [City of Hammond v. Schappi Bus Line, 275 U.S. 164, 172 (1927) }, 
and do not constitute in any way adjudications upon the merits. [Fed.R. 
Civ.P. 41(b).] Hence, there appears to be nothing in the nature of a 
due-process requirement calling for the same procedural safeguards as 
those required to be followed in making a final adjudication of issues 
upon the merits. Indeed policy considerations indicate that widely dif- 
ferent procedures may be both sensible and desirable. 

Since want of Federal jurisdiction renders nugatory all proceedings 
on the merits in this Court, it is obvious that early determination of 
jurisdictional-fact issues will save time and expense for both the parties 
and the court. To compel the submission of those issues for jury deter- 
mination is a cumbersome and costly procedure that seems to be plainly 
contrary to both the spirit and the letter of the Rules. [See: Fed.R. 
Civ.P. 12(b)(1), 12(d), 12(h)(2), 41(b), 43(e), 52(a). See also Hart 
and Wechsler, The Federal Courts and The Federal System, 719-723 
(1953).] 

Furthermore, as suggested above, the earlier decisions apparently 
encountered no problem in permitting the trial court to decide jurisdic- 
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tional issues summarily, even in actions at law triable as of constitutional 
right to a jury. [See: Globe Refining Co. v. Landa Cotton Oil Co., supra, 
190 U.S. at 541, 547; Wetmore v. Rymer, supra, 169 U.S. at 121; Deputron 
v. Young, 134 U.S. 241, 250-253 (1890) ; Smith v. Greenhow, supra, 109 
U.S. at 670-671; Williams v. Nottawa, 104 U.S. 209, 212-213 (1881).]} 

Finally, it may be recalled that in areas such as patent, copyright, 
trademark infringement and unfair competition, where claims both “at 
law” and “in equity” frequently arise out of the same transaction, the 
plaintiff alone can control the right to trial by jury merely by the way 
in which his complaint is framed. [See: Bereslavsky v. Kloeb, 162 F.2d 
862, 863-864, 74 USPQ 79, 81 (6th Cir. 1947) ; Bereslavsky v. Caffey, 161 
F.2d 499, 500, 73 USPQ 273, 274 (2d Cir.), cert. denied, 332 U.S. 770, 
75 USPQ 365 (1947); Arnstein v. Porter, 154 F.2d 464, 468, 68 USPQ 
288, 292-293 (2d Cir. 1946); Bruckman v. Hollzer, 152 F.2d 730, 731-732, 
68 USPQ 252, 253-254 (9th Cir. 1946); Ross v. Plastic Playthings, 138 
F.Supp. 887, 888-889, 109 USPQ 12, 13 (S.D.N.Y. 1956); Van Alen v. 
Aluminum Co. of America, 43 F.Supp. 833, 835, 53 USPQ 623, 624 
(S.D.N.Y. 1942); Protexol Corp. v. Koppers Co., 12 F.R.D. 7, 8-9, 89 
USPQ 530, 531 (S.D.N.Y. 1951) ; Berlin v. Club 100, 12 F.R.D. 129, 130, 
91 USPQ 237, 238 (D.Mass. 1951); ef. 4 Pomeroy, Equity Jurisprudence 
§§ 1354, 1855 (5th ed. 1941).] 

To hold that a plaintiff, by the language of his pleading, can in 
effect control the mode in which this Court may determine whether or 
not it has jurisdiction of the subject matter of a cause would appear but 
a throwback to the days when form ruled over substance. 

In any event, the problem of whether jurisdictional-fact issues must 
be submitted to the jury is not necessarily confronted in the case at bar. 
For here plaintiff invokes the equity jurisdiction of this Court [Briggs v. 
United Shoe Machinery Co., 239 U.S. 48, 50 (1915)], seeking an injunc- 
tion to restrain future infringement and an accounting of profits derived 
from past infringement and unfair competition, together with a money 
judgment incidental to the equitable relief asked. [Cf.: Chappell & Co. v. 
Palermo Cafe Co., 249 F.2d 77, 80-82, 115 USPQ 205, 206-208 (48 TMR 
326) (1st Cir. 1957), reversing 146 F.Supp. 867, 112 USPQ 378 (D.Mass. 
1956) ; Coca-Cola Co. v. Old Dominion Beverage Corp., 271 F. 600, 602 
(11 TMR 128) (4th Cir. 1921); Folmer Graflexr Corp. v. Graphic Photo 
Service, 41 F.Supp. 319, 320, 51 USPQ 285, 286 (32 TMR 280) (D.Mass. 
1941) ; see: Clark v. Wooster, 119 U.S. 322, 325 (1886); Beaunit Mills v. 
Eday Fabric Sales Corp., 124 F.2d 563, 565-566, 52 USPQ 196, 198-199 
(2d Cir. 1942); Bellavance v. Plastic-Craft Novelty Co., 30 F.Supp. 37, 
38-39, 48 USPQ 338, 339 (D.Mass. 1939).] Since the law affords no ade- 
quate remedy, it is plain that this action is not one at common law with 
respect to which a jury trial is a matter of right under the Seventh 
Amendment, but is in effect a suit in equity as to which there is no 
problem of jury trial. [See: NLRB v. Jones & Laughlin Steel Corp., 301 
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U.S. 1, 48 (1937); Schoenthal v. Irving Trust Co., 287 U.S. 92, 94-97 
(1932) ; Kemp-Booth Co. v. Calvin, 84 F.2d 377, 380 (9th Cir. 1936).] 

The question confronted here then is whether, in a case invoking the 
equity jurisdiction of this Court, the trial judge as fact-finder may in 
his discretion decide a jurisdictional issue summarily or must try it plen- 
arily, albeit perhaps as a “separate issue” under Rule 42(b). Where the 
jurisdictional issue to be determined in a non-jury case stands apart 
from the issues as to the merits of the controversy, as for example a 
challenge as to citizenship in a diversity case, it is appropriate to try 
that issue summarily, upon motion, and by receiving and weighing af- 
fidavits. [See: Land vy. Dollar, supra, 330 U.S. at 735; KVOS, Ine. v. 
Associated Press, supra, 299 U.S. at 278-279; Wetmore v. Rymer, supra, 
169 U.S. at 119; Morris v. Gilmer, 129 U.S. 315, 326 (1889) ; Lane Bryant, 
Inc. v. Maternity Lane, 173 F.2d 559, 562, 81 USPQ 1, 3 (39 TMR 299) 
(9th Cir. 1949).] 

On the other hand, where a jurisdictional issue coincides in whole or 
substantial part with an issue going to the merits, as for example a chal- 
lenge as to the amount of damage in controversy, considerations of policy 
underlying the due-process concept are said to require that determina- 
tion be made only after plenary trial, even in non-jury cases. [Cf.: 
Byrd v. Blue Ridge Cooperative, supra, 356 U.S. at 533-540; Land v. 
Dollar, supra, 330 U.S. at 735; Smithers v. Smith, supra, 204 U.S. at 
642-646; Marks Food Corp. v. Barbara Ann Baking Co., supra, 274 F.2d 
at 936; Fireman’s Fund Ins. Co. v. Railway Express Agency, supra, 253 
F.2d at 783-785; Taylor v. Hubbell, supra, 188 F.2d at 108-109; Williams 
v. Minnesota Mining & Manufacturing Co., supra, 14 F.R.D. at 7-9.] 

In keeping with the policy just stated, defendant’s motion here to 
dismiss for lack of jurisdiction over the subject matter, presenting as it 
does the issue as to whether the requisite jurisdictional amount is in 
controversy, has been in effect subjected to a plenary trial on the facts, 
the parties having been accorded the privilege of offering and cross- 
examining witnesses if desired, and having announced that they have 
brought forth all evidence that they wish to proffer on the issue. 

Turning now to a consideration of the evidence so adduced, it is 
worth recalling at the outset that an action for infringement and unfair 
competition as to a business mark or name commonly falls into one of 
two categories. In the first category are cases where plaintiff’s right and 
good will are claimed to be threatened with total destruction by the al- 
leged wrongful acts of the defendant. In such eases, plaintiff must show 
that the total value of his entire right equals or exceeds the jurisdictional 
minimum. [Seagram-Distillers Corp. v. New Cut Rate Liquors, 245 F.2d 
453, 456-458 (7th Cir.), cert. denied, 355 U.S. 837 (1957); Seven-Up Co. 
v. Blue Note, 159 F.Supp. 248, 249-251, 117 USPQ 206, 207-209 (48 TMR 
957) (N.D. IIl.), aff’d, 260 F.2d 584, 585, 119 USPQ 273 (49 TMR 211) 
(7th Cir. 1958), cert. denied, 359 U.S. 966, 121 USPQ 654 (1959); see 





Vol. 50 TMR SHAFFER v. COTY, INC. 603 





Gibbs v. Buck, supra, 307 U.S. at 72-76, 41 USPQ at 164-166; Brother- 
hood of Locomotive Firemen v. Pinkston, 293 U.S. 96, 99-100 (1934) ; 
Berryman v. Whitman College, 222 U.S. 334, 345-348 (1912).] 

The second category includes those cases where plaintiff’s right and 
good will are claimed to be threatened, not with total destruction, but 
with some injury and damage, as a proximate consequence of the alleged 
wrongful acts of the defendant. In such eases, plaintiff must show “that 
the monetary value of the damage or injury to [his] good will sustained 
or threatened” equals or exceeds the jurisdictional minimum. [Seagram- 
Distillers Corp. v. New Cut Rate Liquors, supra, 245 F.2d at 458; Seven-Up 
Co. v. Blue Note, supra, 159 F.Supp. at 249-250, 117 USPQ at 207-208. ] 

The evidence clearly places the case at bar in the second category. 
So here plaintiff has the burden to prove by a preponderance of the evi- 
dence that the amount in controversy exceeds $3,000, exclusive of interest 
and costs. [KVOS, Inc. v. Associated Press, supra, 299 U.S. at 277-278; 
McNutt v. General Motors Acceptance Corp., supra, 298 U.S. at 189-190; 
City of Forsyth v. Mountain States Power Co., supra, 127 F.2d at 584-585. 

But plaintiff’s own evidence establishes at most that her aggregate 
losses proximately resulting from defendant’s acts do not amount to as 
much as $1,000; that she has spent only $200 advertising the unregistered 
trademark claimed to have been infringed; that features of plaintiff’s 
products, other than those features claimed to be infringed, contribute to 
the sales appeal of the products; and that it is not possible to ascertain 
what part, if any, of plaintiff’s loss has been caused by any act of the 
defendant. 

Although damages need only be established within a reasonable ap- 
proximation where the evidence shows that plaintiff was in fact damaged 
as a proximate consequence of defendant’s wrong and uncertainty exists 
only as to the amount [Anderson v. Mt. Clemens Pottery Co., 328 US. 
680, 687-688 (1946) ; Bigelow v. RKO Radio Pictures, 327 U.S. 251, 262-266 
(1946) ; Palmer v. Connecticut Ry., 311 U.S. 544, 560-561 (1941); Story 
Parchment Co. v. Paterson Co., 282 U.S. 555, 562-563 (1931); EHastman 
Kodak Co. v. Southern Photo Materials Co., 273 U.S. 359, 378-379 (1927) ; 
Hetzel v. B. & O. R. R., 169 U.S. 26, 37-38 (1898)], in the case at bar it 
is not possible to find from plaintiff’s evidence either the fact or the amount 
of any past or prospective damage proximately resulting from defendant’s 
acts. 

So the finding must be that plaintiff has failed to show by a pre- 
ponderance of the evidence that the monetary value of the sustained or 
threatened damage to her good will, and hence the amount in controversy 
in this case, is as much as $3,000. It thus appears “to a legal certainty” 
that the requisite jurisdictional amount is not here in controversy. [St. Paul 
Mercury Indemnity Co. v. Red Cab Co., supra, 303 U.S. at 289; KVOS, 
Inc. v. Associated Press, supra, 299 U.S. at 278; Barry v. Edmonds, supra, 
116 U.S. at 559; Fireman’s Fund Ins. Co. v. Railway Express Agency, 
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supra, 253 F.2d at 784-785; Parmalee v. Ackerman, supra, 252 F.2d at 
722; ef. Thomson v. Gaskill, 315 U.S. 442, 445-447 (1942); Hart and 
Wechsler, The Federal Courts and The Federal System, supra, at 994-995. 

Accordingly defendant’s motion to dismiss the action for lack of 
jurisdiction over the subject matter must be granted. [Fed.R.Civ.P. 12(b) 
(1).] This dismissal shall not of course operate as an adjudication upon 
the merits. [Fed.R.Civ.P. 41(b).] 
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PRY CORPORATION OF AMERICA et al. v. LEACH, doing business 
as PRY CORPORATION OF SOUTHERN CALIFORNIA, et al. 


No. 23850 — Calif. D. Ct. App., 2nd Appellate D., Div. 3 — 
February 4, 1960 —124 USPQ 472 


8.6—COURTS—FINDINGS 
Findings must be liberally construed to support a judgment and uncertainties 
in the findings should be resolved in such manner as to uphold, rather than defeat, 
the judgment. 


7.125—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Plaintiffs were entitled to an injunction restraining defendant from palming 
off as PRY any solvent which did not contain the control mixture even though a 
license contract between the parties might not have been terminated. 


Action by Pry Corporation of America and Sanipro Chemical Cor- 
poration v. William T. Leach, doing business as Pry Corporation of 
Southern California, Barbara Ann Leach, John B. Poblocki, and Mary 
Poblocki for unfair competition. Defendant Leach appeals from Cali- 
fornia Superior Court, Los Angeles County from judgment for plaintiffs. 
Affirmed. 

Max Sisenwein, Joseph Lewis, and Warren M. Stanton, of Los Angeles, 

California, for appellant. 

Weaver, Harker, Beall & Rauh and Theodore J. Beall, of Los Angeles, 

California, for respondents. 


Before SHINN, Presiding Justice, and VALLEE and Forp, Justices. 
> J 


VALLEE, Justice. 

Appeal by defendant Leach from a judgment for plaintiffs in a suit 
for an injunction against alleged unfair competition. The issues were 
made by the complaint and the answer, and the cross-complaint and the 
answer thereto. The judgment granted plaintiffs relief on the complaint 
and denied Leach relief on the cross-complaint. 

On March 30, 1950 plaintiff Pry Corporation of America, a Delaware 
corporation, called first party, and Leach, called second party, entered 
into a written contract which provided: “First Party hereby grants an 
exclusive license and authorizes Second Party as in independent contractor 
to manufacture, bottle, package, and sell the product of First Party 


know as SANIPRO and/or PRY” within southern California. First party 
agreed to supply Leach with all of the “Control Mixture” required in the 
manufacture of the product together with all labels which Leach might 
require. Leach agreed to pay first party royalties at the rate of 75 cents 
a gallon for industrial accounts; and on quarts and pints, an amount to 
be determined by mutual consent. Leach agreed to forward to first party, 
on or before the 10th of each month, a report of the previous month’s 
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sales together with the royalties due. The contract provided that it should 
continue for 10 years unless terminated by mutual consent. The agreement 
was not terminated by mutual consent. 

Plaintiff Sanipro Chemical Corporation owned all the capital stock 
of plaintiff Pry Corporation of America. Roscoe S. Turner was president 
and general manager of both corporations. On November 9, 1957 plaintiff 
Sanipro by telegram gave notice to Leach that it canceled his ‘“franchise”’ 
and directed him not to use the name pry in his business or labels. The 
telegram was signed “Sanipro Chemical Corp. Roscoe S. Turner Presid.” 


THE ACTION ON THE COMPLAINT 


The complaint alleged that Pry Corporation of America is the sole 
distributor of PRY, a scale solvent. Pry Corporation of Southern Cali- 
fornia is a California corporation. Leach was the agent of Pry Corpora- 
tion of Southern California. Plaintiffs controlled the manufacture of PRY 
by defendants by refusing to divulge the secret formula of Pry, and re- 
quired defendants to purchase the extract constituting the secret formula 
directly from plaintiffs. About November 9, 1957 plaintiffs directed de- 
fendants to stop the manufacture, sale, and distribution of pry and di- 
rected Leach not to use the name pry in his business. Defendants, with 
intent to deceive the public, to divert trade from plaintiffs and to injure 
their business, are imitating the trademark pry and fraudulently selling 
and offering for sale a grade of solvent inferior in quality to that manu- 
factured and sold by plaintiffs. In so manufacturing such product, de- 
fendants have concocted their own formula which is not the same as the 
secret formula extract of plaintiffs. Defendants have used on their product 
the label with the trademark pry and the name of plaintiff Pry Corpora- 
tion of America. Since November 9, 1957 plaintiffs have sustained damage 
in an amount in excess of $100,000. 

The prayer was for an injunction restraining defendants from using 
the pry label or any similar label, brand, wrapper, or any label containing 
the word pry, or from using any word similar thereto, and from adver- 
tising, representing, labeling, or wrapping any solvent in such manner as 
to cause it to be, or to facilitate its being palmed off or mistaken for 
plaintiffs’ product; and for an accounting of profits made after No-— 
vember 9, 1957. 

The answer alleged the execution and validity of the contract, ad- 
mitted receipt of the telegram of November 9, 1957, denied the right of 
plaintiffs to terminate the rights of defendants to manufacture and sell the 
product and use the name pry; and denied defendants had ever manu- 
factured or produced any product under the label pry without including 
therein “the secret formula or control mixture” supplied by plaintiffs. 

The court found: Sanipro Chemical Corporation owns all the capital 
stock of Pry Corporation of America; about November 9, 1957 Sanipro 
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gave notice of termination of the contract of March 30, 1950; Leach, doing 
business as Pry Corporation of Southern California, continued to manu- 
facture and sell a product labeled pry, using plaintiffs’ label after No- 
vember 9, 1957; “the use by the defendants of the trade name pry on 
any product other than that manufactured from the control mixture sup- 
plied by the plaintiffs or the making, using or marketing of the product 
PRY without the use of the control mixture supplied by the plaintiffs would 
result in great loss to the plaintiffs in which pecuniary compensation would 
be extremely difficult to ascertain and such pecuniary compensation would 
afford plaintiffs inadequate relief. That injunctive relief is necessary to 
prevent a multiplicity of judicial actions” ; “plaintiff secured a Preliminary 
Injunction on or about April 2, 1958, whereby the defendants were en- 
joined from using or permitting use of the name PRY in promoting or 
marketing solvents.” 

The judgment enjoined Leach from making, using, or marketing PRY 
without use of the control mixture supplied “from” plaintiffs, and from 
using the trade name PRY on any product other than that manufactured 
from the control mixture supplied by plaintiffs. There was no award of 
damages. 

The court did not make an express finding that Leach used plaintiffs’ 
trade name PRY on any product which did not contain plaintiffs’ control 
mixture after November 9, 1957. Leach urges error in the court’s failure 
to make an express finding on that issue, and that the absence of a finding 
thereon is reversible error. The contention is without merit. 

Findings must be liberally construed to support the judgment. John- 
drow v. Thomas, 31 Cal.2d 202, 207; Kaye v. Tellsen, 129 Cal.App.2d 115, 
119. Uncertainties in the findings should be resolved in such manner as 
to uphold, rather than defeat, the judgment. Aguirre v. Fish & Game 
Commission, 151 Cal.App.2d 469, 474. A judgment will not be reversed 
for a failure to find on some of the issues if the omitted finding is implicit 
in the express findings. Sears, Roebuck & Co. v. Blade, 139 Cal.App.2d 
580, 592; Zeller v. Browne, 143 Cal.App.2d 191, 193. A finding of facts, 
from which a conclusion of the existence of the fact in issue follows, is 
equivalent to a finding of such facts. Nelson v. Steele, 165 Cal. 15, 17. 

We are of the opinion that the finding quoted above implies the finding 
of every fact vital and essential to the support of the judgment. The 
finding that the use by defendants of the trade name pry on any product 
other than that manufactured from the contro] mixture supplied by plain- 
tiffs, or the using or marketing of the product pry without the use of the 
control mixture supplied by plaintiffs would result in great loss to plain- 
tiffs, and that injunctive relief is necessary to prevent a multiplicity of 
judicial actions, is tantamount to a finding that Leach used plaintiffs’ 
trade name pRY on products which did not contain such contro] mixture 
after November 9, 1957. Cf. Mercier v. Hemme, 50 Cal. 606, 608-9; Fletcher 
v. Lloyd, 75 Cal.App. 205, 208-9. 
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Further, it is apparent from the findings that if an express finding 


, 
had been made on the issue, it would have been adverse to Leach. A party 
may not complain of the failure of the court to make a finding that would 
necessarily have been adverse to him. Goldberg v. Paramount Oil Co., 
143 Cal.App.2d 215, 224. 

The implied finding that Leach used plaintiffs’ trade name PRY on 
products which did not contain plaintiffs’ control mixture is supported 
by the evidence. There was evidence that after November 9, 1957 Leach 
manufactured and sold a product which did not contain plaintiffs’ control 
mixture, simulating plaintiffs’ label in nearly all details on the bottles 
containing the product. The argument concerns the weight which should 
have been given to the testimony of an expert who stated that the formula 
in PRY manufactured and sold by Leach was not the formula in PRY manu- 
factured by plaintiffs—a matter with which we have no concern. 

Leach asserts error in the failure of the court to find that the con- 
tract of March 30, 1950 was or was not terminated by the notice of No- 
vember 9, 1957. The question was not material. There was no allegation 
in the complaint that the telegram of November 9, 1957 terminated the 
contract. The allegation was that “plaintiffs on several occasions and in 
particular on or about the 9th day of November, 1957 directed defendants” 
to cease using the trade name pry. The purpose of the allegation was to 
aver that defendants were on notice they were not to use the trade name 
PRY. Plaintiffs did not pray for a declaration that the contract had been 
terminated by the notice; they prayed for an injunction restraining Leach 
from palming off as pry any solvent which did not contain the control 
mixture, and for damages. On facts, plaintiffs were entitled to an injunc- 
tion whether or not the contract had been terminated. 


THe ACTION ON THE CROSS-COMPLAINT 


The cross-complaint was by Leach individually and doing business as 
Pry Corporation of Southern California against plaintiffs and Roscoe S. 
Turner, and was in three counts. Count I alleged Turner was in exclusive 
control of Pry Corporation of America and Sanipro Chemical Corpora- 
tion; the execution of the contract of March 30, 1950; pursuant to the 
contract, Leach manufactured and sold the solvent known as SANIPRO and 
Pry and had distributed the product continuously to the time of the 
granting of a preliminary injunction in this action; on several occasions 
since March 30, 1950 cross-defendants had deliberately destroyed the 
business of Leach by refusing to furnish the control formula and the 
labels as provided in the contract; since the fall of 1957 Leach had made 
numerous demands for the formula; cross-defendants had refused to 
supply the formula; during most of the period since March 30, 1950 cross- 
defendants had refused to supply Leach with labels with the trade name 
PRY although numerous demands had been made therefor; since March 30, 
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1950 Leach had invested about $25,000 for development, marketing, and 
distribution of the product and the label pry in southern California; good 
will created by Leach had been seriously damaged; Leach had been dam- 
aged in the sum of $50,000, represented by about $25,000 invested in 
the business and loss of future profits; the acts of cross-defendants were 
wilful and malicious and Leach asked $50,000 exemplary damages; Leach 
has complied with all the terms and conditions of the contract. 

The answer admitted the status of the two corporations and the 
execution of the contract; it denied the remaining allegations. 

The court found that facts heretofore stated with respect to the issues 
made by the complaint and the answer thereto that the use by defendants 
of the trade name PRY on any product other than that manufactured from 
the control mixture supplied by plaintiffs or the using or marketing of 
the product pry without the use of the control mixture supplied by plain- 
tiffs would result in great loss to plaintiffs; and that defendants have not 
established by a preponderance of evidence the first cause in the cross- 
complaint. Judgment was for plaintiffs and cross-defendants. 

Leach contends the evidence does not support the findings with re- 
spect to the issues made by count I of the cross-complaint and the answer 
thereto. He says plaintiffs “wilfully, and without cause, breached” the 
contract and that he is entitled to damages for the breach. The argument 
is that because plaintiffs did not deliver any control mixture to Leach after 
November 9, 1957 they breached the contract. The point is untenable. 

The contract provides: “The Second Party [Leach] agrees to forward 
to the First Party [Pry Corporation of America] on or before the 10th 
day of each month a report of the previous month’s sales together with 
the royalties due.” 

Roscoe S. Turner, president of Pry Corporation of America and of 
Sanipro, testified that all the compensation due and payable to plaintiffs 
from Leach during the period from March 30, 1950 to March 28, 1958, 
the date the preliminary injunction issued, had not been paid, and that 
Leach had not furnished plaintiffs with reports from which a computation 
could be made as to the correct amount of royalties payable to plaintiffs. 
Leach testified his total sales of PRY in 1957 amounted to $15,299.90. He 
did not produce a single canceled check showing a royalty payment to 
plaintiffs in 1957. He did not produce any record showing his cost of 
producing and selling the product. He testified he made no sales of Pry 
in 1958. Plaintiffs produced written evidence that between January 1, 
1958 and February 20, 1958 he sold $1,316 worth of Pry. 

A party complaining of the breach of a contract is not entitled to 
recover therefor unless he has fulfilled his obligations. Behrman vy. Barto, 
54 Cal. 131, 134; Los Angeles Corp. v. Amalgamated O. Co., 168 Cal. 140, 
143; Bayly v. Lee, 174 Cal. 137, 189; Bliss v. California Cooperative Pro- 
ducers, 30 Cal.2d 240, 248-9; Gonsalves v. Hodgson, 38 Cal.2d 91, 99; 
Woodruff Co. v. Exchange Realty Co., Cal.App. 607, 609-10; Rusconi v. 
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California Fruit Exchange, 100 Cal.App. 750, 755-6; 17 C.J.S. 932, § 452; 
Rest., Contracts, 399, § 274; 3 Williston on Contracts, rev. ed., 2359, 
§ 841. He who seeks to enforce a contract must show that he has complied 
with the conditions and agreements of the contract on his part to be per- 
formed. Cameron v. Burnham, 146 Cal. 580, 584; Rathbun v. Security 
Mfg. Co., 82 Cal.App. 793, 796. “In promises for an agreed exchange, any 
material failure of performance by one party not justified by the conduct 
of the other discharges the latter’s duty to give the agreed exchange even 
though his promise is not in terms conditional.” Rest., Contracts, 399, § 274. 

A condition precedent is one which is to be performed before some 
right dependent thereon accrues, or some act dependent thereon is per- 
formed. Civ. Code, § 1436. Before any party to an obligation can require 
another party to perform an act under it, he must fulfill all conditions 
precedent thereto imposed on himself. Civ. Code, § 1439. 

It was incumbent on Leach to prove that he had performed all obli- 
gations imposed on him by the contract. Kane v. Sklar, 122 Cal.App.2d 
480, 482. This he did not do. It is manifest from the record that Leach 
wholly failed to discharge the obligations to which he subscribed and 
bound himself, and that he purposely breached the contract by not paying 
royalties due and by not furnishing plaintiffs with reports of his sales 
as required by the contract. Payment of royalties due and the making of 
reports of sales constituted the consideration for the right to use plaintiffs’ 
control mixture and labels, and therefore were conditions precedent to 
Leach’s receiving control mixture. Failure to perform those obligations 
was a material failure of consideration which discharged plaintiffs’ duty 
to supply control mixture. Leach was not entitled to recover because of 
the failure of plaintiffs to thereafter deliver control mixture if in fact 
they so failed. 

The findings with respect to count I of the cross-complaint are sup- 
ported by the evidence. 

Count II realleges all the allegations of count I except those with 
respect to damages, and avers that about January 1957 Leach entered into 
an oral contract with plaintiffs by which he agreed to permit them to use 
the physical facilities of his business premises for the purpose of moving 
into them the inventory, fixtures, and machinery of Turner Chemical 
Company of Portland, Oregon; plaintiffs agreed to pay all costs of in- 
stallation and of labor in handling the inventory; the reasonable value of 
the use of the premises and the handling of the inventory is about $3,500; 
demand has been made on plaintiffs for the payment of this sum but the 
same has not been paid. 

The answer denied all the allegations of count II. The court found: 
“Tt is true that defendants have not established by a preponderance of 
evidence the second cause in the cross-complaint.” Judgment was for 
plaintiffs and cross-defendants. 
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Leach claims that on his testimony with respect to this transaction, 
which he says was uncontradicted, he was entitled to recover $2,804.23. 

The machinery, fixtures, and inventory were installed and the labor 
in handling the inventory was completed about January 1957. On Sep- 
tember 11, 1957 Roscoe S. Turner issued his check for $276 payable to 
Leach. The check was endorsed, “This check pays in full all monies due 
Pry Corporation and W. T. Leach due from Sanipro Chemical Corporation 
of Brooklyn N. Y. as of August 31st 1957—W T Leach.” The check was 
paid in due course. The “Pry Corporation” referred to was Leach, doing 
business as Pry Corporation of Southern California. The trial judge said 
the check “is destructive of Leach’s contentions under the second cause set 
out in the cross-complaint. The explanation thereof by Leach is not con- 
vineing.” We agree. The endorsement on the check is subject to the con- 
struction placed on it by the trial judge. His conclusion that Leach’s 
explanation, which was to the effect that the check was given for another 
purpose, was not convincing settles the matter. It was the function of 
the trial judge, not this court, to determine the weight to be given to 
Leach’s testimony. It cannot be said as a matter of law that Leach estab- 
lished the allegations of count II of the cross-complaint. 

No complaint is made with respect to the judgment as to count III 
of the cross-complaint. 

Affirmed. 
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HUNT POTATO CHIP CO. v. HUNT 
Mass. Sup. Jud. Ct.—February 8, 1960—124 USPQ 476 


7.225—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF— 
INJUNCTION 

Where plaintiff’s trade name HUNT had acquired secondary meaning and defen- 
dant’s conduct has caused dilution of the distinctive quality of plaintiff’s trade 
name, defendant would be required to differentiate the defendant’s business from 
the plaintiff’s business, but the present case is not one which requires an absolute 
prohibition of defendant’s use of his own name. Defendant was enjoined from using 
the words “Worcester Branch” in connection with his place of business since these 
words were contrary to the facts and were employed with deliberate intent to mis- 
lead and deceive the public. 


Action by Hunt Potato Chip Co. v. Price E. Hunt for unfair compe- 
tition. Defendant appeals from Massachusetts Superior Court, Norfolk 
County from decree for plaintiff. Modified. 


Edward H. Inbertine for plaintiff. 
Morris Newman for defendant. 


Before WiLkins, Chief Justice, and SPALDING, COUNIHAN, WHITTEMORE, 
and Curter, Justices. 


SPALDING, Justice. 
The objective of this suit is to enjoin the defendant’s alleged unfair 


competition. 

The master, to whom the case was referred, found these facts. The 
plaintiff, Hunt Potato Chip Co., is a Massachusetts corporation which was 
organized in 1921. Since that time it has been engaged in the manufac- 
ture and distribution of potato chips; its place of business is in Braintree. 
The plaintiff has a very substantial business and the area in which its 
product is sold includes “all Greater Boston, Cambridge, Everett and 
many other cities immediately surrounding Boston as well as the entire 
Cape Cod and South Shore area.” The plaintiff's business activities west 
of Boston extend to Framingham. 

The defendant, Price E. Hunt, is engaged in the business of selling po- 
tato chips, bacon rinds, and popeorn. His place of business is in Worces- 
ter. The defendant started in the bacon rind business about twelve 
years ago, and six months later extended his business to include potato 
chips. Six months after he entered the potato chip field the defendant 
commenced doing business in Boston. “|A]t that time he had become 
acquainted with the fact that the plaintiff Hunt Potato Chip Co. was 
operating a business in the greater Boston area.” A year later the de- 
fendant started to use the names THE HUNT POTATO CHIP CO. and HUNT’S 
POTATO CHIPS. He sells his potato chips “in Boston, Springfield, Worcester, 
Cambridge and a large number of smaller municipalities in Massachusetts, 
as well as in Providence, * * * New Haven and Hartford * * *.” The 
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defendant’s trucks bear the sign HUNT’s POTATO CHIPS. The defendant 
markets his potato chips in bags of four sizes: a five cent, a ten cent, a 
twenty-five cent and a sixty-nine cent size. The ten cent package, the 
design of which was registered, contained P.E. in letters 14 inch in size. 
These letters were followed by HUNT’s in lettering 54 of an inch in size. 
On the twenty-five cent package the word HUNT’s appears in lettering 
eight times larger than the letters P.E. just above it. On the defendant’s 
sixty-nine cent package there appear the words HUNT’s GIANT BAG, and 
there was nothing on the package to indicate where or by whom it was 
manufactured or sold. 

The plaintiff’s package contains the words HUNT’s POTATO CHIPS and 
also the word HUNT’s standing alone. The color of the plaintiff’s package 
is somewhat similar to that of the defendant. 

On the roof of the defendant’s place of business in Worcester is a 
large sign visible for a considerable distance, bearing the legend: The 
Hunt Potato Chip Co. Worcester Branch. In fact it was not a branch 
at all but the only place in which the defendant conducted his potato 
chip business. 

Three store proprietors bought the defendant’s product under the 
mistaken belief that they were dealing with the plaintiff. Numerous tele- 
phone calls complaining of non-delivery of merchandise have been received 
by the plaintiff from the customers of the defendant who were confused 
by the similarity of names. On one occasion the plaintiff received a letter 
from an attorney stating that his client had become ill as a result of 
eating the plaintiff’s chips, whereas in fact the chips were the defendant’s. 

After finding the foregoing facts, the master concluded that the 
packaging and labeling of the defendant’s product was sufficiently similar 
to that of the plaintiff as to mislead and confuse the public into buying 
the defendant’s chips in the belief that they were purchasing the plaintiff’s ; 
that by the use of the name HUNT POTATO CHIP CO. on his product, and by 
the use of the word HUNT’s on his twenty-five cent package with initials 
P. E. over the H in much smaller letters, the defendant deliberately tried 
to mislead the purchasing publie into believing that his product was that 
of the plaintiff; and that the defendant by maintaining the sign “The 
Hunt Potato Chip Co. Worcester Branch” on his place of business “had 
a deliberate intent to mislead the buying public into believing that the 
defendant was in fact operating as a branch of the well established business 
of the plaintiff.” 

On the basis of the master’s report a decree was entered enjoining 
the defendant from “using the words HUNT and HUNT’s * * * either 
alone or in any combination of words, in connection with the sale * * * 
or distribution of potato chips within a radius of twenty-five * * * miles 
of the State House * * * and * * * within the counties of Plymouth and 
Barnstable.” The decree further enjoined the defendant from using the 
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words “Worcester Branch” on or in connection with his place of business. 
The defendant appealed. 

That the plaintiff on the foregoing facts is entitled to relief can hardly 
be doubted. The governing principles of law are so familiar that they 
need not be restated. See Cain’s Lobster House, Inc. v. Cain, 312 Mass. 
512; Staples Coal Co. v. City Fuel Co., 316 Mass. 503, 507, 62 USPQ 211, 
213-214; 8S. M. Spencer Mfg. Co. v. Spencer, 319 Mass. 331, 337, 69 USPQ 
25, 27 (36 TMR 123), and cases cited; Jays Inc. v. Jay-Originals Inc., 321 
Mass. 737, 76 USPQ 238; Monroe Stationers & Printers, Inc. v. Munroe 
Stationers, Inc., 332 Mass. 278, 105 USPQ 76 (45 TMR 531). Although 
the master did not expressly state that the plaintiff’s trade name had 
acquired a secondary meaning, we are of opinion that such a conclusion 
is implicit in his findings. He found that the plaintiff over a long period 
of time had built up a very substantial business in potato chips and 
that the defendant’s conduct has “caused a dilution of the distinctive 
quality of the trade name of the plaintiff.” Proof that there is a rea- 
sonable probability that the public will be deceived is all that the law 
requires. Jays Inc. v. Jay-Originals Inc., 321 Mass. 737, 740, 76 USPQ 
238, 239. Here the facts showed both a reasonable probability of de- 
ception and actual deception. 

We are of opinion, however, as the defendant urges that the relief 
granted was too broad in prohibiting the defendant from using the name 
HUNT or HUNT’s in connection with his business. There may be situations 
where, in order to prevent deception, courts will extend the protection 
of a trade name to the point of the absolute prohibition of the use of the 
defendant’s own personal name as a part of his business or trade name. 
But “|c]ourts are naturally reluctant wholly to forbid a man to do business 
in his own name and have generally refused to do so. They have, however, 
insisted that he take whatever precautions the circumstances require to 
prevent deception and to insure that the use of his own name should not 
be fraudulent as to those who have previously acquired rights in the same 
name.” S. M. Spencer Mfg. Co. v. Spencer, 319 Mass. 331, 337-338, 69 
USPQ 25, 27-28 (36 TMR 123), and cases there collected. 

We are of opinion that the present case is not one which requires an 
absolute prohibition of the defendant’s use of his own name. We prefer 
to leave the details of the decree to the trial judge. In general, pro- 
visions of the decree should so clearly differentiate the defendant’s business 
from the plaintiff’s business that for practical purposes deception will be 
eliminated. Possibly the type of decree outlined in the Spencer case at 
page 338, 69 USPQ at 28, may serve as a guide. And, to paraphrase a 
statement in that case, “The * * * [defendant] must decide whether * * * 
(he prefers] to abandon the use of the name * * * [Hunt] altogether or to 
use it under the restrictions imposed.” (P. 338, 69 USPQ at 28.) 

The defendant complains that the decree was likewise too broad in 
enjoining him from using the words “Worcester Branch”. in connection 
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with his place of business. Inasmuch as these words are contrary to fact 
and were employed with deliberate intent to mislead and deceive the 
public, the defendant is in no position to complain of their elimination. 
The retention of these words can do the defendant no legitimate good 
and might do the plaintiff some harm. 

The suggestion that the plaintiff is barred by laches is without merit. 
Laches was not pleaded and the master made no findings on the issue. 
The defendant is seeking to raise here for the first time an issue not 
presented below and concerning which we are in no position to decide. 

The interlocutory decree confirming the master’s report is affirmed. 
The final decree is to be modified as outlined in this opinion upon further 
hearing in the Superior Court, and, as modified, is affirmed. 
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DAGGETT & RAMSDELL, INC. v. THE PROCTER & GAMBLE COMPANY 
Appl. No. 6526 —CCPA — March 15, 1960— 125 USPQ 236 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
PERSONAL BLEND (Applicant) for shampoo. 
PERSONAL CHOICE (Opposer) for after shave lotion, cologne, tale and deodorant 
cream. 
Decision of the Commissioner of Patents reversed and opposition sustained. 
The court held PERSONAL BLEND fur shampoo was likely to cause confusion as to 
origin of the goods with PERSONAL cuoIcEe for after shave lotion, cologne, tale and 
deodorant cream. 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
The court held PERSONAL was neither descriptive nor suggestive of some quality 
of shave lotion, cologne, tale, deodorant cream or shampoo. 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
The court held opposer had the right to press its proceeding to a conclusion 
regardless of action taken by applicant in another proceeding involving a third 
party wherein applicant stipulated that its mark was descriptive and unregistrable. 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
8.10—COURTS—RULES 
The court held it was not correct to admit into evidence FULLER BRUSH cata- 
logues under Trademark Rule 2.123(¢c) as books and periodicals available to the 
general public without further identification and proof of their availability to the 
general public. 
Opposer proved damage by showing that applicant’s mark so resembled its 
mark as to be likely when applied to the goods to cause confusion and from this 
damage will be presumed. 


Opposition proceeding No. 35,444 by Daggett & Ramsdell, Inc. v. 
The Procter & Gamble Company, application Serial No. 678,258 filed 
December 13, 1954. Opposer appeals from decision of Commissioner of 


Patents dismissing opposition. Reversed; Worley, Chief Judge, dissenting 
with opinion. 
Case below reported at 49 TMR 369. 


Mead, Browne, Schuyler & Beveridge, William E. Schuyler, Jr., and An- 
drew B. Beveridge (Francis C. Browne of counsel) of Washington, 
D.C., for appellant. 

Allen & Allen (Erastus 8. Allen of counsel) of Cincinnati, Ohio, for 
appellee. 

Before Wor.LEY, Chief Judge, Rich, MartTIn, and SmiTH, Associate Judges, 
and Van DusEN, Judge.* 

MarrTIN, Judge. 


This appeal is from a decision of the Commissioner of Patents, acting 
through the Assistant Commissioner, affirming the decision of the Exam- 








* United States District Judge for the Eastern District of Pennsylvania, desig- 
nated to participate in place of Judge O’CONNELL, pursuant to provisions of Section 
292(d), Title 28, United States Code. 
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iner of Interferences dismissing the opposition by Daggett & Ramsdell, 
Inc., to the registration of PERSONAL BLEND. 

The Procter & Gamble Co. on December 13, 1954, filed an applica- 
tion for the registration of the mark PERSONAL BLEND on “Shampoo,” al- 
leging the first use in commerce to be on August 3, 1954. Daggett & 
Ramsdell, Ine. filed an opposition based on its registration PERSONAL 
CHOICE? for use on after shave lotion, cologne, tale and deodorant cream. 

The Procter & Gamble application was involved in another opposi- 
tion, Roux Distributing Co., Inc. v. The Procter & Gamble Co., Opposi- 
tion No. 35,436, which was sustained on February 7, 1956, pursuant to 
a stipulation of January 26, 1956 between the parties thereto to the effect 
that PERSONAL BLEND is descriptive when applied to shampoo. That ap- 
pellee is not entitled to registration regardless of the outcome of this 
appeal is obvious, however opposer has insisted upon a resolution of the 
issue of likelihood of confusion, mistake or deception,* the ground upon 
which its verified notice of opposition was based. 


PERSONAL BLEND on shampoo suggests that someone has done 
something special for the purchaser; whereas PERSONAL CHOICE on 
after shave lotion and on opposer’s other products suggests something 
which the purchaser does for himself. Considering the differences 
in the reactions stimulated by the respective marks when applied to 
the products, it is concluded that there is no likelihood of confusion 
or mistake of purchasers. 


The testimony adduced on behalf of Procter & Gamble was directed 
in great measure to the use of “Personal” and “Personal Size” on Ivory 
soap, apparently in the hope of showing “Personal” to be closely asso- 
ciated with appellee in the public’s mind. 

Appellant relies upon its prior registration. It has also introduced 
catalogues, printed in 1956° by its distributor, Fuller Brush Co., which 
date is after both the filing of the application for registration and the 
filing of the verified notice of opposition. Those catalogues show PERSONAL 
CHOICE to be used in conjunction with deodorant soap, as well as on 
eream hair lotion and the goods specified in the registration of PERSONAL 
CHOICE. A motion was made to strike the catalogues as being neither 
“available to the general public in libraries * * * [nor] of general cir- 
culation,” Rule 2.123(c), Trademark Rules of Practice, 1956, the examiner 
finally ruling against appellee on that motion. Appellee has renewed 
his objection here. 

It is appellant’s position that the opposition is not moot and that it 
is entitled to a judgment in its favor on the issue of likelihood of con- 
fusion since both marks are used on goods which are likely to come from 





1. Registration No. 602,828, filed May 7, 1954, issued March 1, 1955. 

2. Lanham Act, § 2(d). 

3. The parties stipulated at oral argument that the catalogues were printed in 
1956. 
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the same source. Appellant also asserts that neither of the marks is 
descriptive. 

Appellee maintains that its mark is descriptive and further that 
“Personal” alone is per se descriptive and therefore cannot be the subject 
of trademark registration. It apparently contends, also, that its exten- 
sive use of “Personal” and “Personal Size” on soap for many years prior 
to appellant’s registration of PERSONAL CHOICE would lead the public to 
think that the use of PERSONAL as all or part of a trademark on toilet 
articles would indicate that Procter & Gamble is the source of the mer- 
chandise, and therefore it should prevail here. Finally, appellee argues 
that confusion, mistake or deception of purchasers is not likely insofar 
as the two marks in issue are concerned. 

The basic issue confronting us is whether PERSONAL BLEND when ap- 
plied to appellee’s goods is likely to cause confusion, mistake, or deceive 
purchasers. Before discussing that issue, however, we will turn our atten- 
tion to the other questions presented. 

It has been suggested that appellant cannot maintain this action since 
appellee stipulated in the Roux opposition that PERSONAL BLEND is de- 
scriptive and therefore unregistrable. We do not agree with this con- 
tention since we believe that appellant has the right to press this pro- 
ceeding to a conclusion, irrespective of the action taken by appellee in 
the Roux case. 

Furthermore, even though appellee has stipulated in another action 
that PERSONAL BLEND is descriptive, hence, unregistrable, and maintains 
that position here, the fact remains that appellant has a registered trade- 
mark, and appellee’s depreciating attitude toward its own mark is without 
significance in this proceeding. For the same reason the question of 
whether PERSONAL solely or in conjunction with another word or words 
is registrable as a trademark is not in issue here. 

As to the use of “Personal” and “Personal Size” by appellee on its 
IVORY soap, we do not believe that this fact is persuasive in resolving the 
issues here presented because the evidence introduced by appellee in this 
connection convinces us that these words as used by appellee connote only 
the size of the bar of soap in the same manner as its other designations 
“Large” and “Medium,” and would not be considered by the general 
public as indicia of origin of the merchandise. 

Since there is no doubt that appellant used its trademark before 
appellee used its, we come to the issue of whether PERSONAL CHOICE and 
PERSONAL BLEND when applied to the goods of the litigants are likely to 
cause confusion as to origin. Our first consideration in this connection 
will be the goods of the respective parties and the purchasers of their 
merchandise. We can consider only the items listed in appellant’s regis- 
tration since we do not believe that the examiner was correct in admitting 
into evidence parts of Fuller Brush Catalogues which show additional 
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uses of the mark PERSONAL CHOICE. There is no evidence showing that 
these particular catalogues were ever distributed to anyone or in any 
way made available to the general public, and therefore they cannot be 
treated as “printed publications” such as books and periodicals available 
to the general public which may be introduced in evidence under Rule 
2.123(c) of Trademark Rules of Practice,* 1956, without further iden- 
tification and proof of their availability to the general public. 

Although, according to the registration PERSONAL CHOICE is applied 
only to after shave lotion, cologne, tale, and deodorant cream, and PERSONAL 
BLEND is used on shampoo, we believe the articles to be so related, all 
being toilet articles purchased by members of the same general class, that 
if the trademarks applied to them are likely to cause confusion as to the 
origin of the merchandise appellant should prevail. 

Even though CHOICE and BLEND are dissimilar in sound and appear- 
ance, it is a well settled principle of trademark law that marks must be 
considered in their entireties.° Following that principle here, we are of 
the opinion that PERSONAL CHOICE and PERSONAL BLEND are likely to cause 
confusion as to the origin of the goods. We believe that the distinction 
drawn by the Assistant Commissioner is without merit. It is extremely 
doubtful that purchasers would analyze who did what for whom, and 
even if they did PERSONAL BLEND could signify that the purchaser himself 
concocted the BLEND which then would become his cnoice or if the blender 
was some other person, and the purchaser favored the particular BLEND 
it would still be his cHoice. Furthermore, we come to the opposite result 
from the Assistant Commissioner. We believe that the reactions stimu- 
lated by the marks when applied to the goods would result in a likelihood 
of confusion or mistake of purchasers. 

Appellee argues that the decision in Shoe Corp. of America v. The 
Juvenile Shoe Corp. of America, 46 CCPA 868, 266 F.2d 793, 121 USPQ 
510 (49 TMR 650), is pertinent to this controversy and supports a decision 
in its favor. We do not agree. There we held that Lazy as applied to shoes 
was not arbitrary but contained “a definite suggestion of comfort, relaxa- 
tion and suitability for informal wear.” Furthermore, the fact that five 
third party trademarks involving the initial word Lazy had been regis- 
tered for shoes indicated to us that the word had “suggestive significance” 
as applied to shoes and hence, would be taken primarily as describing 
or suggesting some quality of the shoes rather than as indicative of their 


4. “(e) Printed publications such as books, periodicals and similar publications 
such as are available to the general public in libraries or are of general circulation, 
and official records, may be introduced as provided in rule 1.282 [Patent Rule 282] of 
this chapter. When a copy of an official record of the Patent Office is filed, it need 
not be a certified copy.” 

5. Sundure Paint Corporation v. Maas & Waldstein Co., 46 CCPA 926, 267 F.2d 
943, 122 USPQ 377 (50 TMR 65); Meyer Chemical Co. v. Anahist Co., Inc. (Warner- 
Lambert Pharmaceutical Co., Assignee, substituted), 46 CCPA 784, 263 F.2d 344, 120 
USPQ 483 (49 TMR 583). 
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origin. The word PERSONAL as applied to the products is not suggestive 
of some quality of the merchandise involved and no evidence has been 
introduced to indicate that it is suggestive. 

The contention of appellee that appellant has failed to prove damage 
is without merit. Appellant has shown that “[{appellee’s}| mark so re- 
sembles the mark of [appellant] as to be likely when applied to the 
goods of [appellee] to cause confusion or mistake or to deceive purchasers,” 
and from this damage will be presumed. 

For the reasons stated the decision of the Assistant Commissioner is 
reversed. 


Wok LEY, Chief Judge, dissenting. 


I agree with the concurring decisions of the Examiner of Interferences 
and the Assistant Commissioner that the differences between the marks 
and their manner of use are such that there would be no likelihood of 
confusion. I would affirm. 
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MILWAUKEE NUT COMPANY v. BREWSTER FOOD SERVICE 
Appl. No. 6529 — CCPA — April 6, 1960 — 125 USPQ 399 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Opposition should be dismissed when marks are different in sound, appearance 
and meaning and their only similarity resides in suggestiveness of use of the goods. 
One who employs a word suggestive of the use necessarily forecloses possibility of 
obtaining the scope of protection deserved by a purely arbitrary mark. 


Opposition proceeding No. 36,773 by Brewster Food Service v. Mil- 
waukee Nut Company, application Serial No. 692,483, filed August 4, 1955. 
Applicant appeals from decision of Trademark Trial and Appeal Board 
sustaining opposition. Reversed. 

Case below reported at 49 TMR 660. 

Wheeler, Wheeler & Wheeler (S. L. Wheeler of counsel) of Milwaukee, 

Wisconsin, for appellant. 

James R. McKnight, Chicago, Illinois, for appellee. 


Before Wor.EY, Chief Judge, Rich, MarTIN, and SmitTu, Associate Judges, 
and KIRKPATRICK, Judge.* 


MakrrTIN, Judge. 

Milwaukee Nut Company filed an application to register SCHNAPS 
NUTS, which was amended to scHNaAPs by deleting “‘nuts,”* for use on 
shelled salted nuts. An opposition to that registration was filed by Brewster 
Food Service, owner of the registered mark BEER NUTS* for use on shelled 
and salted nuts. That opposition was sustained by the Trademark Trial 
and Appeal Board which found that scHNaPs, when applied to the goods 
of appellant, was likely to cause confusion or mistake or to deceive pur- 
chasers. This appeal is from that decision. 

Both parties took testimony. The evidence shows that the goods sold 
by the parties under the respective marks are salted redskin peanuts 
having a sweetened coating. Each sells its peanuts in cellophane bags, 
primarily in a ten cent size, through the same channels, jobbers and 
route men, for ultimate sale to the tavern trade. It has been shown that 
the parties’ peanuts are usually purchased by patrons of taverns for 
consumption on the premises with various forms of liquid refreshment. 
The evidence also establishes that appellant knew of appellee’s use of 
BEER NUTs on packages of sweetened nuts prior to the time it adopted 
its mark, and that the scHNaps nuts package, besides the mark, has the 
figure of a glass of beer and the phrase ‘SO GOOD WITH BEER’ on its face. 


* United States Senior District Judge for the Eastern District of Pennsylvania, 
designated to participate in place of Judge O’CONNELL, pursuant to provisions of Sec- 
tion 294(d), Title 28, United States Code. 

1. Application Serial No. 692,483 filed August 4, 1955, first use alleged October 
20, 1954, first use in commerce alleged January 5, 1955. 

2. Registration 605,905, issued May 10, 1955, filed April 30, 1955. 
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The board found that the marks neither looked nor sounded alike, 
and that SCHNAPS, unlike beer, means a strong liquor. However, it stated, 
119 USPQ 447, that— 


* * * the mark SCHNAPS, as used in conjunction with the word 
nuts, conveys the same general commercial impression as BEER NUTS, 
that is to say, nuts intended to be consumed with alcoholic beverages. 
In addition, applicant features the slogan sO GOOD WITH BEER and the 
representation of a glass of beer on its packages of scHNapPs nuts. 


For those reasons the board concluded that there was a “reasonable like- 
lihood” of confusion, mistake or purchaser deception within the meaning 
of Section 2(d) of the Lanham Act. 

The board dismissed certain testimony which tends to show that 
BEER NUTs is the common descriptive name for salted redskin peanuts 
as being, if anything, “a localism restricted to certain small town areas 
in Wisconsin.” 

Appellant argues that such testimony should not have been summarily 
dismissed, contending that the confusion, if any, which may exist is en- 
gendered by appellee’s use of BEER NUTs as a mark and is not due to any 
confusion between the marks of the parties. Appellant also asserts that 
the marks are sufficiently different to preclude likelihood of confusion. 

It is appellee’s position that the marks are confusingly similar be- 
cause they convey the same impression. In support of its position, ap- 
pellee alleges that “schnaps” is sometimes used synonymously with beer 
by the “common man,” points out that the goods are substantially identical, 
and argues that the goods are cheap items quickly sold for immediate 
consumption. Appellee further asserts that appellant has deliberately 
designed its package and mark to cause confusion, and that the evidence 
shows actual confusion. Appellee maintains that we may not consider 
evidence which may tend to show that its mark is descriptive or generic, 
and that in any event the evidence that BEER NUTS may be descriptive is 
merely a localism. Finally, appellee reminds us that if any doubt as to 
confusion should arise in our minds, in accordance with well established 
principles, that doubt must be resolved against the newcomer. 

The goods are identical as is the class of purchasers of the merchan- 
dise. BEER NUTS and SCHNAPs nuts are different in sound, appearance 
and meaning. The only similarity resides in the suggestiveness of the 
use of the goods, i.e., to eat the nuts when imbibing beer or liquor. 

Obviously it was the purpose of both parties to employ words that 
are suggestive of the use of the merchandise. In doing so appellee nec- 
essarily foreclosed the possibility of obtaining the scope of protection 
that a purely arbitrary mark would deserve. 

Appellee’s testimony that one of the partners in the firm was sold 
packages of scHNAPs nuts when requesting BEER NUTS in various taverns 
in the common trade area of the parties merely shows that appellee, in 
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adopting a word which is highly suggestive to the trade to which it was 
catering, ran the risk of having similar merchandise sold by others for 
the same purpose to the same trade offered to the witness when he re- 
quested BEER NUTS.* 

We do not believe that confusion as to source is the significant factor 
in this case. Rather, it appears to us that the dominant feature of this 
controversy is the lack of ‘trademark significance inherent in BEER NUTS. 
We believe this to be so irrespective of the fact that appellee has sold 
20 million bags of its nuts having BEER NUTs thereon and has advertised 
its mark in various trade journals. 

Futhermore, if we permitted appellee to prevail here, we would be 
saying, in effect, that no one else could sell this type of merchandise em- 
ploying a trademark suggestive of the most appealing use of the goods. 
We do not believe that appellee’s mark warrants such protection. 

Appellee has cited Hancock v. The American Steel & Wire Co. of 
New Jersey, etc., 40 CCPA 931, 203 F.2d 737, 97 USPQ 330 (48 TMR 
957), in support of its contention. There the marks CYCLONE and TORNADO, 
used on wire fencing and similar articles, were held to be confusingly 
similar. We believe that case is distinguishable from the one at bar. This 
court held that cycLONE and TORNADO as used on the respective merchan 
dise were essentially arbitrary and that they had identical dictionary 
meanings. Here scHNAPs and BEER do not have similar dictionary meanings 
nor are they entirely arbitrary terms as applied to nuts intended for sale 
in taverns to be eaten with drinks. 

For the above reasons we reverse the decision of the Trademark Trial 
and Appeal Board. 


3. The memoranda which the witness made following his visits to the taverns 
indicate that of the 21 he entered, in 20 of them he asked for BEER NUTS, and in the 
other there is no indication of what was requested. When testifying, the witness stated 
that “In each of these calls I asked for BEER NUT peanuts.” At least once in his testi- 
mony, however, the witness stated that upon entering one of the taverns he “asked for 
BEER NUTS”. Since he testified that the memoranda were made “after each call in the 
taverns,” they are probably more accurate recollections of what was requested than 
is the testimony given more than three months later. 
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BLACK PANTHER COMPANY, INC. v. COOK CHEMICAL COMPANY 
Appl. No. 6537 — CCPA — April 6, 1960-— 125 USPQ 402 
2.33—REGISTRABILITY—TITLE 


When successive assignments have been recorded and the registration has been 
renewed by the assignee, the papers prima facie show title to the registration and 
ownership of the mark in the assignee. 

2.2—REGISTRABILITY—ABANDONMENT 

There is no presumption of abandonment from nonuse for one month between 
successive assignments of the mark, or from assignee’s failure to use mark acquired 
in August 1956 until spring of 1957, especially in view of fact that there is little 
sale for the goods during the fall and winter months. 

2.9—REGISTRABILITY—CONFUSING SIMILARITY 

E-Z LITE for liquid chemical composition for starting fires is confusingly similar 
to EZ-FIRE for kindling blocks. 


Opposition proceeding No. 37,332 by Black Panther Company, Inc. 
v. Cook Chemical Company, application Serial No. 6,592 filed April 18, 


1956. Opposer appeals from decision of Trademark Trial and Appeal 
3oard dismissing opposition. Reversed. 
Case below reported at 49 TMR 345. 


John Howard Joynt, of Washington, D.C., for appellant. 

Beale & Jones and George R. Jones, of Washington, D.C., and Hovey, 
Schmidt, Johnson & Hovey and Robert D. Hovey, of Kansas City, 
Missouri, for appellee. 

Before Wor.LEY, Chief Judge, and RicH, Martin, and Smiru, Associate 
Judges. 


Wor Ey, Chief Judge. 

This appeal is from the decision of the Trademark Trial and Appeal 
Board of the United States Patent Office dismissing an opposition by 
appellant to appellee’s application, No. 6,592, filed April 18, 1956, for 
registration of E-Z LITE as a trademark for a liquid chemical composition 
for use in starting fires. 

The opposition was based on appellant’s alleged prior use of E-Z LITE 
for charcoal, and alleged ownership of Trademark Registration No. 353,606, 
granted January 11, 1938, for Ez-FIRE as a trademark for kindling blocks, 
to the EZ-Fire Company of Ludewici, Georgia. In dismissing the oppo- 
sition, the board held (1) that appellant had not established use of the 
E-Z LITE trademark prior to the filing date of appellee’s application, and 
(2) had not proved ownership of the Ez-FIRE registration. Appellant’s 
claim of ownership of the Ez-FIRE registration represents a ground of op- 
position entirely distinct from its activities in connection with E-z LITE. 
If the record supports the former claim, it is immaterial whether the latter 
constitutes a valid ground of opposition. Accordingly, we shall dispose 
of the issue as to the EZ-FIRE registration first. 
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With respect to the second ground appellant introduced in evidence 
copies of two assignments of Registration No. 353,606, together with the 
good will of the business. The first names one Charles M. McBryde as 
assignee, and was executed on behalf of EZ-Fire Company July 3, 1956,’ 
by one Harold C. Long as “succeeding partner.” It contains a notation 
that the other partner one Gibbs E. Smith, was deceased. The second 
assignment, executed August 3, 1956, by Charles M. McBryde, names 
Black Panther Company, Inc., appellant here, as assignee. Both assign- 
ments were recorded in the Patent Office on August 7, 1956. It is stated 
in the board’s decision that the registration was renewed by appellant 
on January 11, 1958. Prima facie, therefore, the papers show title to 
the registration and ownership of the registered mark to be in ap- 
pellant. Rosengart, etc., v. Ostrex Company, Inc., 30 CCPA 1046, 136 
F.2d 249, 57 USPQ 543 (33 TMR 284). 

The board held the assignment to McBryde ineffective because “a 
trademark owned by a copartnership does not pass to the survivor by 
operation of law; and the record is devoid of any evidence which might 
tend to show either that Long had succeeded to EZ-Fire and its regis- 
tration, or had made any use of the mark as an individual.” No authority 
is cited for the first part of that statement. It appears to be incorrect. 
As stated in Corpus Juris Secundum, Volume 68, pp. 766, 767: 


However it is generally held that the survivor does become the 
legal owner of the assets of the firm or of its personal property, 
including its choses in action, for the purpose of adjusting or liquida- 
tion of the partnership affairs and it has been held that in the eyes 
of the law his ownership is absolute, although it may be somewhat 
qualified in equity, or the title may be considered by an equitable one. 


See also Abraham & Straus, Inc. v. TruVal Manufacturers, Inc., 31 CCPA 
731, 138 F.2d 77, 59 USPQ 162 (33 TMR 465) ; Slater et al. v. Slater et al., 
67 N.E. 224; Cook v. Cochran, 156 S.E. 465 (Ga.) ; and Richter v. Richter, 
43 §.E.2d 635 (Ga.). 

In the absence of any evidence that he was acting outside his au- 
thority, we are of the opinion Long should be regarded as having been 
qualified to act for EZ-Fire Company. Even assuming, as seems to be 
suggested by the board, that the partner Smith was not dead when the 
assignment was executed, it appears that Long would have been entitled 
to act for the company under the law of partnership. See 68 CJS, p. 572. 

It was not necessary that Long should show use of the mark as an 
individual since, in the absence of evidence to the contrary, it is pre- 
sumed that a registered mark is being used by the registrant. American 
Throwing Co., Inc. vy. Famous Bathrobe Co., Inc., 45 CCPA 737, 250 F.2d 








1. The date of this assignment is incorrectly given in the board’s decision as July 
31, 1950. 
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377, 116 USPQ 156 (48 TMR 750), and cases there cited. In our view 
Long was entitled to act for the registrant, EZ-Fire Company. 

While McBryde does not appear to have used the mark, he trans- 
ferred it to appellant one month after he acquired it. No presumption 
of abandonment can be based on nonuse during that short period. As 
shown by the record, appellant began using the mark on charcoal lumps 
and briquets in the spring of 1957, which is early enough to avoid any 
presumption that it abandoned the mark after acquiring it on August 3, 
1956, especially in view of the fact that the record indicates that not 
much business was done by appellant with charcoal during the fall and 
winter months. The record also reflects that appellant’s charcoal lumps 
are used in many instances in kindling fires; accordingly, they may be 
considered as coming within the term “kindling blocks” used in Regis- 
tration No. 353,606. 

In our opinion the record sufficiently establishes appellant’s ownership 
of Registration No. 353,606, which long antedates appellee’s application 
here involved. The board indicated in a footnote to its decision, that the 
E-Z LITE and EZ-FIRE marks are confusingly similar and we are in accord 
with that view. Both the registration and appellee’s application relate 
to materials for kindling fires, and the marks as applied to such goods 
contain the identical suggestion that the fire will light easily. In view 
of this identity in meaning and of the similarity in sound and appear- 
ance of the marks we think their concurrent use on the goods of the 
respective parties would be likely to cause or create confusion, within 
the meaning of the Lanham Act. 

It follows that the opposition should have been sustained on the basis 
of appellant’s Registration No. 353,606, and it is therefore unnecessary 
to consider opvoser’s alleged prior use of the E-z LITE mark. 

The decision of the Trademark Trial and Appeal Board is reversed. 
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ESSO STANDARD OIL COMPANY vy. E. F. DREW & CO., INC. 
Appl. No. 6538 — CCPA — April 6, 1960 — 125 USPQ 404 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Although evidence indicates that mark is applied only to a specific composition 
used in laundering, and appellee has asked leave to amend its application accord- 
ingly, the application not so limited must be considered as embracing “water 
softeners” generally. 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Absence of applicant’s president when opposer demanded that he be produced 
to testify is not a ground for refusing registration, when applicant offered to con- 
sent to postponement of the time for testimony until his return and opposer did 
not seek such postponement. 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Considering differences in goods, methods of marketing, marks themselves, and 
other circumstances, ACTO-VATE for water softeners is not confusingly similar to 
acto for petroleum sulphonates recommended for uses including “water treatment” 
and “softener (industrial water).” 


Opposition proceeding No. 37,112 by Esso Standard Oil Company v. 
E. F. Drew & Co., Inc., application Serial No. 3,595 filed February 29, 
1956. Opposer appeals from decision of Trademark Trial and Appeal 
Board dismissing opposition. Affirmed. 

Case below reported at 49 TMR 659. 


Mead, Browne, Schuyler & Beveridge, William E. Schuyler, Jr., and An- 
drew B. Beveridge (Francis C. Browne of counsel) of Washington, 
D.C., for appellant. 

Bierman & Bierman and Harry C. Bierman (Jordan B. Bierman of coun- 
sel) of New York, N.Y., for appellee. 


Before WorRLEY, Chief Judge, and Ricu, Martin, and SMITH, Associate 

Judges. 

Wor ey, Chief Judge. 

This appeal is from the decision of the Trademark Trial and Appeal 
Board of the United States Patent Office, dismissing an opposition by 
appellant to appellee’s application for registration of ACTO-VATE as a trade- 
mark for water softeners. The opposition was based on a number of prior 
registrations of the trademark acto, owned by appellant, and on prior 
use of that mark on petroleum sulphonates for various industrial pur- 
poses. It is not disputed that appellant’s registrations and use of the acto 
mark preceded any use of ACTO-VATE by appellee. 

While appellee’s evidence indicates that it applies the mark only to a 
specific composition used in laundering, and appellee has requested leave 
to amend its application to limit the goods to “sequestering agents for use 
as adjuncts to detergents in laundering operations,” the application is 
not now so limited and we must therefore consider it as embracing “water 
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softeners” generally, that being the present designation of the goods to 
which the aACTO-VATE mark is applied. 

Appellant’s registrations include petroleum sulphonates and other 
products to which the acto mark is applied, and for which a wide variety 
of uses are stated in the registrations, but none of them makes reference 
to use as a water softener nor, in our opinion, to any use closely related 
to water softening. Accordingly, the registrations are not so pertinent 
to appellee’s application as is the evidence of actual use, in which ref- 
erence is made to water softening. 

Appellant’s evidence shows that it has marketed under its acto mark 
petroleum sulphonates which it has recommended for a wide variety of 
uses including “water treatment” and “softener (industrial water).” There 
is no evidence, however, that any acto product has been sold for use, by 
itself, as a water softener; rather, as stated by the board, they appear 
to have been sold “for use as ingredients in the manufacture of a wide 
variety of chemical compounds including industrial water softeners, and 
preparations for dry cleaning and laundering.” 

The record indicates that acto sulphonates are normally sold in large 
quantities and are used by the purchasers as ingredients of other products 
which they either use themselves or sell under some other name. Appli- 
cant’s water softener, on the other hand, is sold in relatively smaller quan- 
tities and exclusively to laundries. It is true that trade practices may vary 
in the future, but we agree with the board that opposer’s AcTo products, 
so far as they have water softening properties, are essentially ingredients 
in the manufacture of various products, whereas water softeners per se 
would usually be sold to the ultimate consumer. 

It is conceivable that the same purchaser might buy both an acto 
sulphonate and AcTO-vATE water softener, but that would certainly not 
be expected to occur in many instances. Such a purchaser, moreover, 
would in all probability be a discriminating one since he would be buying 
specialized products in a technical field and, at least in the case of the 
ACTO product, he would probably be buying in comparatively large volumes. 

It is also to be noted that the marks are not identical and that Acro, 
which is the part common to them, is not purely arbitrary but is sugges- 
tive of action or activation. 

Upon consideration of all the circumstances of this case, including 
the specific differences in the goods, the methods of marketing, and the 
marks themselves, we agree with the board that sale of the goods of the 
parties under their respective marks would not be likely to cause con- 
fusion within the meaning of Section 2(d) of the Lanham Act (Trademark 
Act of 1946). 

Appellant also contends that appellee should be denied registration 
because of its failure to produce its president, one E. F. Drew, as a 
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witness upon demand of appellant. It appears that Drew was abroad 
when the demand was made, and that appellee offered to consent to a 
postponement of the completion of appellant’s testimony until his return 
if advised as to the nature of the testimony expected, and if such testi- 
mony appeared proper and necessary. Apparently appellant did not seek 
such a postponement. In our opinion those circumstances are not grounds 
for refusing registration of appellee’s mark. 
The decision is affirmed. 
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COLUMBIAN STEEL TANK COMPANY v. UNION TANK AND SUPPLY 
COMPANY (BUTLER MANUFACTURING COMPANY, assignee, substituted) 


Appl. No. 6540 — CCPA — April 6, 1960 —125 USPQ 406 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

In the absence of testimony applicant must be restricted to its filing date as 
the date of first use of its mark. 

2.9—REGISTRABILITY—CONFUSING SIMILARITY 

Since opposer’s world symbol mark suggests opposer or some connection with 
opposer, the use of two hemispheres, representative of the world, would be likely 
to cause confusion; and the addition of the words WORLD WIDE SERVICE in appli- 
cant’s actual label would aggravate the situation. 

When symbols are involved, the issue is not whether words accompanying them 
are likely to be confused, but whether applicant’s whole mark is likely to be con- 
fused with opposer’s symbol mark. Incorporation of the essence of opposer’s symbol 
mark into a new mark for same goods is bound to be confusing. 

Section 2(d) of the Trademark Act does not require close similarity of marks, 
but only likelihood of confusion. It is not a question of whether people will confuse 
the marks but of whether the marks will confuse people. 


Opposition proceeding No. 36,918 by Columbian Steel Tank Company 
v. Union Tank and Supply Company (Butler Manufacturing Company, 
assignee, substituted), application Serial No. 11,310 filed June 29, 1956. 
Opposer appeals from decision of Trademark Trial and Appeal Board 
dismissing opposition. Reversed; Martin, Judge, concurring with opinion; 
Worley, Chief Judge, dissenting with opinion. 

Case below reported at 49 TMR 244. 


Alfred R. Fuchs, of Kansas City, Missouri, for appellant. 
Thomas E. Scofield, of Kansas City, Missouri, for appellee. 


Before WoR.LEY, Chief Judge, and RicH, Martin, and SmirH, Associate 
Judges. 


RicyH, Judge. 

This appeal is from the decision of the Trademark Trial and Appeal 
Board dismissing appellant’s opposition to the registration of appellee’s 
trademark on application Serial No. 11,310 filed June 29, 1956. The goods 
are described in the application as ‘Metal Tanks” and the mark consists, 
as shown in the application drawing, of a pair of terrestrial hemispheres, 
side by side, centrally disposed on which in large block letters is the 
word UNION under which is a long narrow panel or ribbon with reverse 
folded ends and over which are the words WORLD WIDE SERVICE. The speci- 
men label filed with the application, showing how the aforesaid mark 
sought to be registered is actually used, contains in addition the words 
SOLD By at the top of the label, the words TANK & SUPPLY CO. on the ribbon 
under UNION, and under the ribbon HOUSTON, TEXAS. The overall impres- 
sion created by the mark as used is, therefore, that the goods bearing the 
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label are sold by Union Tank & Supply Co. of Houston, Texas, and that 
that company claims to render world wide service. The two hemispheres, 
if they are given significance other than mere decoration, tie in with the 
concept of world wide service since they depict the world in a conventional 
cartographic fashion. 

Opposer took testimony and introduced many exhibits of labels, cata- 
logs, registrations, advertising, ete. Applicant-appellee did not attend 
the taking of opposer’s testimony and none was taken on its behalf. It 
has filed no brief in this court and did not appear at the oral argument. 
Opposer has filed a lengthy brief with us on which it submitted its case 
without oral argument. 

Appellee’s application alleges February 1, 1946 as the date of first 
use of its mark but in the absence of testimony appellee must be restricted 
to its filing date of June 29, 1956, as the board correctly held. This is 
not of critical significance as opposer antedates the earlier date by many 
years with respect to use of the mark on which it relies. Appellee’s appli- 
eation was filed by Union Tank & Supply Company, a Delaware corpora- 
tion doing business in Houston, Texas, and two and a half months later, 
on September 15, 1956, Union assigned it with the good will of the busi- 
ness symbolized by the mark to Butler Manufacturing Company, a cor- 
poration of Missouri doing business in Kansas City, Missouri. 

Opposer, Columbian Steel Tank Company, also located in Kansas 
City, Missouri, is a partnership consisting of William F. and Joseph M. 
Kramer and Helen Kramer Biersmith which has sueceeded to the business 
of Andrew A. Kramer who did business under the present company name. 
The literature in evidence variously states that the business was estab- 
lished in 1893 or 1894. While the present actual sales were not brought 
out, it is now obviously a very substantial manufacturing business. Its 
principal products, accounting for about 75% of its sales, are tanks of 
one kind or another, made of sheet metal and ranging in size from 10 
gallon to 10,000 barrel (420,000 gallon) capacity. At one time a 27,000 
barrel tank was made. The larger tanks are of the type used for storage 
of water, oil and other liquids, and solids such as grain, either as bins 
or elevators. They may be of welded or bolted construction. Tank truck 
bodies are part of the line which also includes possibly as many as 200 
other miscellaneous items we need not consider in view of the limitation 
of appellee’s application to metal tanks. 

Opposer principally relies on a mark which it has used since 1915, 
and on which it has several registrations, which we shall call its “world 
symbol” mark. It is a representation of the globe showing the western 
hemisphere, around which in an equatorial orbit is a ribbon or band 
bearing the slogan TANKS FOR THE WORLD. In 1915 opposer obtained copy- 
right registration No. 18437 on this world symbol as a label and deposited 
a copy of it on April 14, 1915. The testimony of Mr. Culver, sales engineer 
with opposer continuously since 1910 (also with them in 1907 and 1908), 
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one of the two witnesses called, and of the other witness, Mr. Robinson, 
advertising manager, employed by the opposer since 1933 and in his 
present capacity since 1936, shows that this world symbol, associated with 
opposer’s name in one way or another, has been in continuous use from 
1915 to the present time. Eight trademark registrations thereof are in 
evidence for different products, it being sufficient for this case to refer 
to the following which include metal tanks among the enumerated goods: 
Under the 1905 Act, Reg. No. 369,121, July 18, 1939, with the company 
name and address superposed on the peripheral portion of the globe, 
and No. 411,008, January 2, 1945, without the company’ name and address; 
and under the 1946 Act, Reg. No. 562,495, August 5, 1952, the world 
symbol with a panel beneath it bearing the word COLUMBIAN, the symbol 
being the more prominent part of the mark. Other exhibits show that the 
practice of opposer has been and is to associate this world symbol with 
its name throughout its business as, for example, on letterheads, catalog 
covers, individual catalog pages, shipping tags, envelopes and the like. 
The company slogan appears to be TANKS FOR THE WORLD and this is asso- 
ciated with the word COLUMBIAN or the company name, usually in con- 
junction with the world symbol which includes the slogan. One catalog 
in evidence shows on its cover an aerial view of the Kansas City plant 
on the several buildings of which in large letters or on roof signs appear 
the company name and the TANKS FOR THE WORLD slogan. The cover of 
this same catalog features the world symbol, i.e. a globe and its slogan, 


floating above the plant and occupying a third of the page. The world 
symbol is likewise displayed on other catalog front and back covers, some- 
times in large and sometimes in small size. 


Opposer’s large, bolted, oil and grain storage tanks are erected out 
of doors, adjacent railways and highways in many eases, and it has been 
the practice to apply to them, so as to be clearly visible to passers-by, 
three foot high decal labels, including, with about equal prominence, the 
world symbol mark, the company name and the words COLUMBIAN TANKS. 
Catalogs and advertisements feature photographs of tanks so marked. 
Smaller tanks for “L.P.” (liquified petroleum) gas which are also located 
out in the open are marked with a foot-long decal label featuring a three- 
inch world symbol mark. Another similar label is applied to miscellaneous 
other tanks and similar structures used by farmers, gas and oil service 
stations and the like. Tens of thousands of catalogs bearing the world 
symbol have been distributed to dealers and prospective purchasers, mil- 
lions of pieces of business stationery bearing it have been used and the 
witness Robinson estimated that some ninety million reproductions of 
advertisements featuring the world symbol had appeared in various mass 
media directed toward those having some need for tanks. 

It is an inescapable conclusion from the evidence that the world 
symbol mark of opposer has become as well-known to users and pro- 
spective users of tanks, and to others seeing the tanks already in use, as 
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the opposer’s name and that the mark and the name have become asso- 
ciated in the minds of such persons so that the world symbol mark would 
suggest opposer or some connection with opposer. 

On the basis of this conclusion it is our opinion that the prominent 
use of two hemispheres, representative of the world, on metal tanks would 
be likely “to cause confusion or mistake or to deceive purchasers.” The 
addition in appellee’s actual label of the words WoRLD WIDE SERVICE would, 
it seems to us, aggravate the situation by further emphasizing the “world” 
aspect of the mark. We therefore hold that the mark applied for should 
not be registered. 

The board reached the opposite conclusion, after making the assump- 
tion that the tanks of the parties move through the same channels of 
trade to the same average purchasers, on the basis that the marks in 
their entireties do not look alike, sound alike, or have similar conno- 
tations.. The board opined, 119 USPQ 299, 300 (49 TMR 244), that “The 
products are likely to be ordered by the word marks UNION and COLUMBIAN.” 

We do not think it is of much significance in this case how the goods 
would be ordered. Through more than forty years of continuing use of 
its highly publicized world symbol mark opposer has built up an asso- 
ciation in the public mind between that mark and tanks of its manu- 
facture—COLUMBIAN, TANKS FOR THE WORLD, a picture of a globe rep- 
resenting the world. Opposer has consistently fostered this association by 
its use of the world symbol and through its advertising to the point where 
we believe the world symbol mark is as much indicative of origin of the 
goods as the name COLUMBIAN. We do not see how another could now use 
a picture of the world in the form of a globe or a map of a hemisphere 
on the same goods without confusing or deceiving purchasers as to origin. 
There is nothing about a globe or a map that is in the least suggestive 
of tanks or any of their characteristics. While the use of two hemispheres 
by appellee makes it easy to distinguish the marks, we do not think 
that in effect duplicating opposer’s mark eliminates likelihood of con- 
fusion. Whatever goodwill attaches to a symbol of the world as a trade- 
mark in the tank field belongs to opposer since it created that goodwill. 

We disagree with the board’s conclusion that the marks do not look 
alike, because two hemispheres look very much like a duplication of one 


hemisphere. Duplicating a symbol would not ordinarily destroy its pri- 


mary significance. We disagree with the conclusion that the marks do 
not have similar connotations, because they have identical connotations. 
As to sounding alike, we think that this rule of thumb has no bearing 
on the issue here. Symbols of this kind do not sound. The board prob- 
ably reached its conclusion as to sound by comparing COLUMBIAN with 
UNION, for sound can be attributed to these parts of the marks; but the 
issue in this case is not the likelihood of confusion from the use of those 
names but rather whether confusion is likely to result from the use of 
appellee’s whole mark in view of opposer’s use of its world symbol mark. 
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That is the case presented by the opposer. The board does not appear 
to have considered this issue at all. 

The board did compare the phrases WORLD WIDE SERVICE and TANKS 
FOR THE WORLD, concluding that these would be insufficient to support a 
finding of likelihood of confusion and with this we agree, considering 
these phrases by themselves. 

We have no doubt that the board was strongly influenced by the 
prominence of the display of the word UNION in appellee’s mark. Here 
too we have a feature which makes it easy to distinguish the marks but 
it is not the possibility or even the ease of distinguishing the marks which 
governs. The statute prohibits the registration of a mark (See. 2(d), 
1946 Act), which, when applied to the goods of the applicant, is likely to 
cause confusion, mistake or deception of purchasers. It is not a question 
of whether people will confuse the marks but of whether the marks will 
confuse people. The incorporation into a new mark for tanks of the 
essence of Columbian’s world symbol mark as a prominent feature is bound 
to be confusing, no matter what else is added. 

It is also possible that the board concentrated its attention on the 
mark as depicted in the application drawing which contains less than the 
whole of the mark as actually used. When the actual label is viewed with 
its notation SOLD By at the top, above UNION, it is not so clear that UNION 
would counteract the impression that there is some connection with op- 


poser as a manufacturer of tanks. It will be observed that the statute 
does not require close similarity of marks to justify the refusal of regis- 
tration but uses the expression “so resembles a mark registered * * * or 


* * * previously used * * * by another” (emphasis ours) as to be likely to 
create confusion, mistake or deception. We think there is such resemblance 
here, on the basis of the evidence showing how opposer has built up the 
picture of the globe and its associated slogan TANKS FOR THE WORLD as an 
outstanding and well-known symbol of its entire business, 75% of which 
is metal tanks. 

The decision of the board dismissing the opposition is reversed. 


MARTIN, Judge, concurring. 
I concur in the result only for the reason that doubt as to likelihood 
of confusion exists in my mind and I resolve that doubt against the 


newcomer. 

Wor Ey, Chief Judge, dissenting. 

In my opinion the reasoning and conclusion reflected in the following 
excerpt from the opinion, 119 USPQ 299, 300 (49 TMR 244), of the 
Trademark Trial and Appeal Board are sound: 


The marks in their entireties do not look ai:ke: they do not sound 
alike and they do not have similar connotations. 
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The products are likely to be ordered by the word marks UNION 
and COLUMBIAN. The words WORLD WIDE SERVICE in applicant’s mark 
and the words TANKS FOR THE WORLD in opposer’s mark suggest that 
both parties do world wide business, but this is insufficient to support 
a finding that applicant’s mark so resembles opposer’s as to be likely, 
when applied to metal tanks, to cause confusion or mistake of pur- 
chasers. 


I would affirm. 
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IN RE SIMMONS COMPANY 
Appl. No. 6552 — CCPA — May 24, 1960 — 126 USPQ 52 


4.5—EFFECT OF REGISTRATION—THE SUPPLEMENTAL REGISTER 
A mark although not entitled to registration on the Principal Register, but 
which is nevertheless capable of distinguishing applicant’s goods from others is 
entitled to registration on the Supplemental Register. 
Particular design of stitching on outer face of mattress held registrable on 
the Supplemental Register. 


Application for trademark registration by Simmons Company, Serial 
No. 691,584, filed July 19, 1955. Applicant appeals from decision of the 
Trademark Trial and Appeal Board refusing registration. Reversed. 
Case below reported at 49 TMR 1323. 


Soans, Anderson, Luedeka & Fitch, Cyril A. Soans (William E. Anderson 
of counsel) of Chicago, Illinois, for appellant. 
Clarence W. Moore for the Commissioner of Patents. 


Before Wor.LEY, Chief Judge, and RicH, Martin, and SmitTH, Associate 
Judges, and KiRKPATRICK, Judge.* 


Wor EY, Chief Judge. 

This appeal is from the decision of the Trademark Trial and Appeal 
Board of the United States Patent Office affirming the examiner’s refusal 
to register appellant’s alleged trademark for mattresses on the supple- 


mental register. 

As shown by the drawing of appellant’s application, the mark com- 
prises a series of horizontally spaced pairs of vertical rows of stitches which 
are applied on an outer vertical face of the mattress. The spacing between 
the pairs of rows of stitches is approximately six times the spacing between 
the rows of each pair. 

As shown by the record, appellant has attempted, by advertising on a 
national seale, to cause the public to associate the stitches with its product. 
Typical advertisements contain the statement, “Look for the border with 
the vertical double stitch lines—it identifies the BEAUTYREST Mattress.” 
Also of record are two affidavits, one by a mattress salesman and one by 
a purchaser, in which they state that they recognize the double stitch lines 
as identifying BEAUTYREST mattresses. There are two affidavits by an at- 
torney associated with appellant’s counsel, to the effect that five employees 
interviewed in a Chicago store recognized the double stitched border as 
identifying one of appellant’s mattresses. 

Appellant originally sought registration on the principal register, but 
was advised by the examiner that the proposed mark “at this time does 
not appear to distinguish the goods of applicant from similar goods of 
others.” The examiner suggested that the application might be transferred 





* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 
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to the supplemental register and that “the evidence submitted may support 
a holding that the mark is ‘capable of distinguishing.’” However, when 
applicant transferred to the supplemental register, the same examiner 
refused registration on the ground that the mark was not capable of 
distinguishing appellant’s goods in a trademark sense. 

The board agreed with the examiner stating, 120 USPQ 341, 342 (49 
TMR 1323, 1324), that 


The record fails to show that average purchasers recognize such 
stitching as a trademark or that they are in any way moved, by 
the stitching, to buy applicant’s mattresses. It seems clear from the 
record that purchasers are moved by the trademark BEAUTYREST to 
buy applicant’s mattresses, and having decided on that brand, the 
stitching presented here for registration enables the salesmen to locate 
applicant’s mattresses on the floor. 


That statement appears to involve two misconceptions. In the first 
place, it is not the function of a trademark to “move” prospective pur- 
chasers to buy goods, but to identify and distinguish them from the goods 
of others. A trademark may or may not “move” purchasers to buy the 
goods. 

Second, and of more importance here, the quoted statement suggests 
that a mark cannot be placed on the supplemental register unless it can 
be shown that the “average purchaser” recognizes it as a trademark. 
However, that is not the test set forth in the applicable statute (15 U.S.C. 
1091), which provides, with certain exceptions not pertinent here, that 
“All marks capable of distinguishing applicant’s goods or services and not 
registrable on the principal register” may be registered on the supple- 
mental register. The test is not whether the mark, when registration is 
sought, is actually recognized by the average purchaser, or is distinctive 
of the applicant’s goods in commerce, but whether it is capable of becoming 
so. In fact a mark which has become distinctive of an applicant’s goods, 
if not otherwise barred, is registrable on the principal register, hence is 
expressly barred from the supplemental register. 

The board has not held that the mark is inherently functional or 
advanced any other specific reason why appellant’s mark is not capable 
of distinguishing its goods from those of others, and we see none. So far 
as appears from the record, the double rows of stitching are quite distinct 
in appearance from the stitching on the mattresses of others, the attention 
of the public has been directed to this feature as distinctive of appellant’s 
goods, and affidavits have been presented to the effect that they identify 
appellant’s goods by such stitching. On the basis of such facts we cannot 
hold that the mark is incapable of distinguishing. 

On the ‘acts here we conclude that appellant is entitled to registration 
of its mark on the supplemental register. The decision appealed from is 
reversed. 
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CROWN BEVERAGE CORPORATION v. ROYAL CROWN COLA CO. 
Trademark Trial and Appeal Board — March 11, 1960— 124 USPQ 465 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 

ROYAL CROWN (Applicant) for nonalcoholic maltless beverages sold as soft 
drinks and syrups and extracts for making the same. 

CROWN (Opposer) for soft drinks other than cola drinks. 

Opposition sustained, but without prejudice to the right of applicant within 
30 days to amend its application to restrict its goods to soft drinks of the cola 
type and syrups and extracts for making the same. It had been conclusively deter- 
mined in a prior New York State action that opposer has the right to use CROWN 
in the State of New York for soft drinks other than cola drinks. 


Opposition proceeding No. 37,546 by Crown Beverage Corporation v. 
Royal Crown Cola Co., applications, Serial Nos. 29,294 and 29,296, filed 
May 2, 1957. Opposition sustained. 

See also 39 TMR 939. 


Harry Price, of New York, N.Y., for Crown Beverage Corporation. 
Parker & Walsh, of Washington, D.C., for Royal Crown Cola Co. 


Before LEacH, LEFKOWITZ, and SHRYocK, Members. 
LEeAcH, Member. 


Royal Crown Cola Co. has filed applications to register ROYAL CROWN 
alone’ and in combination with certain other matter*? which is of no con- 
sequence here for goods identified in each thereof as “nonalcoholic maltless 
beverages sold as soft drinks and syrups and extracts for making the 
same.” Use of the mark since 1906 is alleged. 

Registration has been opposed by Crown Beverage Corporation which 
alleges in effect that the goods on which applicant uses ROYAL CROWN are 
exclusively of the cola type; that opposer, as between the parties, possesses 
a superior right to use the word cROwWN as a trademark for soft drinks 
other than cola drinks in the New York Metropolitan area; and that, 
by reason thereof, the issuance to applicant of registrations of ROYAL 
crown for the broad identification of goods set forth in its applications, 
which comprehends other than cola drinks, would be inconsistent with 
opposer’s asserted rights in CROWN. 

The record shows that opposer uses the mark cRowN for a variety 
of soft drinks, but not including a cola flavored drink, which it sells to 
jobbers at its plant in New York City; that applicant uses the mark 
ROYAL CROWN only for a cola flavored soft drink which it sells through- 
out substantially the entire United States, including the State of New York; 
and that applicant is the prior user of its mark by many years. 


1. Ser. No. 29,296. 
2. Ser. No. 29,294. 
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The record further shows that opposer in 1940 filed an application 
to register cRowN for soft drinks which was successfully opposed by 
applicant on the basis of its prior rights in ROYAL CROWN. 

In May, 1949, opposer filed in the New York Supreme Court an 
action for declaratory judgment seeking a judicial determination of its 
right to use crown for soft drinks, inclusive of a cola flavored drink 
which it was then selling under the mark, and applicant there counter- 
claimed for an injunction against opposer’s use of crown for “any” 
beverage. In the final decision in that case, the court, speaking through 
Judge Steuer (83 USPQ 143 (39 TMR 939)) held that the use of 
ROYAL CROWN and crown for cola flavored soft drinks “must” result in 
confusion between ROYAL CROWN for a cola drink and crown for bev- 
erages other than a cola drink; and it was accordingly ordered, adjudged 
and decreed : 


1. That the complaint herein be and the same hereby is dismissed. 


2. That the plaintiff (opposer) be and it hereby is perpetually 
enjoined from using the word “crown” either singly or in conjunction 
with the sale of beverages of the cola variety. 


3. That the defendant (applicant) be and it hereby is authorized 
and permitted from time to time apply for further relief not incon- 
sistent herewith, whenever necessary * * *. 


It thus appears that it has been conclusively determined that opposer 
has the right to use CROWN in the State of New York for soft drinks other 
than cola drinks, and it necessarily follows that the issuance to applicant 
of registrations of ROYAL croWN for soft drinks and related goods gen- 
erally, rather than for such goods of the cola type specifically, would be 
contrary to the decree of the court and to opposer’s rights thereunder. 
It is clear therefore that the registrations sought by applicant would be 
damaging to opposer in the absence of appropriate amendment to its appli- 
cations in conformity with said decree. 


DECISION 


The opposition is sustained, and registration to applicant on its appli- 
cations as presently constituted is refused, but without prejudice to the 
right of applicant, within thirty days from the date hereof, to amend 
its applications by restricting the identifications of goods to soft drinks 
of the cola type and syrups and extracts for making the same.® 


3. Cf. Kiekhaefer Corporation v. Willys-Overland Motors, Inc. (Willys Motors, 
Inc., assignee, substituted), 103 USPQ 148 (45 TMR 123) (Comr., 1954), affirmed on 
appeal 111 USPQ 105 (46 TMR 1377) (CCPA, 1956); and Rohm §& Haas Company v. 
The C. P. Hall Company, 105 USPQ 155 (45 TMR 734) (Comr., 1955). 
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IN RE NATIONWIDE MUTUAL INSURANCE COMPANY 
Trademark Trial and Appeal Board — March 11, 1960—124 USPQ 465 


2.27—REGISTRABILITY—SERVICE MARKS 
Where specimens submitted are nothing more than announcements of appli- 
cant’s prospective change of name or applicant’s indication of future use as a 
service mark, specimens do not support applicant’s right to register. 


Application for service mark registration by Nationwide Mutual In- 
surance Company, Serial No. 686,362 filed April 27, 1955. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 
Affirmed. 


Mahoney, Miller & Rambo, of Columbus, Ohio, for applicant. 
Before LEACH, WALDSTREICHER, and LEFKow1Tz, Members. 
W£ALDSTREICHER, Member. 
An application was filed on April 27, 1955 for the service of under- 


writing casualty insurance the following: 


.6ER 
e* Vie 











4 * 


The specimens filed with the application are stickers which assertedly 
are pasted on policies, bills, and correspondence. The sticker is reproduced 
below: 


ON SEPTEMBER 1, 1955 


FARM BUREAU 


INSURANCE 


or co.umesus. onto 


aa Will become 
ATIONWIDE 


INSURANCE ’ 











* 


” - 
os 0° 


Use since March 1, 1955 is asserted. 

Registration has been refused on the ground that the specimens 
merely evidence an announcement of an intent to use the mark in the 
future and do not evidence that the mark was being used to identify the 
insurance service at the time the application was filed. 

Applicant has appealed. 
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A service mark means a mark used in the sale or advertising of 
services to identify the services of one person and distinguish them from 
the services of others. The specimens submitted are nothing more than 
announcements of applicant’s prospective change of name. At best, the 
specimens are an indication of applicant’s adoption of the subject matter 
of the application for future use as a service mark but they do not show 
use thereof in the sale or advertising of a service. Mere adoption does 
not give rise to a right of registration. It is concluded that the specimens 
do not support the applicant’s right to register. 


DECISION 


The refusal of registration is affirmed. 








| 
| 
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IN RE OSCAR MAYER & CO., INC. 
Trademark Trial and Appeal Board — March 11, 1960-—124 USPQ 471 


2.27—REGISTRABILITY—SERVICE MARKS 
WIENERMOBILE is not registrable as a service mark for entertainment services 
in connection with the sale of wieners since the mark merely identifies the vehicle 
used as a prop in performing of applicant’s services and in no way serves to 
identify and distinguish such services. 


Application for service mark registration by Oscar Mayer & Co., Inc., 
Serial No. 28,619, filed April 22, 1957. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Cromwell, Greist & Warden, of Chicago, Illinois, for applicant. 
Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


LeacH, Member. 


An application has been filed to register WIENERMOBILE for entertain- 
ment services in connection with the sale of wieners. Use of the mark 
since 1931 is alleged. 

Registration has been refused on the ground that the subject matter 
of the application does not serve to identify and distinguish applicant’s 
services. 

Applicant has appealed. 

Applicant manufactures and sells a wide variety of meat products, 
including wieners, all of which products are sold under the mark oscaR 
MAYER. As an advertising “gimmick” to promote the sale of its wieners, 
applicant has, since 1931, made available to retail grocers located through- 
out the United States an entertainment service featuring acts of magic 
and the like performed by a midget billed as “Little Oscar, the world’s 
smallest chef,” and a specially constructed motor vehicle in the shape 
of a wiener having equipment for playing phonograph records and making 
public announcements. Applicant’s mark OSCAR MAYER prominently ap- 
pears on the side panels of the vehicle, and the term WIENERMOBILE is 
rather inconspicuously displayed on the lower portion of the front fenders 
thereof. 

Advertising material relating to applicant’s entertainment services 
contain such statements as: 


“Little Oscar’s private mode of transportation is the specially 
designed and custom built ‘giant Wienermobile, the largest Wiener on 
wheels in the world.’ ” 

“The latest model Wienermobile was designed by Oscar Mayer 
draftsmen * * * .” 

“Little Oscar and his giant Wienermobile. Magic tricks, souvenirs, 
and entertainment galore.” 
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“Also see the famous Oscar Mayer giant Wienermobile.” 
“Took for the famous Oscar Mayer Wienermobile parked in front 
of our store.” 


It is apparent from the foregoing that the term WIENERMOBILE merely 
identifies the vehicle used as a prop in the performing of applicant’s 
services, and in no way serves to identify and distinguish such services. 

DECISION 


The refusal of registration is affirmed. 
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IN RE WALDES KOHINOOR, INC. 
Trademark Trial and Appeal Board — March 11, 1960— 124 USPQ 471 


2.16—REGISTRABILITY—GRADE MARKS 
Numerals “5131,” “5000” and “5100” used by applicant with other trademarks 
for retaining rings are not registrable since they merely designate types and do not 
perform the function of trademarks. 


Applications for trademark registration by Waldes Kohinoor, Inc., 
Serial Nos. 49,468, 49,469, and 49,470, filed April 10, 1958. Applicant 
appeals from decisions of Examiner of Trademarks refusing registration. 
Affirmed. 


Lothar Wachsner, of Long Island City, New York, for applicant. 
Before LEACH, WALDSTREICHER, and LEFKOW1TZ, Members. 
LEFKOWITZ, Member. 


Applications have been filed to register the numerals “5131”, “5000” ? 
and “5100” * for retaining rings. Specimens filed with each application 
are identical containers for applicant’s goods bearing the marks WALDES, 
TRUARC, the words RETAINING RINGS, a representation of the goods, and a 
number of boxes for insertion of certain information as SERIES NO., SIZE, 
METAL, THICKNESS and the like. In the box for SERIES NO., applicant has 
stamped the respective numeral for which it seeks registration. 

Registration, in each instance, has been refused on the ground that 
the numeral is merely a type or series designation used to differentiate 
one type of applicant’s retaining rings from its other types; and that as 
such, it does not function as a trademark to distinguish applicant’s goods 
from those manufactured and sold by others. 

Applicant has appealed. 

While admitting that the numerals are type designations for its goods, 
applicant nevertheless contends that, to users and prospective users of 
retaining rings, they serve as indications of origin for its goods. 

In an effort to support its contention, applicant has made of record 
certain documents, including a copy of the “Standard Specifications of 
the National Aircraft Standard Committee” for internal rings containers, 
a list of the names of over a hundred companies, which utilize their own 
numeral type designations for retaining rings which they purchase, and 
which also refer to applicant’s numerals assertedly for the sole purpose 
of identifying applicant, a blueprint drawing of a retaining ring, letters 
from a customer and a prospective customer for applicant’s goods, copies 
of correspondence from one of applicant’s competitors, and copies of said 
competitor’s advertising materials. 


1. Ser. No. 49,468, use since June 1, 1946 is asserted. 
2. Ser. No. 49,469, use since Feb. 21, 1945 is asserted. 
3. Ser. No. 49,470, use since Feb. 21, 1945 is asserted. 
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These documents do not show that the numerals, for which applicant 
seeks registration, have been promoted by applicant as trademarks for 
its goods; they fail to show use of the numerals by either applicant, its 
customers or prospective customers, or by anyone else in the trade as 
anything other than as type designations to differentiate one type of 
applicant’s retaining rings from its other types; and there is nothing 
therein from which it can be concluded that purchasers recognize these 
numerals as trademarks to distinguish applicant’s goods from similar 
goods manufactured or sold by others. It is therefore concluded, on the 
record presented, that the numerals are merely type designations and 
that as such, they do not perform the function of trademarks. They are 
therefore unregistrable. See: Ex parte The Esterbrook Pen Company, 
109 USPQ 368 (46 TMR 899) (Comr., 1956); and In re Armco Steel 
Corporation, 119 USPQ 356 (49 TMR 349) (TT&A Bd., 1958). 


DECISION 


The refusal of registration in all applications is affirmed. 











| 
| 
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PART Ill 





COLM et al. v. KYLES 
D. C., E. D. N. Y.—Jan. 13, 1960 — 124 USPQ 445 
7.114—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 


TERMS 


Motion for summary judgment denied. AQUA cOoL may not be de- 
scriptive of a baby pacifier, but merely indicative of the reason it func- 
tions successfully. 





YALE UNIVERSITY v. BENNESON et al. 
Conn. Sup. Ct. of Errors — Mar. 15, 1960 —125 USPQ 252 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 

The Court in affirming lower courts denial of injunction to plaintiff 
Yale University against defendant’s use in a nearby city of YALE in 
YALE MOTOR INN, held that whether a corporate name is so similar as to 
be likely to deceive or produce confusion is a question of fact. The con- 
fusion of which a court takes cognizance must be something more than 
the result of carelessness or ignorance upon the part of the uninformed. 





CASERTA v. MANHASSET REAL ESTATE, INC. 
N. Y. Sup. Ct., Nassau Co.—Apr. 14, 1960—125 USPQ 254 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 

Action for unfair competition. Complaint dismissed. Plaintiff had 
done business under name MANHASSET REALTY since 1946. Defendant MAN- 
HASSET REAL ESTATE, INC. was formed in 1959. Both agreed that new 
salesmen had to be informed that there were two different real estate 
firms with the word MANHASSET. Also the New York Times had billed 
certain of defendant’s ads to plaintiff when defendant first began. The 
court held the plaintiff had failed to show that he had lost or that there 
was a reasonable likelihood that he would lose business or that there was 
proof of confusion, deliberate misrepresentation or deceit, palming off 
or attempt to capitalize upon the reputation or good will of plaintiff. 
Nor did plaintiff’s evidence, confined to testimony of other realtors, show 
that the name MANHASSET REALTY, composed of a geographic word, had 
acquired a secondary meaning. 





Vol. 50 TMR SUMMARIZED CASE REPORTS 


HOLLYWOOD WATER HEATER CO. v. HOLLYMATIC CORPORATION 
CCPA — Feb. 2, 1960 — 124 USPQ 452 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


HOLLYMATIC (Applicant) for automatic water heaters, home heating ap- 
pliances and cooking ranges with oven and broiler attached or detached. 


HOLLYMATIC (Opposer) for automatic electrically operated hamburger 
patty molding machines. 


Opposition sustained. The Trademark Act of 1946 does not require 
a finding of confusing similarity of goods as the basis for sustaining a 
trademark opposition but instead requires a determination of whether it 
is likely that the mark when applied to the goods of the applicant will 
cause confusion or mistake or deceive purchasers. 


IN RE THE STANDARD OIL COMPANY 


CCPA — Mar. 8, 1960—125 USPQ 227 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
2.27—REGISTRABILITY—SERVICE MARKS 


Registration denied. GUARANTEED STARTING as a service mark for in- 


specting, conditioning and otherwise servicing motor vehicles to facilitate 
their operation in cold weather was held to be well understood English 
words in common use which the ordinary customer would take at their 
ordinary meaning rather than some special meaning distinguishing the 
services advertised from similar services of other. 


1.12(e)—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2(e) 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

The court held that the Trademark Act is not an act to register words 
but to register trademarks. Words are not registrable merely because they 
do not happen to be descriptive of the goods or services. Therefore, it 
was unnecessary to consider the applicant’s argument that the word 
“merely” in Section 2(e) of the statute means fully and completely 


descriptive. - 
Case below reported at 48 TMR 1489. 
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LIBBEY-OWENS-FORD GLASS COMPANY v. GENERAL ALUMINUM 
WINDOW CO., INC. 


CCPA — Mar. 15, 1960— 125 USPQ 229 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
THERMOPANE (Opposer) for insulated glass. 

THERM-O-LITE (Applicant) for storm windows. 


Decision of the Commissioner of Patents reversed and opposition sus- 
tained. The court held THERM-O-LITE for storm windows was likely to be 
confused with THERMOPANE for insulated glass. Opposer could reasonably 
extend its business to include storm windows and although the goods are 
not now sold through the same trade channels both parties direct their 
advertising to the same class of purchasers. 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

THERMO although suggestive was held not descriptive of glass or storm 


windows. 
Case below reported at 48 TMR 1514. 





UNITED STATES SAFETY SERVICE CO. v. GRAHAM 
CCPA — Apr. 6, 1960— 125 USPQ 405 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 

SAFELITE (Applicant) for lenses for optical use. 

SAF-I-DUO, SAF-I-SHIELD, SAF-I-SPEC, SAF-I-FLEX, SAF-I-SHEM, SAFI-I-WELD, SAF-I- 
LENS, SAF-I-GLARE, and SAF-I-SPECTACLE (Opposer) primarily for use on 
industrial safety equipment to protect the head and eyes, and OPTILITE, 
apparently for optical goods. 


Dismissal of opposition affirmed. SAFELITE differs substantially from 
each of opposer’s SAF-I- marks, and even if those be considered as a family 
there would be no reason to think SAFELITE a member of that family. 
SAFELITE clearly is not confusingly similar to OPTILITE. The LITE portion 
which is their only common feature is suggestive as applied to optical 
goods and not likely to be associated by the public with the saFr-1- portion 
of opposer’s other marks to cause confusion with SAFELITE. 

Case below reported at 49 TMR 664. 





GENERAL SHOE CORPORATION v. HOLLYWOOD-MAXWELL CO. 
CCPA — Apr. 12, 1960—125 USPQ 443 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

Use of identical mark (INGENUE) on women’s shoes and brassieres will 
likely result in confusion. 

Case below reported at 48 TMR 656. 
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IN RE ZEPHYR AMERICAN CORPORATION 
Tm. Bd. — Mar. 11, 1960—124 USPQ 464 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
2.12—-REGISTRABILITY—DISCLAIMERS 
V-FILE is merely descriptive of a card filing device in which the opening 


‘ 


between cards is in the form of a “v” and must be disclaimed. 





NEW CASTLE PRODUCTS, INC. v. AMERICAN DOOR COMPANY, INC. 
Tm. Bd. — Mar. 11, 1960 — 124 USPQ 467 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
MAGNAFOLD (Applicant) for folding doors. 
MODERNFOLD (Opposer) for fabric covered folding doors, ete. 


Opposition dismissed. FOLD which is common to both marks has a 
descriptive significance as applied to folding doors. Considering the 
difference between the marks it is concluded that there is no reasonable 
likelihood of confusion. 





WYANDOTTE CHEMICALS CORPORATION v. PIERCE 
& STEVENS CHEMICAL CORP. 


Tm. Bd. — Mar. 11, 1960— 124 USPQ 468 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

FAME (Applicant) for wax-like protective coating for various flooring 
materials. 

FAME (Opposer) for detergent composition for use in the home, on the 
farm, in industry, and in public service institutions. 


Opposition sustained. Water emulsion household floor coatings and 
dishwashing detergent compounds are products which might normally 
be considered to be produced by a single entity if marketed under the 
same or similar marks. While applicant’s and opposer’s products do 
not presently move through the same trade channels to the same average 
purchasers, this fact alone is not conclusive on the question of likelihood 
of confusion. 








650 THE TRADEMARK REPORTER Vol. 50 TMR 


JACKSON-MITCHELL PHARMACEUTICALS, INC. v. GENERAL MILLS, INC. 
Tm. Bd. — Mar. 11, 1960— 124 USPQ 469 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
HI-PRO (Applicant) for breakfast cereal. 
HI-PRO (Opposer) for modified milk product. 


Opposition dismissed. Considering the differences between opposer’s 
highly specialized modified milk food product having therapeutic prop- 
erties which it promotes as a pharmaceutical and applicant’s staple break- 
fast food, and the highly suggestive significance of the term HI-PRO, it is 
concluded that there is no reasonable likelihood of confusion. 


THE MOSLER SAFE COMPANY v. SARGENT & GREENLEAF, INC. 
Tm. Bd. —Mar. 11, 1960—124 USPQ 470 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
sPy-PRooF (Applicant) for dial and ring sets for combination locks. 


COUNTER SPY (Opposer) for locks and safes. 


Opposition dismissed. Although the goods of the parties would nor- 
mally be produced by a single manufacturer and sold through the same 
channels of trade to the same average purchasers and the word spy is 
common to both marks, the marks in their entireties do not look alike, 
are readily distinguishable in sound and differ in meaning. 


WEAVER MANUFACTURING COMPANY v. THE JOYCE-CRIDLAND COMPANY 
Tm. Bd. — Apr. 19, 1960—125 USPQ 245 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Request for reconsideration was denied. The Board held that it is 
true that marks must be considered in their entireties but existing and 
apparent similarities between the marks cannot be overlooked. The word 
TWIN common to both marks was the conspicuous portion of each mark 
and the word Post forming part of applicant’s mark was descriptive. The 
Board therefore, still held that Twin PosT and TWIN MASTER were quite 
similar. 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Even if the purchasers for the goods of the parties may be regarded 
as discriminating purchasers there was nothing in the record which 
suggested that these purchasers, which included independent service 
station operators, would distinguish between substantially similar trade- 
marks. 
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IN RE NATIONAL SALES INC. 
Tm. Bd. — Apr. 19, 1960 —125 USPQ 246 
2.92—REGISTRABILIT Y—CONFUSING SIMILARITY—DOMINANT FEATURES 


Registration refused. MIRA MAGIC MAID for garbage disposers was 
held likely to be confused with prior registration of magic MAID for 
electric percolators, sadirons, toasters and hot plates. Board gave 
applicant no support to its position based on four registrations, one of 
which was issued to owner of cited registration for the mark STAR-RITE 
MAGIC MAID and the others to third persons for such marks as MAGIKITCH’N, 
MATIC MAID and MODERN MAID all for various electrical appliances. 


MARQUETTE MANUFACTURING CO., INC. v. AIR PRODUCTS, INC. 
Tm. Bd. — Apr. 19, 1960 — 125 USPQ 247 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


REDI-SET (Applicant) for cutting and welding outfits. 
REDI-ARC (Opposer) for welding machines. 


Opposition sustained. The Board found that although the term reEp1 
was suggestive it was not without trademark significance and held REDI-SET 
for cutting and welding outfits was likely to be confused with REDI-aRC 
for welding machines. The goods although specifically different are goods 
of a character which can and are produced by a common source. 


3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Applicant’s argument that the record showed a third person pos- 
sessed superior rights to those of opposer in the word Rep for welding 
equipment was held irrelevant to the question of opposer’s right as against 
applicant in the proceeding before the Board. 


IN RE FRATELLI FULVI, S.A.R.L. 
Tm. Bd. — Apr. 19, 1960— 125 USPQ 249 


2.24—-REGISTRABILITY—RELATED COMPANY USE 
4.32—EFFECT OF REGISTRATION—PRIOR ACTS—ACT OF 1920 


Registration of FRATELLI FULVI for cheese by an Italian Corporation 
refused on basis of registration issued to agent of applicant under Act 
of 1920 for FRATELLI FULVI—VITERBO (ITALY) for cheese. 


2.25—REGISTRABILITY—RIGHT TO REGISTER 


The Trademark Act of 1920, like the Act of 1946 contains no provision 
for the registration of a trademark by an agent on behalf of its principal. 
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1.12(d)—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2(d) 
1.145—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 45 

The term “Registered mark” as used in Section 2(d) of the Act of 
1946 includes marks registered under the Act of 1920 (Section 45) and 
therefore registrations under the Act of 1920 constitute a bar to regis- 
tration under Act of 1946. 


PHILADELPHIA QUARTZ COMPANY v. METRO-ATLANTIC, INC. 
Tm. Bd. — Apr. 19, 1960—125 USPQ 249 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


METRO (Applicant) for textile detergent materials. 

METSO (Opposer) for silicate of soda and cleansing compound for indus- 
trial cleaning of food containers, metal, glass, ceramic, textile and the 
like. 


Opposition sustained. The Board held METRO was likely to be confused 
with METSO both used for textile detergent materials. 


IN RE SQUARE D COMPANY 


Tm. Bd. — Apr. 19, 1960 —125 USPQ 250 


2.1—REGISTRABILITY—IN GENERAL 

Registration refused. The Board held applicant’s use of PRODUCT 
LINER was as the name for vehicles employed by applicant to advertise 
and display its goods rather than as a mark to identify applicant’s goods. 
The words PRODUCT LINER were conspicuously displayed above the wind- 
shield and on the side of the cabs of applicant’s vehicles. This was not 
a trademark use of the words for goods displayed in association with them. 


THE FLEETWOOD COMPANY v. OKIN, doing business as NUTRITION 
PRODUCTS CO. 


Tm. Bd. — Apr. 19, 1960—125 USPQ 251 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


WATE-OFF (Petitioner) for a dieting food supplement for reducing. 
CURB-WATE WITH CONTROLENE (Registrant) for tablets effective to control 
appetite in aid of weight reduction. 


Petition and counterclaim dismissed. The Board held cuRB-wWATE with 
CONTROLENE was not likely to be confused with WATE-OFF. 


’ 
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IN RE SLUMBERLAND PRODUCTS OF RHODE ISLAND, INC. 
Tm. Bd. — Apr. 19, 1960 —125 USPQ 252 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Registration granted. The Board held composite mark including the 
words SLUMBERLAND SOFA-MATE for sofas, chairs, cushions and couches was 
not likely to be confused with prior registration of sora-MATiIc for sofas, 
beds and folding sofa bed constructions. 


THE FAMILY CIRCLE, INC. v. SNOW’S DAIRY BAR, INC. 


Tm. Bd.— May 10, 1960 —125 USPQ 421 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

FAMILY CIRCLE (Applicant) for ice cream, various sundae toppings of 
either syrup, nut, or crushed fruit nature, water sherbet, and milk sherbet. 

FAMILY CIRCLE (Opposer) for magazine and in connection with other pub- 
lications offered for sale in the magazine. 


Opposition sustained. As applicant’s products are of a type sold 
through grocery stores and opposer’s magazine, largely devoted to ad- 
vertisements of food and grocery products, is sold primarily through such 
outlets, purchasers are likely to assume that applicant’s products are 
sponsored by or in some way connected with opposer. 


IN RE IZOD LTD. 
Tm. Bd. — May 12, 1960 —125 USPQ 423 
2.7—REGISTRABILITY—COLOR MARKS 


Registration denied. A design consisting of parallel red and blue 
bands woven into the top of men’s white socks would be regarded only 
as an ornamental feature rather than as an indication of origin. 


2.26—REGISTRABILITY—SECONDARY MEANING MARKS 

Affidavits from retailers and one from an editor of a fashion magazine 
state mere conclusions and are insufficient as proof that purchasers have 
come to know and recognize woven design as trademark for applicant’s 
socks. 
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WILCO COMPANY v. WELLS PETROLEUM COMPANY 
Tm. Bd.— May 12, 1960—125 USPQ 424 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
WELCO (Applicant) for lubricating oils, greases, and gasoline. 


wiLco (Opposer) for penetrating oils, lubricating sticks, additives for 
liquid fuels, and various other automotive chemical products. 


Opposition sustained. Considering the substantial similarity of the 
marks, purchasers are quite likely to assume that the automotive products 
of the parties originate with the same producer. 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Since applicant took no testimony, it is restricted to its filing date 
as its date of first use. 


R. J. STRASENBURGH COMPANY v. DR. KARL THOMAE G.m.b.H. 
Tm. Bd. — May 12, 1960 —125 USPQ 425 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
MEPROVAN (Applicant) for pharmaceutical specialty with a gynaecological 
field of application. 
METROPINE (Opposer) for antispasmodic in tablet form; also, METROCIN 
for medication for peptic ulcer. 


Opposition dismissed. The marks do not look alike, and while they 
have some similarity in sound they are readily distinguishable in this 
respect and confusion is not reasonably likely to occur. 


THE JOSEPH & FEISS COMPANY v. JOSEPH H. COHEN & SONS, INC. 
Tm. Bd. — May 12, 1960 —125 USPQ 425 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
THREE-STER (Applicant) for men’s and boys’ coats, suits, jackets, slacks 
and vests. 


TOWNSTER (Opposer) for wearing apparel for men, namely, hats, suits 
and overcoats, and for overcoats and topeoats for men and boys; also, 
THREE-TIMER for men’s suits and coats. 


Opposition sustained. Opposer relied solely on its mark THREE-TIMER, 
and THREE-STER for goods identical in kind and often emanating from a 
single source so resembles THREE-TIMER as to be likely to cause confusion. 
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TETRA PAK COMPANY, INC. v. SCHNEIDER, doing business as 
THE WILLIAM STEVEN COMPANY 
Tm. Bd. — May 18, 1960-—125 USPQ 460 

2.2.4—-REGISTRABILITY—RELATED COMPANY USE 
3.7—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Specimen containers identified in notice of opposition bear opposer’s 
trademark and the trade names of opposer’s licensees. That opposer’s own 
trade name is not used on containers affords no basis for dismissal of 
opposition upon asserted ground of abandonment. There is no require- 
ment that an owner of a trademark use his name (trade name) in con- 
nection therewith. 


MARY DUNHILL, INC. v. SAENZ, BRIONES & CIA. 
Tm. Bd. — May 19, 1960 — 125 USPQ 46] 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

Petition for cancellation granted. In cosmetics field, DEVON is con- 
fusingly similar to previously used DEVONSHIRE and FLOWERS OF DEVONSHIRE, 
even if latter marks are merely fragrance or grade designations. 





